TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe

exam ner’s final

! Application for patent filed June 29, 1993.
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rejection of clainms 1 through 28, which are
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the only clains remaining in this application.
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According to appellant, the invention is a netal soap
pell et which has a netal soap and a binder, with the binder
having at | east two conponents that will react under heat
and/or pressure to form additional nmetal soap (brief, pages 1
and 2). Caim1lis illustrative of the subject matter on
appeal and is reproduced bel ow
1. A metal soap pellet conprising (a) a netal soap and (b) a
bi nder conprising a plurality of conponents which are capabl e
of reacting together under heat and/or pressure to forma
metal soap

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Ri eber et al. (Rieber) 4,235, 794 Nov. 25, 1980
H rsch et al. (Hirsch) 4,927, 548 May 22, 1990
DunsKki 5, 028, 486 Jul. 2, 1991

Claims 1 through 28 stand finally rejected under 35
U S C 8 103 as unpatentable over Rieber or Dunski or,
alternatively, over Dunski and H rsch (answer, page 3). W
reverse all the stated rejections for reasons which foll ow
OPI NI ON
A. The Rejections over Rieber or Dunsk
The netal soap pellet of appealed claim1l requires (a) a

netal soap and (b) a binder with a plurality of conponents
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whi ch are capabl e of reacting together under heat and/or
pressure to formadditional nmetal soap, e.g., a neta

car bonat e/ oxi de/ hydr oxi de and a nonocar boxylic acid
(see appealed claim1 and the specification, page 3, lines 1-
6, and page 4, lines 18-24).

The exam ner states that R eber teaches the preparation
of netal soap granules by m xing netal
oxi de/ hydr oxi de/ carbonate with carboxylic fatty acids where
the netal conponents are used in excess (answer, page 4,
citing colum 3, lines 18-22, of Ri eber). The exam ner has
determ ned that the difference between the “invention” of
claim1 and any of the cited references “is essentially nil”
(1d.). The exam ner then concludes that it would have been
obvious “to follow the teachings of Dunski or Ri eber and use
nmet al oxi des, hydroxi des, carbonates or nonocarboxylic acids
as the binder materials for netal soaps to formthe granules
or pellets.” (answer, page 5).

We find that there is no factual basis to support the
exam ner’ s conclusion. Appealed claim1l, as noted above,
requires a binder with a plurality of conponents while Rieber
only discloses or teaches one conponent being used in excess
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to that required to formthe netal soap (see colum 3, lines
18-22). Furthernore, this teaching in R eber of increasing
the speed of the saponification reaction by enpl oying an
excess of the netal oxide/hydroxide/carbonate does not teach
the use of this nmetal as a binder. Rieber specifically
teaches that his invention is acconplished “w thout the use of
bi ndi ng agents” (colum 2, lines 30-35). The excess netal
oxi de/ hydr oxi de/ carbonate is used to react with previously
unreacted fatty acid to drive the reaction to conpletion and
t hus does not appear in the final granulate (see Exanple 18 in
colum 8). Finally, the examner fails to establish that the
granul ate of Rieber is equivalent to the netal soap pellet
requi red by the subject nmatter on appeal. Therefore the
requi renents of appealed claim1l are not shown or suggested by
Ri eber.

Qur review ng court has stated “[w] here the | ega
concl usi on [ of obviousness] is not supported by facts it
cannot stand.” In re Warner, 379 F.2d 1011, 1017, 154 USPQ
173, 178 (CCPA 1967), cert. denied, 389 U S. 1057 (1968). For

the foregoing reasons, the rejection of clains 1 through 28



Appeal No. 95-3765
Application No. 08/084, 388

under 35 U. S.C. 8§ 103 as unpatentabl e over Rieber is reversed.
The exam ner states that Dunski teaches the preparation
of netal soap pellets by blending netal soap powder with a
bi nder material such as fatty acids (answer, page 4, citing
colum 3, lines 18 and 28-30). The exam ner notes that Dunsk
“clearly identifies fatty acids (nonocarboxylic) acids [sic]
as an effective binder with the pre-fornmed netal soaps.”
(1d.). However, the examner fails to explain how the subject
matter of appealed claiml1, including a binder with a
plurality of conponents, would have been obvious in view of
the di sclosure in Dunski of a one conponent binder for a netal
soap. The exam ner argues that “the references teach severa
alternative choices of the binder, so it would have been
obvious to use a plurality of the conponents as the binder
conposition.” (answer, page 5). Even assum ng the correctness
of the exam ner’s statenent, this rejection is over Dunsk
al one and only one binder conponent is taught in Dunski.

For the foregoing reasons, the rejection of clains 1
through 28 under 35 U.S.C. 8§ 103 as unpatentabl e over Dunsk
IS reversed.

B. The Rejection over Dunski and Hirsch
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The requirenents of appealed claim1 and the exam ner’s
anal ysis of Dunski have been di scussed above. The exam ner
states that Hirsch teaches the preparation of netal soaps by
reacting an excess of netal oxide with powdered fatty acids,
with the basis for this teaching of an excess of the netal
oxi de being found in the exanples (answer, page 4). Since
Dunski teaches that the fatty acid binder in the pellet may be
unreacted fatty acid fromthe saponification reaction (see
Exanpl e 5), and the exam ner states that Hi rsch teaches the
use of excess netal conponent in the saponification reaction,?
t he exam ner apparently concludes that use of both the fatty
acid and the netal oxide as binders would have been obvious to
the artisan (answer, page 5).

The exam ner nust show reasons why one of ordinary skill
in the art, confronted with the sane probl ens as appel |l ant and

with no know edge of the clainmed invention, would select the

2Al t hough this statenment by the exam ner is not contested
by appellant, Hirsch specifically teaches the use of
stoi chionetric anmobunts of each reactant (columm 2, lines 2-4).
The exam ner’s cal cul ations for Exanple 11 (answer, page 4)
apparently do not take into consideration the particul ar range
of formnulas possible in Fornula (1) (colum 1, lines 7-10).
However, this statenent by the exam ner does not affect our
deci si on.
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el enments fromthe cited prior art references for conbination
in the manner clainmed. See In re Rouffet, 149 F.3d 1350,
1358-59, 47 USPQRd 1453, 1458 (Fed. G r. 1998); Warner, 379
F.2d at 1016, 154 USPQ at 177 ("[w here the invention sought
to be patented resides in a conbination of old el enents, the
proper inquiry is whether bringing themtogether was
obvious.") There are "three possible sources for a notivation
to conbine references: the nature of the problemto be sol ved,
the teachings of the prior art, and the know edge of persons
of ordinary skill in the art."” See Rouffet, supra.

The exam ner has failed to explain why one of ordinary
skill in the art would have added netal oxide to the fatty
acid binder of Dunski. Dunski enploys the fatty acid as a
bi nder and does not disclose or teach that any further
reaction is desired. There is no disclosure or suggestion in
the cited prior art that metal oxides could be used as a
bi nder with netal soap pellets. The nature of the problemto
be sol ved by appellant (specification, page 3, lines 1-6) is
not addressed by the cited prior art. The exam ner does not

refer to any know edge of persons of ordinary skill in the art
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that woul d have suggested the conbi nati on of references.
Accordingly, the exam ner has failed to show any notivation or

suggestion to conbi ne the Dunski and Hirsch references.
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For the foregoing reasons, the rejection of clains 1
through 28 under 35 U.S.C. 8§ 103 as unpatentabl e over Dunsk

and Hrsch is reversed.

REVERSED

BRADLEY R GARRI S )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
CHARLES F. WARREN ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
THOVAS A, VWALTZ )
Adm ni strative Patent Judge )

svt
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Pat ent Depart nent

MALLI NCKRODT SPECI ALTY CHEM CALS CO.
16305 Swi ngley Ridge Drive
Chesterfield, MD 63017
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