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TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Bef ore THOVAS, RUGAE ERO and GROSS, Admini strative Patent
Judges.

THOVAS, Adninistrative Patent Judge.

ON REQUEST FOR REHEARI NG

t Application for patent filed Novenber 4, 1991.
According to applicants, this application is a continuation-
in-part of Application 07/635,029, filed Decenber 28, 1990,
now Patent No. 5,037,361, issued August 6, 1991; which is a
continuation-in-part of Application 07/569, 029, filed August
17, 1990, now Patent No. 5,113,262, issued May 12, 1992.
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This is a decision on rehearing of our original decision
in this appeal dated Novenber 22, 1999, |isted as Paper No. 43
inthe file. On Decenber 22, 1999, appellants filed a request
for reconsideration of our earlier decision. W consider this
request for reconsideration as a request for rehearing within
37 CFR
8§ 1.197.

Wt hout bel aboring the point, our earlier decision
reversed the rejection of certain clainms under the first
par agr aph of
35 US.C. 8§ 112 as well as different rejections of various
clainms under 35 U.S.C. § 103. W did, however, sustain a
rejection of clainms 1 through 92 and 119 through 154, which
anounted to all clainms on appeal, under the judicially created
doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 8, 9, 10, 18, 20 and 21 of
appel lants' prior U S. Patent No. 5,113,262 to Strolle. Page
4 of our original opinion indicated that in accordance with
the statenents made in the various briefs, appellants did not

contest the rejection. W also noted there that appellants
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expressed a wllingness to file a termnal disclainmer to
obviate the rejection. As of the date of our decision, no
termnal disclainmer had been filed in the present application.
Rule 8§ 1.197(b) governs the consideration of request for
rehearing. |Inasnuch as appellants do not assert that there is
any error in or are any points that we m sapprehended or
over|l ooked in rendering our original decision, we find no
present reason to change our original decision affirmng the
rejection of all clains on appeal based upon the obvi ousness-
type doubl e patenting rejection. Appellants also have
presented no reason why the term nal disclainmer was not
presented before our original decision date, especially since
appel l ants had basically indicated in all the various briefs
filed that they acceded to the rejection. On the other hand,
since the termnal disclainmer filed on the sane date as the
request for reconsideration presents matters properly decided
by the exam ner, we therefore remand the application to the
exam ner for consideration of the nerits of, entry and proper

processing of the term nal disclainer.
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In view of the foregoing, appellants' request for
rehearing is granted to the extent that we have in fact
reviewed our findings but is denied as to nmaking any change
therein. This application is also remanded to the exani ner
for consideration of the nerits of, entry and proper
processing of the term nal disclainer.

This application, by virtue of its “special” status,

requires an imedi ate action. Mnual of Patent Exam ning

Procedure (MPEP) § 708.01(d)(7th ed., July 1998).
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

DENI ED and REMANDED

James D. Thomas
Adm ni strative Patent Judge

Joseph F. Ruggiero BOARD OF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

Anita Pell man G oss
Adm ni strative Patent Judge
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