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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex _parte | VAX | NDUSTRI ES

Appeal No. 95-3361
Appl i cation 90/ 003, 195

ON BRI EF

Before KIMLIN, JOHN D. SM TH and WEl FFENBACH, Adnini strative
Pat ent Judges.

JOHN D. SMTH, Adninistrative Patent Judge.

! Reexami nation proceeding of U S. Patent 5,213,581 to Ecolab Inc., now
assigned to I VAX I ndustries, Inc., entitled “Conpositions and Method That
Introduce Variations In Color Density Into Cellulosic Fabrics Particularly
I ndigo Dyed Denini, issued May 25, 1993, based on application Serial No.

07/ 898, 845, filed June 15, 1992. According to applicant, this application is
a continuation of Application 07/678,133, filed April 1, 1991, now Patent No.
5,122,159, issued June 16, 1992; which is a continuation of Application

07/ 245,123, filed Septenber 15, 1988, now Patent No. 5,006,126 issued April 9,
1991.
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ON RENMAND TO THE EXAM NER

In our decision entered January 29, 1996, we sustai ned
the examner’s rejection of clainms 1 through 11 under 35
US.C 8 103 over Celler in view of Tai or Barbesgaard and
Novo in this reexam nation proceeding involving U S. Patent
No. 5,213, 581.
We also affirnmed the examner’s rejection under 35 U. S. C
8§ 102(e) and 8 103 based primarily on dson 056 and O son
" 864.

On appeal to the United States Court of Appeals for the
Federal Circuit, the Court vacated the 8 103 rejection and
remanded for further consideration of two subsidiary factua
I ssues. The Court al so vacated and remanded the rejection
under 8 102(e) and 8 103 in view of an asserted change in
I nvent or shi p. Wth respect to the 8 103 rejection based
in part on Novo, the Court nmade the foll ow ng statenent at

page 8 of its slip opinion2

2See Inre IVAX I ndustries, No. 97-1012 (Fed. Cir. April 24, 1998).

2
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“[a] nore thorough exam nation of Novo reveal s that
It teaches that cellul ase achieves the desired

ef fects of softening and col or brightening by
removing mcro-fibrils protruding fromthe main

fi ber after extended wear and washing. The Board’' s
anal ysis of Novo did not consider at |east two
guestions of fact: (1) whether one of ordinary skil
woul d gl ean from Novo not only the asserted effects
of cellulase (softening and col or brightening) but
al so the nmethod for achieving those effects
(mcrofibril renoval) and (2) whether one of
ordinary skill would derive froma teaching that
cellul ase renoves microfibrils a suggestion that
cellul ase could be used to achieve effects in color
vari ation.

Thus, the Court vacated and remanded the 8 103 rejection
for further proceedings consistent with their opinion.

Si nce questions of fact are best resolved at the exam ner
| evel, this reexam nation proceeding is remanded to the
exam ner to consider and resolve the two subsidiary questions
of fact raised by the Court, and, if appropriate, to restate a
rejection under 8 103 of the statute. |In any restatenent of
this rejection, the exam ner may wish to review the argunents
at pages 26 and 27 of the Brief filed on behalf of the
Comm ssi oner of Patents and Trademar ks (Paper No. 47).

In light of the Court’s renmand for consideration of the

asserted change in inventorship, the exam ner should al so
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confirm whether or not the rejections based on A son 056 and
O son 864 remain viable. In this regard, the exam ner should

revi ew t he
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various petitions of record and the decision on petition under
37 CFR 8§ 1.48(b) filed August 22, 1996 as Paper No. 43.

RENMANDED

EDWARD C. KI MLI N )

Adm ni strative Patent Judge )
)
)
)

JOHN D. SM TH ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)

CAVMERON V\EI FFENBACH )

Adm ni strative Patent Judge )
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