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Before WNTERS, JOHN D. SM TH and WALTZ, Adninistrative Patent
Judges.

JOHN D. SMTH, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe

final rejection of clains 1 through 11.

! Application for patent filed July 30, 1993. According
to the appellants, the application is a continuation of
Application No. 07/918,948, filed July 22, 1992, now
abandoned, which is a continuation of Application No.

07/ 502,980, filed March 30, 1990, now abandoned.
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Claim1 is representative and is reproduced bel ow

1. A solvent free, noisture curable urethane hot nelt
adhesi ve conposition having thermal stability that can be
extruded to forman initially high green strength hot nelt
bond and can npisture-cure to an adhesi ve bond, which
conposi tion conpri ses:

(a) about 5-80 wt-% of a polyester polyether copol yner
conprising a polynmer having the formula:

O O
2 2
-G Nu-G O R-

wherein Nu is a predom nately cyclic nucleus and R, is
randomy selected fromeither a C,_, al kyl ene or an anor phous,
| ong- chai n pol yet her subunit conprising a pol yoxyal kyl ene
group; and

(b) about 20-95 wt-% of a pol yi socyanate prepol yner
conprising the reaction product of:

(i) a polyol; and

(i) a pol yfunctional isocyanate having an
i socyanate functionality of about two or nore wherein said
pol yfunctional isocyanate is present in a concentration
sufficient to formsaid pol yi socyanate prepol yner and provide
free isocyanate functionality to cure said adhesive
conmposition through reaction with noisture.

The reference of record relied upon by the exam ner is:

Merton et al. (Merton) 4,430, 479 Feb. 7,
1984

A reference relied upon by appellants is:
Encycl opedi a of Chem cal Technol ogy, Kirk-Q hmer, Fourth

Edition
Vol . 1, pp. 461-463, copyright 1978.
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The appeal ed clains stand rejected for obvi ousness
(35 U.S.C. §8 103) over Merton.

W reverse.

The subject matter on appeal is directed to a hot nelt
adhesi ve conposition conprising a pol yester polyether
copol ynmer conponent and a pol yi socyanate prepol ynmer conponent.
I mportantly, the conposition is defined by the preanbul ar
| anguage of the appealed clains as a “solvent free, noisture
curable” hot nmelt that “can be extruded to forman initially
hi gh green strength hot nelt bond and can noisture-cure to an
adhesi ve bond.”

As evi dence of obviousness of the clained invention, the

exam ner relies on Merton. Merton di scl oses a sol vent based

heat acti vatabl e adhesive conposition which, according to the
exam ner, may be conprised of the identical two conponents
requi red by the appeal ed conposition. The exam ner

acknowl edges that the Merton conposition, as formulated, is
not initially solvent free. However, the exam ner contends
that once Merton’s adhesive conposition is applied to a
substrate and the solvent is renoved, Merton's adhesive is
then a solvent free heat activatable noisture curable
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adhesi ve which “reads on” the adhesive conposition of the
clained invention. See the exam ner’s answer at page 5, |ines
4-8. To support this argunent the exami ner refers to the
di scl osure of Merton at colum 2 |lines 36-44 which states

The adhesi ve conpositions of the present

i nvention may be preapplied to substrates well in

advance (i.e., about 60 days) of the actual bonding

operation. The fact that the conposition is then

sinply heat reactivated when it is desired to

performthe bonding operation permts bonding at the

worksite to be acconplished without the presence of

fl ammabl e sol vents common to sol vent - based adhesi ves

or the enploynment of often inconvenient water-based

adhesi ves.

We cannot agree with the exam ner that all the
limtations of the appealed clains are found in the reference,
i.e., that the clained conposition “reads on” sonething
di scl osed or suggested in the reference. First, the adhesive
of Merton is only in a solvent free state when it exists as a
dried filmbonded to a substrate. Cearly such a
adhesi ve/ substrate conposite structure cannot fairly be said
to be a hot nelt adhesive. As enphasized throughout
appel lants’ brief, hot nelt adhesives are defined in the art

as “100% nonvol atile thernoplastic materials that can be

heated to a nelt and then applied as a liquid to an adherend.”
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See the first full paragraph, at page 461 of the Kirk-Q hmer
publication cited by appellants.

Secondly, Merton provides no indication that a dried
adhesive film preapplied and bonded to a substrate can be
subsequent|ly extruded to forma hot nelt bond and can be
subsequently noisture cured to an adhesive bond. Indeed, it
woul d be highly specul ative to suggest that a preapplied
adhesive filmthat had dried and cured for about 60 days, as
taught by Merton at colum 3, |ines 36-38, could subsequently
further “noisture-cure to an adhesive bond” or that the
pol yfunctional isocyanate would then be present “in a
concentration sufficient” to “cure the adhesive conposition
through reaction with noisture” as specified and required by
the appeal ed clains. Accordingly, we cannot sustain the
stated rejection of the appeal ed cl ai s based on di scl osures
in Merton.

One final point renmains. At the oral hearing, a question
was raised as to whether the clai mlanguage defining the
copol ynmer conponent as a pol yester polyether is an accurate
and definite description of this conponent when R, is a C,q
al kyl ene. W decline to exercise our discretion to state a
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new rejection of the clainms pursuant to our authority under 37
CFR 8§ 1.196(b). W trust that the appellants and the exam ner
will review and resolve this matter, upon return of this
application to the examner, prior to issuance of the

appl i cation.
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The deci sion of the examner is reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN D. SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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John J. Gresens
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