TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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KIM.IN, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 2-
16, all the clains remaining in the present application.
Caim116 is illustrative:

16. An exposed photoresist, said exposed photoresist
havi ng been forned by (a) applying on a substrate a

! Application for patent filed Decenber 30, 1991.
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phot oresi st having a non-linear optical property which
increases with respect to increasing light intensity, and (b)
exposi ng the photoresist using a reduction optical systemwth
a mask.

In addition to the admtted state of the prior art found
in the present specification, the exam ner relies upon the

foll owi ng reference as evidence of obvi ousness:

Di eneer et al. (Dieneer) 5,142, 605 Aug. 25, 1992
(filed Sep. 7, 1989)

Appel l ants' clainmed invention is directed to an exposed
phot oresi st fornmed by using a reduction optical systemto
expose a photoresi st having a non-linear optical property
whi ch increases with respect to increasing light intensity.
According to appellants, "the exposed photoresist according to
the present invention obtains a high resolution of from 0. 25-
0.35 Fm even in a resist having a thickness of approxi mately
1 Fm (page 3 of principal Brief).

Appeal ed clains 2-16 stand rejected under 35 U S. C
8§ 112, first paragraph, as being based upon a non-enabling
di scl osure. In addition, the appealed clains stand rejected
under 35 U. S.C. 8§ 103 as bei ng unpatentable over D eneer in

view of the admtted prior art.
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Upon careful consideration of the opposing argunents
presented on appeal, we will sustain neither of the exam ner's
rej ections.

Regarding the rejection of the appeal ed clains under 8§
112, first paragraph, we are in essential agreenment with the
position set forth by appellants in their Reply Brief. 1In
essence, the exami ner has not carried his initial burden of
establishing with objective evidence or conpelling scientific
reasoni ng that one of ordinary skill in the art would not be
able to practice the clained invention w thout undue

experinmentation. |In re Marzocchi, 439 F.2d 220, 223, 169 USPQ

367, 369 (CCPA 1971). The exam ner's statenent that forns the
basis of his legal conclusion, that it is not possible for one
skilled in the art to produce the clainmed photoresist fromthe
brief description found in the specification, is wthout
factual support (page 5 of Answer).

W now turn to the examner's rejection of the appeal ed
clainms under 35 U . S.C. 8§ 103. The exam ner appreciates that
Di eneer, the primary reference, fails to disclose (1) the
cl ai med photoresist that has a non-linear optical property

whi ch increases with respect to increasing light intensity and

-3-



Appeal No. 95-3170
Application No. 07/813,749

(2) exposing a photoresist using a reduction optical system
In the words of the exam ner, the teachings of D eneer "differ
fromthose of the applicant in that the applicant teaches the
use of simlar photoresists and the exposure of the

phot oresi sts using a reduction optical systeni (page 4 of
Answer). However, the exam ner has failed to explain in what
specific respects the photoresists of appellants and D eneer
are "simlar." Lacking in the examner's position is any
rational e that establishes that the photoresists of D eneer or
the admtted prior art have the presently clained "non-linear
optical property which increases with respect to increasing
light intensity.” |In the absence of such rationale, it cannot
be reasonably concluded that the clainmed photoresist would
have been obvious to one of ordinary skill in the art in view
of the photoresist of D eneer, notw thstanding their purported
"simlarity." Likew se, the examner's statenent that "[t] he
use of the reduction optical systemis disclosed in the
specification and is known to be used with simlar

phot oresi sts as those of the clained invention" (page 4 of
Answer), is without the requisite factual support. Again, the

exam ner has not established the specific simlarity between
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the cl ai ned photoresist and the photoresists of the admtted
prior art that are subjected to an exposure to a reduction
optical system Consequently, we find that the prior art

relied upon by the examner fails to establish a prim facie

case of obviousness for the clained subject matter.

One final point remains. In the event of further
prosecution of the subject matter at bar, the exam ner shoul d
consi der whet her the exposed photoresist disclosed by D eneer
i nherently has a "non-linear optical property which increases
with respect to increasing light intensity," as presently
claimed. W say this because appellants' specification
attributes the clainmed property to the photoresist structure
having a nitrostil bene functional group, and the photoresist
mat eri al of D eneer possesses nitrostil bene functional groups.
For the appropriate, controlling |legal principle, the exam ner

should consult In re Spada, 911 F.2d 705, 15 USPQ2d 1655 (Fed.

Cir. 1990) and In re Best, 562 F.2d 1252, 195 USPQ 430 ( CCPA

1977) .
In conclusion, based on the foregoing, the exanm ner's
decision rejecting the appealed clains is reversed.

REVERSED
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