THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 21

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TI MO HYPPANEN

Appeal No. 95-3119
Application No. 08/089, 810!

ON BRI EF

Bef ore STAAB, McQUADE, and NASE, Admi nistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 7, 9 through 24 and 27.2 d aim 26
has been w thdrawn from consi deration under 37 CFR § 1.142(b) as
being drawn to a nonelected invention. Cains 8 and 25 have been

cancel ed.

! Application for patent filed July 12, 1993. According to
t he appellant, the application is a continuation-in-part of the
follow ng three applications: Application No. 08/041,571, filed
April 5, 1993; Application No. 08/041,6580, filed April 5, 1993,
and Application No. 08/066, 277, filed May 26, 1993.

2 Cdaim 10 has been anended subsequent to the final
rejection.
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We REVERSE.
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BACKGROUND

The appellant's invention relates to transporting solid
particles. An understanding of the invention can be derived from
a reading of exenplary clains 1 and 10, which appear in the

appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Rosa et al. 2,819, 890 Jan. 14, 1958
(Rosa)

Stewart et al. 4,333, 909 June 8, 1982
(Stewart)

Kor enber g 4, 688, 521 Aug. 25, 1987
Pot i nkar a 5,034, 197 July 23, 1991
Hansen et al. 5,069, 171 Dec. 3, 1991
(Hansen)

Claim 27 stands rejected under 35 U.S.C. § 112, first
paragraph, as the specification, as originally filed, does not

provi de support for the invention as is now cl ai ned.

Clainms 1 through 7, 9 through 24 and 27 stand rejected under
35 U.S.C. 8 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe

subject matter which the appellant regards as the invention.
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Claims 1 through 5, 7, 9 through 14, 16 through 21 and 27
stand rejected under 35 U.S.C. 8 103 as bei ng unpatent abl e over

Stewart alone, or in view of Rosa.

Clains 6, 15, 23 and 24 stand rejected under 35 U. S.C. § 103
as being unpatentable over Stewart alone, or in view of Rosa as

appl i ed above, and further in view of Hansen and Poti nkara.

Claim 22 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Stewart alone, or in view of Rosa as applied

above, and further in view of Korenberg.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appellant regarding the § 103 and § 112
rejections, we nmake reference to the exam ner's answer (Paper No.
17, mail ed Decenber 12, 1994) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's

brief (Paper No. 14, filed Septenber 6, 1994) and reply brief



Appeal No. 95-3119 Page 5
Application No. 08/089, 810

(Paper No. 18, filed January 27, 1995) for the appellant's

argunents thereagainst.?3

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The witten description issue

W w il not sustain the examner's rejection of claim 27
under 35 U.S.C. 8§ 112, first paragraph, as the specification, as
originally filed, does not provide support for the invention as

is now cl ai ned.

3 The new ground of rejection set forth in the examner's
answer was w thdrawn by the exam ner (Paper No. 20) due to the
appellant filing a termnal disclainmer (Paper No. 19). W note
that the termnal disclainmer has not been properly recorded on
the face of the filewapper. The exam ner should ensure correct
recording of the term nal disclainer.
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The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the artisan
that the inventor had possession at that tine of the |later
cl ai med subject matter, rather than the presence or absence of
l[iteral support in the specification for the claimlanguage. See

Vas-Cath, Inc. v. Mihurkar, 935 F.2d 1555, 1563-64, 19 USPQd

1111, 1116-17 (Fed. Cr. 1991) and In re Kaslow, 707 F.2d 1366,

1375, 217 USPQ 1089, 1096 (Fed. Cr. 1983).

I n applying the above-noted test, we conclude that the

| anguage at issue (i.e., "introducing transporting gas only
t hrough one side wall opposite to the partition wall in the first
chanber") is supported by the original disclosure. In that

regard, Figure 5 shows that the only transporting gas introduced
inthe first chanber (i.e., lower part 318 of return duct 312) is
i ntroduced by nozzle 324 through the side wall opposite to the
partition wall 322 in the first chanber. Additionally, the
specification (page 14) states that
[t]ransportation gas is introduced through nozzle 324 into
the I ower part of the return duct 312 for transporting

particles through passages 320 into the heat exchanger
chanber 314.
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The indefiniteness issue

W w il not sustain the examner's rejection of clainms 1
through 7, 9 through 24 and 27 under 35 U.S.C. § 112, second
par agr aph, as being indefinite for failing to particularly point
out and distinctly claimthe subject matter which the appell ant

regards as the invention.

The second paragraph of 35 U S.C. 8 112 requires clains to
set out and circunscribe a particular area with a reasonabl e

degree of precision and particularity. 1n re Johnson, 558 F.2d

1008, 1015, 194 USPQ 187, 193 (CCPA 1977). In meking this
determ nation, the definiteness of the | anguage enpl oyed in the
cl ai ms must be analyzed, not in a vacuum but always in |ight of
the teachings of the prior art and of the particular application
di sclosure as it would be interpreted by one possessing the

ordinary level of skill in the pertinent art. |d.

The exam ner's focus during exam nation of clains for
conpliance wth the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the threshold
requi renents of clarity and precision, not whether nore suitable

| anguage or nodes of expression are available. Sone latitude in
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t he manner of expression and the aptness of terns is permtted
even though the claimlanguage is not as preci se as the exam ner
m ght desire. |If the scope of the invention sought to be

pat ented cannot be determ ned fromthe | anguage of the clains
with a reasonabl e degree of certainty, a rejection of the clains

under 35 U.S.C. 8 112, second paragraph, is appropriate.

Thus, the failure to provide explicit antecedent basis for
ternms does not always render a claimindefinite. As stated
above, if the scope of a claimwuld be reasonably ascertai nabl e
by those skilled in the art, then the claimis not indefinite.

See Ex parte Porter, 25 USPQ2d 1144, 1145 (Bd. Pat. App. & Inter.

1992) .

Furt hernore, appellants nmay use functional | anguage,
alternative expressions, negative |limtations, or any style of
expression or format of claimwhich nmakes cl ear the boundaries of
the subject matter for which protection is sought. As noted by

the Court in ln re Swnehart, 439 F.2d 210, 160 USPQ 226 ( CCPA

1971), a claimnmay not be rejected solely because of the type of
| anguage used to define the subject matter for which patent

protection is sought.
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Wth this as background, we anal yze the specific rejections
under 35 U.S.C. 8 112, second paragraph, made by the exam ner of
the clains on appeal. The exam ner determ ned (answer, p. 5)
that (1) "gill-like" in claim1l2 is vague; (2) clainms 19-21 seem
to define the intended use of the apparatus; and (3) "the

conbusti on chamber" in claim?7 | acks antecedent basis.*

We agree with the appellant's argunment (brief, p. 6) that
the term"gill-like" in claim12 is definite. It is our opinion
that an artisan upon reading the appellant's original disclosure
(e.g., page 7, 1Y, Figures 1 and 2, etc.) would have consi dered
the term"gill-like" to nmean that the passages are narrow slots
cl osely spaced one on top of the other. Since the neaning of the
term"gill-like" would have been understood, the term"gill-Iike"

is definite.

We agree with the appellant's argunent (brief, p. 7) that
clainms 19 through 21 are definite. |In that regard, we agree with
the appellant that the recitations of clainms 19 through 21 define

positive limtations of the clainms, not the intended use of the

W are at a lose to understand why the exam ner include
claims 1 through 7, 9 through 11, 18, 22 through 24 and 27 in
this rejection.
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apparatus. Furthernore, even if clains 19-21 did define only the
i ntended use of the apparatus, it is not apparent to us how t hat

woul d render the clains indefinite.

We agree with the appellant's argunment (brief, p. 7) that
the lack of antecedent basis in claim7 does not render the claim
indefinite. In that regard, we agree with the appellant that the
prior recitation in claim7 of a fluidized bed conbustor
necessity inplies to the artisan that the conbustor has a

conbusti on chanber.®

The obvi ousness i ssues
W will not sustain the examner's rejection of clains 1

through 7, 9 through 24 and 27 under 35 U.S.C. § 103.

In rejecting clains under 35 U. S.C. § 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See Inre Rjckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Cir. 1993). A case of obviousness is established by

presenting evidence that the reference teachi ngs woul d appear to

5> For purposes of consistency with claim®6, we suggest that
the term"the conbustion chanber” in claim?7 be changed to "a
conbusti on chanber.™
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be sufficient for one of ordinary skill in the relevant art
having the references before himto nmake the proposed conbi nation

or other nodification. See Inre Lintner, 9 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that the
clai med subject matter is obvious nust be supported by evidence,
as shown by sone objective teaching in the prior art or by

know edge generally available to one of ordinary skill in the art
t hat woul d have |l ed that individual to conbine the rel evant
teachings of the references to arrive at the clained invention.

See In re Fine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598 ( Fed.

Cr. 1988). Rejections based on 8 103 nust rest on a factual
basis wth these facts being interpreted w thout hindsight
reconstruction of the invention fromthe prior art. The exam ner
may not, because of doubt that the invention is patentable,
resort to specul ation, unfounded assunption or hindsight
reconstruction to supply deficiencies in the factual basis for

the rejection. See In re Warner, 379 F.2d 1011, 1017, 154 USPQ

173, 177 (CCPA 1967), cert. denied, 389 U.S. 1057 (1968). Qur

review ng court has repeatedly cautioned agai nst enpl oyi ng
hi ndsi ght by using the appellant's disclosure as a blueprint to
reconstruct the clainmed invention fromthe isol ated teachi ngs of

the art. See, e.d., Gain Processing Corp. v. American
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Mai ze- Products Co., 840 F.2d 902, 907, 5 USPQ2d 1788, 1792 (Fed.

Gir. 1988).

Wth this as background, we analyze the prior art applied by
the examner in the rejection of the two i ndependent clains on

appeal (i.e., clains 1 and 10).

Stewart discloses a fluidized bed boiler. As shown in
Figure 1 of Stewart, the fluidized bed boiler conprises a front
wall 12, a rear wall 14 and two side walls, one of which is shown
by the reference nuneral 16. The upper portion of the boiler is
not shown for the convenience of presentation, it being
understood that it consists of a convection section, a roof and
an outlet for allow ng the conbustion gases to discharge fromthe
boiler, in a conventional manner. A partition 18 is disposed
within the boiler and has a vertical portion 18a which extends in
a parallel relation to the front wall 12 and the rear wall 14,
and a slanted portion 18b which extends fromthe upper extremty
of the vertical portion 18a to the front wall 12 and which has
a plurality of openings 18c, for reasons to be described |l ater.
The partition 18 defines a first chanber 20 extendi ng between the

front wall 12 and the partition 18, and a second chanber 22
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extendi ng between the partition and the rear wall 14. Stewart
teaches that a bed of particulate material 24 is disposed within
t he chanber 22 and rests on a perforated grate 26 extending
horizontally in the | ower portion of the boiler and defining the
| ower extrem ties of both chanbers 20 and 22. The | ower
extremty of the vertical portion 18a of the partition 18 can
termnate slightly above the grate 26 to forma through passage
28 that permts transfer of material fromthe chanber 20 to the
chanber 22. Alternatively, Stewart discloses that holes can be
provided in the | ower portion of partition 18 for the sane
effect. The fluidized bed boiler also includes two air plenum
chanbers 30 and 32 di sposed i medi ately underneath the chanbers
20 and 22. Stewart provides an inlet pipe 38 through the front
wall 12 to introduce into the chanber 20 an acceptor, such

as raw | imestone, for the sul fur produced by the fossil fuel
during the conbustion process. Stewart teaches that this
acceptor would be in the formof a particulate material which
woul d accunul ate to a presel ected hei ght, such as the one shown
in Figure 1, in the chanber 20. 1In addition, a gas inlet pipe 40
extends through the wall 12 into the chanber 20 for passing a

hi gh tenperature gas, a conbustible gas, or carbon dioxide
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rich flue gas into the chanber 20. The pipe 40 can al so be
connected to an exhaust fan or the like for renoving gases from
the chanbers 20 and 22. An air inlet pipe 44 al so extends
through the front wall 12 in communication with the | ower

portion of the chanber 20 and is adapted to receive pressurized
air froman external source (not shown) and di scharge sane toward
t he passage 28 to assist the novenent of the acceptor fromthe

chamber 20 to the chanber 22.

In operation of Stewart's fluidized bed boiler, air is
introduced into the chanber 32 via the air inlet 36 whereby it
passes upwardly through the grate 26 and the bed 24 of fluidized
material in the chanber 22 before it exits through a suitable
outlet provided in the top of the boiler. This |oosens the
particulate material in the bed 24 and fluidizes it. A light-off
burner 37 is then fired to heat the material in the bed 24 until
t he bed reaches a predeterm ned el evated tenperature after which
particul ate fuel material is introduced into the chanber 22 and
the bed 24 via an inlet 46. Upon establishing good conmbustion
t he burner 37 can be turned off. As soon as the bed reaches its
normal operational tenperature, the raw |inestone is introduced

into the chanber 20 via the inlet 38 where it accumul ates in the
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| atter chanber. A gas, which could be a high tenperature gas, a
conbusti bl e gas, or carbon dioxide-rich flue gas, or the like, is
i ntroduced into the chanber 20 as needed via the inlet pipe 40.
As a result, a partial pressure of carbon dioxide is maintained
in the chanber 20 that is optimumfor the cal cining operation

and any excess gas, including carbon dioxide, discharges through
t he openings 18c fornmed in the partition 18. The air assist pipe
44 is activated to distribute the calcined Iinmestone through the
passage 28 into the |lower portion of the chanmber 22, it being
understood that air can be introduced into the chanber 20 via the
inlet 34 as needed to fluidize the Iinestone in the latter
chanber and thus assist the novenent of the [inestone into the
chanber 22. The linestone fromthe chanber 20 integrates with
the bed material in the chanber 22 and accepts the sul fur
produced as a result of the conbustion of the fossil fuel.
Alternatively, Stewart teaches that the pipes 40 or 34 could be
connected to an exhaust fan and high tenperature flue gases of

i ncreased carbon di oxi de content can be gradually drawn fromthe
chanber 22 through the openings 18c in the partition 18 and
evacuated through the pipe 40, or through the grid 30 and pipe
34.
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Rosa di scl oses a counter-current recircul ati ng device for
t he exchange of heat between a gas and a finely granul at ed
material. As shown in Figure 1, the counter-current
recircul ating device includes a nunber of gas ducts 1-5 connected
by arcuate nenbers 10, 14, 18 and 22 to forma cl osed system
Gas enters the duct 1 through tube 26 and | eaves duct 5 through
tube 33. Each gas duct 1-5 is provided with an oblique sieve 12,
16, 20, 24, or 28. Each sieve consists of flat rails arranged
under an angl e and overl apping each other in the direction of the

fl ow gas.

The exam ner determ ned (answer, p. 8) that it would have
been obvious to one of ordinary skill in the art at the tine of
the appellant's invention to nodify Stewart's passage 28 to be a
plurality of passages one above another, especially in view of

Rosa's use of slots between the rails of each sieve.

We do not agree.

We agree with the appellant's argunent (brief, pp. 11-14)

that there is no reason for one of ordinary skill in this art to

nmodify Stewart's passage 28 to be a plurality of passages one
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above another. It appears to us that the exam ner has resorted
to specul ati on, unfounded assunption or hindsight reconstruction
to supply the above-noted deficiency in Stewart. In that regard,
it is our opinion that Rosa would not have provi ded any
suggestion or notivation to nodify Stewart's passage 28.
Furthernmore, we view Stewart's own teaching that the passage 28
could alternatively be holes provided in the | ower portion of
partition 18 for the sane effect to be insufficient by itself to
suggest nodifying Stewart's passage 28 to be a plurality of

passages one above anot her.

We have al so revi ewed Korenberg, Hansen and Poti nkara but
find nothing therein which makes up for the deficiency of Stewart
di scussed above. Accordingly, we cannot sustain any of the
exam ner's rejection of appealed clains 1 through 7, 9 through 24

and 27 under 35 U. S.C. § 103.
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CONCLUSI ON

To summarize, the decision of the examner to reject claim
27 under 35 U.S.C. § 112, first paragraph, is reversed; the
deci sion of the examner to reject clainms 1 through 7, 9 through
24 and 27 under 35 U.S.C. § 112, second paragraph, is reversed;
and the decision of the examner to reject clains 1 through 7, 9
t hrough 24 and 27 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

LAWRENCE J. STAAB )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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