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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of

lApplication for patent filed Decenber 30, 1991. According
to appellant, this application is a division of Application
07/ 525,607, filed May 21, 1990, now U.S. Patent No. 5, 166, 846
i ssued Novenber 24, 1992.
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claims 5 and 8 through 10, all of the clains pending in the
present application. Cainms 1 through 4, 6, 7 and 11 have been
cancel ed.

The invention relates to a carriage for a floppy disk drive
for carrying the magnetic head. |In particular, Appellant
di scl oses on pages 11 and 12 of the specification and illustrates
in Figures 3a and 3b a floppy disk drive assenbly having a
magnetic head 7 and a carriage 21 for carrying the nmagnetic head.
Appel I ant di scl oses that the carriage includes a narrow bracket
portion 24 extending therefromand having an integrally forned,
upr ai sed, wedge-shaped el enment 25 having flat sides tapering to a
thin edge for engagenent with a thread groove of a feed screw 43
and being fornmed of press-worked sheet netal, the sheet-netal
bei ng the sanme sheet-netal formng the carriage 21 so as to form

a unitary structure.

The i ndependent claim5 is reproduced as foll ows:

5. A fl oppy disk drive assenbly having a nmagnetic head for

recording informati on on and/or reproducing information froma

fl oppy disk conprising: a carriage forned of sheet netal for

carrying the magnetic head; and drive neans for driving the
carriage so as to enable the magnetic head to scan a track forned

on a side of the floppy disk, in which the drive neans includes a

feed screw and a notor for driving the feed screw and in which

the sheet netal formng the carriage includes a narrow bracket

portion extending therefromand having an integrally forned,
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upr ai sed, wedge-shaped el emrent having flat sides tapering to a
thin edge for engagenent with a thread groove of the feed screw
and being formed of press-worked sheet netal, the sheet-neta
being the sane sheet-netal forming the carriage so as to forma
unitary structure, whereby a torque of the notor is transmtted
to the carriage through the feed screw and t he wedge- shaped

el enent of the carriage.

The Exam ner relies on the follow ng references:

Tanaka 4,422,112 Dec. 20, 1983
| noue 4,809, 106 Feb. 28, 1989
Kato et al. (Kato) 4,881, 142 Nov. 14, 1989

(filed Sep. 30, 1988)
Aruga et al. (Aruga) 5,032,941 Jul. 16, 1991

(filed Jan. 24, 1989)
Maeda et al. (Maeda) 5,189, 570 Feb. 23, 1993

(filed Aug. 15, 1991)
Clains 5 and 8 through 10 stand rejected under 35 U S. C
8 103 as being unpatentable over Maeda and Kato. Cains 5 and 8
t hrough 10 stand rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Kato, Aruga, Tanaka and | noue.
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Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the briefs? and answer® for the
respective details thereof.

OPI NI ON

W will not sustain the rejection of clains 5 and 8 through
10 under 35 U.S.C. § 103.

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clainmed
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). "Additionally, when determ ni ng obvi ousness,

the clained i nventi on should be considered as a whole; there is

2Appel lant filed an appeal brief on July 18, 1994. We will
refer to this appeal brief as sinply the brief. Appellant filed
a response to the new ground of rejection on Decenber 30, 1994.
W will refer to this response as the reply brief.

3The Exam ner responded to the brief with an Exam ner's
answer, dated Cctober 14, 1994. We will refer to the Examner's
answer as sinply the answer. W note that the answer contains a
new ground of rejection rejecting clains 5 and 8 through 10 under
35 U.S.C. §8 103 as being unpatentabl e over Kato, Aruga, Tanaka
and | noue. The Exam ner responded to the reply brief with a
suppl enmental Exam ner's answer dated April 24, 1996. W w |
refer to the Suppl enental Exami ner's answer as sinply the
suppl enent al answer.
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no legally recogni zable '"heart' of the invention." Para-O dnance
Mg. v. SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQd
1237, 1239 (Fed. Cr. 1995), cert. denied, 117 S.C. 80 (1996)
citing W L. Gore & Assocs., Inc. v. Grlock, Inc., 721 F. 2d
1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied, 469
U S. 851 (1984).

In regard to the rejection of clainms 5 and 8 through 10
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Maeda and Kato,
Appel | ant argues on pages 6 and 7 of the brief that Maeda and
Kat o, together or individually, fail to teach or suggest a sheet
nmetal head carriage having a sheet netal upraised wedge-shape
el enent having flat sides tapering to a thin edge. W note that
Appellant’s claim5 recites a

fl oppy disk drive assenbly having a magnetic head .

conprising: a carriage fornmed of sheet netal for

carrying the magnetic head; . . . in which the sheet

metal formng the carriage includes a narrow bracket

portion extending therefromand having an integrally

formed, upraised, wedge-shaped el enent having fl at

sides tapering to a thin edge for engagenent with a

t hread groove of the feed screw and being formed of

press-worked sheet netal, the sheet-netal being the

sane sheet-netal formng the carriage so as to forma

unitary structure.

The Exam ner argues on pages 4 and 5 of the answer that it
woul d have been obvious to those skilled in the art to nodify the

carriage of Maeda in view of the Kato teaching of using sheet
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metal to obtain Appellant’s invention as recited in claimb5.
The Exam ner further states on pages 4 and 5 of the answer that

[i]t was well known in the art to make use of this

advant age [t he advantage of sheet netal to be stanped

into desired shapes] to formstructures (which are not

expected or designed to undergo novenent relative to

each other) as a unitary body so as to sinplify the

assenbly thereof and to better ensure that such

structures do not nove relative to each other

Upon a careful review of Maeda and Kato, we find that
nei ther reference teaches

a carriage forned of sheet netal for carrying the

magnetic head; . . . in which the sheet netal formng

the carriage includes a narrow bracket portion

extendi ng therefrom and having an integrally forned,

upr ai sed, wedge-shaped el enent having flat sides

tapering to a thin edge for engagenent with a thread

groove of a feed screw and being fornmed of press-worked

sheet netal, the sheet-netal being the sane sheet-netal

formng the carriage so as to forma unitary structure
as recited in Appellant’s claim5. |In Figure 1, Maeda shows the
carriage 10 and a part separate fromthe carriage, a needle 22
for engagenent with a thread groove 21 of the feed screw. In
addition, the Exam ner agrees that Maeda does not neet the above
l[imtations recited in Appellant’s claim5. In particular, the
Exam ner states on page 3 of the answer that Maeda does not teach
“the carriage and the engagenent piece being fornmed as a unitary
body fromthe sane sheet netal.”

Kato teaches in Figure 7 a carriage 38 and a part separate
fromthe carriage, a needle 39c for engagenent with a thread
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groove 21 of the feed screw. Thus, Kato does not teach the above
[imtations recited in Appellant’s claim5. Furthernore, the
Exam ner agrees that Kato does not neet the above limtations
recited in Appellant’s claim5. In particular, the Exam ner
states on page 6 of the answer that Kato does not teach the
fol | ow ng:

A...a thread groove engagi ng nenber as bei nhg wedge

shaped with flat sides, B...that the carriage and the

t hread groove engagi ng nenber are fornmed as a unitary

menber C...that the carriage and the thread groove

engagi ng nenber are forned press-worked sheet netal.

We are not inclined to dispense with proof by evidence when
the proposition at issue is not supported by a teaching in a
prior art reference, comon know edge or capabl e of unquesti on-
abl e denonstration. Qur reviewing court requires this evidence
in order to establish a prima facie case. |In re Knapp-Mnarch
Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); In re Cofer,
354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966). Therefore,
we wll not sustain the rejection of clains 5 and 8 through 10
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Maeda and Kato.

Clains 5 and 8 through 10 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Kato, Aruga, Tanaka and | noue.

Appel | ant argues on pages 6 and 7 of the brief and the reply

brief that Kato, Aruga, Tanaka and | noue, together or individ-
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ually, fail to teach or suggest a | ead screw foll ower fornmed as
an uprai sed wedge-shape el enent having flat sides that engage the
thread groove of the feed crew, and in which this wedge-shape

element is forned of the very sane press-worked sheet netal as

the head carriage itself. For enphasis, we note that Appellant’s
claim5 recites a

fl oppy disk drive assenbly having a magnetic head .
conprising: a carriage forned of sheet netal for
carrying the magnetic head; . . . in which the sheet
metal formng the carriage includes a narrow bracket
portion extending therefromand having an integrally
formed, upraised, wedge-shaped el enent having fl at
sides tapering to a thin edge for engagenent with a
t hread groove of the feed screw and being formed of
press-wor ked sheet netal, the sheet-netal being the
sanme sheet-netal formng the carriage so as to forma
unitary structure.

Upon a careful review of Kato, Aruga, Tanaka and | noue, we
find that none of these references teach a carriage fornmed of
sheet net al

in which the sheet netal formng the carriage includes
a narrow bracket portion extending therefromand having
an integrally forned, upraised, wedge-shaped el enent
having flat sides tapering to a thin edge for
engagenment with a thread groove of the feed screw and
being fornmed of press-worked sheet nmetal, the sheet-
nmetal being the sanme sheet-netal formng the carriage
so as to forma unitary structure

as recited in Appellant’s claimb5.
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Kato teaches in Figure 7 a carriage 38 and a part separate

fromthe carriage, a needle 39c for engagenment with a thread

groove 21 of the feed screw. Thus, Kato does not teach the above
[imtations recited in Appellant’s claim5. Furthernore, we note
that the Exam ner has stated in the answer and the suppl enent al
answer that Kato fails to teach these Iimtations.

In colum 3, line 50, through colum 4, line 11, and
illustrated in Figures 2A and 2B, Tanaka teaches a carriage 16
and a part separate fromthe carriage, an inclined blade 212, for
engagenent wth a thread groove of the threaded shaft 210. Thus,
Tanaka does not teach the above Iimtations recited in
Appel l ant’ s claim5.

In colum 3, line 66, through colum 4, line 39, and
illustrated in Figures 1 and 2, |Inoue teaches a carriage 18 and
a part separate fromthe carriage, a pin 49, for engagenent with
the |l ead screw 44. |In the answer and in the suppl enental answer,
the Exam ner points to colum 1, lines 27-31, for the teaching
that the carriage and the pin may be fornmed as a unitary nenber.

| noue states in colum 1, |ines 25-31,
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[While a variety of notion transl ating nechani sns have
been suggested and used, perhaps the nost w dely
accepted in the art is a | ead screw which is coupled
directly to the stepper notor and which is matingly
engaged with the head carriage either directly or via
sui tabl e means nmounted to the carri age.

| noue does not provide any further disclosure as to what was
meant by having the | ead screw matingly engaged with the head
carriage directly. Wiile we could accept the Exam ner’s
invitation for us to speculate, we will not do so for this
appeal. Thus, we find that |Inoue does not teach a carriage
formed of sheet netal

in which the sheet netal formng the carriage includes

a narrow bracket portion extending therefromand having

an integrally forned, upraised, wedge-shaped el enent

having flat sides tapering to a thin edge for

engagenment with a thread groove of the feed screw and

bei ng fornmed of press-worked sheet netal, the sheet-

nmetal being the sanme sheet-netal formng the carriage

so as to forma unitary structure
as recited in Appellant’s claimb5.

Turning to Aruga, we agree that Aruga teaches in colum 6,
lines 5-61, and illustrated in Figure 7, a pinion 4 which engages

in arack 3a of a carriage 3. However, Aruga does not teach

the carriage includes a narrow bracket portion
extendi ng therefrom and having an integrally forned,
upr ai sed, wedge-shaped el enment having flat sides
tapering to a thin edge for engagenent with a thread
groove of the feed screw and being fornmed of press-
wor ked sheet netal, the sheet-netal being the sane
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sheet-nmetal formng the carriage so as to forma
unitary structure

as recited in Appellant’s claimb.

Furthernore, we fail to find any suggestion of nodifying
Kato to provide a carriage as recited in Appellant’s claimb5.
The Federal Circuit states that "[t]he nere fact that the prior
art may be nodified in the manner suggested by the Exam ner does
not make the nodification obvious unless the prior art suggested
the desirability of the nodification." In re Fritch, 972 F.2d
1260, 1266 n. 14, 23 USPQRd 1780, 1783-84 n.14 (Fed. Cr. 1992),
citing In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.
Cr. 1984). "QObviousness may not be established using hindsight
or in view of the teachings or suggestions of the inventor."
Par a- Ordnance Mg., 73 F.3d at 1087, 37 USPQ2d at 1239, citing

W L. Gore, 721 F.2d at 1551, 1553, 220 USPQ at 311

312-13.

We have not sustained the rejection of clains 5 and 8
t hrough 10 under 35 U.S.C. §8 103. Accordingly, the Exam ner's
decision is reversed.

REVERSED
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ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

M CHAEL R FLEM NG
Adm ni strative Patent Judge

JAMVESON LEE
Adm ni strative Patent Judge
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Jay H Maioli, Esq.

Cooper & Dunham

1185 Avenue of the Americas
New Yor k, NY 10036
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