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DECI S| ON ON APPEAL

! Application for patent filed Decenber 9, 1992.
According to appellants, this application is a continuation of
Application 07/381, 400, filed July 18, 1989.
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This is a decision on an appeal fromthe final rejection
of clains 6 through 10 and 17 which are all of the clains
remai ning in the application.

The subject matter on appeal relates to a carbon fi ber
whi ch has been coated with an aromatic pol ysul fone resin and
t hen heated at 300-400EC for from1l to 20 hours. Further
details of this appeal ed subject matter are readily apparent
froma review of illustrative independent claim®6 which reads
as follows:

6. A carbon fiber which has been surface-coated with an
aromati c polysul fone resin and then heated at 300-400EC for
from1l to 20 hours prior to any blending or m xing of said
fiber with any other material.

The references relied upon by the exam ner as evidence of

obvi ousness are:

Turton et al. 3, 785, 916 Jan. 15, 1974
(Turton)

Hannah et al. 3,798, 105 Mar. 19, 1974
( Hannah)

Hara et al. 4,764, 427 Aug. 16, 1988
(Har a)

Cogswel | et al. 4,783, 349 Nov. 8, 1988
( Cogswel 1)

Tobukuro et al. 56- 90837 Jul . 23, 1981

(Japanese ' 837) (JP)
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Tobukuro et al. 56- 120730 Sep. 22, 1981
(Japanese ' 730) (JP)

Asagi 62- 115033 May 26, 1987
(Japanese '033) (JP)

Kawabat a et al . 62- 119268 May 30, 1987
(Japanese ' 268) (JP)

The appeal ed clains are rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Japanese ' 268, Japanese '033, Turton,
or Hara or Japanese '730 in view of Cogswell and Hannah.

The appealed clains also are rejected under 35 U S. C. 8§
103 as bei ng unpat ent abl e over Japanese ' 837.

OPI NI ON

We cannot sustain any of the above noted rejections.

None of the primary references relied upon by the
exam ner in the rejections before us contains any teaching or
suggestion of heating a pol ysul fone-coated carbon fiber "at
300-400EC for from1 to 20 hours prior to any bl ending or
m xing of said fiber with any other material"™ as required by
appeal ed i ndependent claim6. W appreciate that the Cogswel
and Hannah references m ght have suggested a heating step at
tenperatures within the here clained range for a period of,

for exanple, five mnutes in order to obtain a uniform
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coati ng. However, neither Cogswell nor Hannah contains any
teachi ng or suggestion of practicing this heating step for a
period of from1l to 20 hours in order to nodify the physica
properties of the carbon fibers. Wth respect to the
mani pul ati on of such properties, the paranmeter of time is not
recogni zed in the prior art as a result effective variabl e.

In re Antonie, 559 F.2d 618, 620, 195 USPQ 6, 8-9 (CCPA 1977).

These deficiencies of the prior art are significant not-
wi thstanding the fact that they relate to process features
even though the appealed clains are directed to a product,
nanely, a particular surface-coated carbon fiber. This is
because the product defined by the product-by-process |anguage
of appeal ed i ndependent claim 6 has been shown by decl aration
evi dence of record (e.g., see the Goto declaration filed
Cctober 9, 1992) to be plainly different in physica
properties fromthe fiber product of the primary references
having no heat-treatnent as well as fromthe product of the
Cogswel | and Hannah references having a heat-treatnent of
approximately five mnutes (e.g., see Table | of the
af orenenti oned Goto declaration). In this regard, we rem nd
the examiner that it is the invention as a whole, including
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its properties, which nust have been obvious under 35 U.S.C. §

103. In re Antonie at 559 F.2d 619, 195 USPQ 8; In re

Papesch, 315 F.2d 381, 390-391, 137 USPQ 43, 51 (CCPA 1963).
For the above stated reasons, none of the many section
103 rejections advanced by the exam ner on this appeal can be
sust ai ned.
The decision of the exam ner is reversed.

REVERSED

M chael Sof ocl eous )
Adm ni strative Patent Judge )
)
)
)
Bradley R Garris ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Chung K. Pak )
Adm ni strative Patent Judge )
tdc
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