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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner's rejection of clains 1-11, which constitute
all the clains in the application.

The di sclosed invention pertains to a video signal
reproduci ng apparatus. Specifically, the invention is directed
to the rapid identification and synchroni zation of the output of
a video tape recorder (VIR) to specific franmes of the recorded
vi deo signal which have been externally supplied. A plurality of
successive franes near the desired frane are sinultaneously
stored in a shift nenory. The tinme code of a desired franme is
conpared to the tinme codes of the plurality of stored franes, and
the nmenory hol ding the corresponding franme of video data is
sel ected for output.

Representative claim1l is reproduced as foll ows:

1. A video signal reproducing apparatus for reproduction
of a video signal recorded on a recording nmediumin synchronism
wth a reference tinme code signal supplied fromoutside said
apparatus wherein a tine code signal is also recorded
corresponding to each franme or field of the video signal, said
apparatus conpri sing:

first reproduci ng nmeans for sequentially reproducing the
video signal fromsaid recordi ng nedi um
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menory neans having a plurality of storage areas for
storing a respective plurality of frames of the video signals
sequentially reproduced fromsaid recordi ng nedi um

second reproduci ng neans for reproducing the tinme code
signal from said recordi ng nmedi um

ti me code conparing neans for conparing the tinme code
signal reproduced by said second reproducing neans with the
reference time code signal supplied from outside, thereby
generating a control signal; and

readi ng control neans for controlling said nenory neans
and selectively and sequentially reading frames of the video
signal one after another fromonly one storage area of said
menory neans in accordance with the control signal so that the
time code signal corresponding to the frane of the video signa
read fromsaid one storage area of said nenory neans is
synchroni zed wth the reference tine code signal

The exam ner relies on the follow ng reference:
| chi nose 4,612, 569 Sep. 16, 1986

Clains 1-11 stand rejected under 35 U.S.C. § 112, first
par agraph, as being based on an inadequate disclosure. Cdains 1-
11 also stand rejected under 35 U.S.C. 8 103. As evidence of
obvi ousness the exam ner offers Ichinose taken al one.

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answers for the
respective details thereof.

OPI NI ON
We have carefully considered the subject matter on

appeal, the rejections advanced by the exam ner, the argunents in
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support of the rejections and the evidence of obviousness relied
upon by the exam ner as support for the obviousness rejection.

We have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, the appellant's argunents set forth in the
briefs along with the examner's rationale in support of the
rejections and argunents in rebuttal set forth in the examner's
answers.

It is our view, after consideration of the record before
us, that the disclosure in this application does provide support
for the clainmed invention in a manner which conplies with the
requi renents of 35 U S.C. § 112. W are also of the viewthat
the evidence relied upon and the level of skill in the particular
art woul d not have suggested to one of ordinary skill in the art
t he obvi ousness of the invention as set forth in clainms 1-11.
Accordi ngly, we reverse.

We consider first the rejection of clains 1-11 under the
first paragraph of 35 U . S.C. § 112. For purposes of this
rejection, the clainms stand or fall together as a single group
[brief, page 6]. Wth respect to representative independent
claim1l1, the rejection focuses on the “reading control neans.”
According to the exam ner, the original specification does not

provi de support for the newy added Iimtation of the reading
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control neans [answer, page 4]. A rejection on this basis is
directed to the witten description requirenent of the first
par agraph of 35 U.S.C. § 112.

The purpose of the witten description requirenent is to
ensure that the applicant conveys with reasonable clarity to
those skilled in the art that he was in possession of the
invention as of the filing date of the application. For the
purposes of the witten description requirenent, the invention is

"whatever is now clainmed." Vas-cath, Inc. v. Mbhurkar, 935 F. 2d

1555, 1564, 19 USPQ2d 1111, 1117 (Fed. Cr. 1991). It is the
position of the exam ner that the original specification supports
the reading of a single frame of data fromone of the storage
areas of the nenory nmeans, but the original specification does
not support the sequential reading of frames of data fromthe
single storage area as nowrecited in the clainms. Appellant
argues that there is clear support in the original specification
for this clainmed operation. W agree with appellant on this
i ssue for the reasons which follow

The invention is described as an inprovenent on the
conventional technique for synchroni zing playback of a VTIRto a
desired frame of the recorded video signal. |In the prior art a

tape is driven to the vicinity of the desired |location, is caused
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to overrun this location by a preroll anmount, and is stopped

[ specification, page 3]. It typically happens that the tape is
not stopped at precisely the location of the desired frame of
video data. The tape is then played until the actual desired
frame is detected [1d.]. According to appellant, the tine it
takes to locate this desired frane could be up to five seconds or
so [ld., page 4]. The invention seeks to reduce this period of
time for synchronizing the playback of video data to the desired
frame of dat a.

The invention achieves this goal by storing a plurality
of successive franmes of data which are known to exi st around the
desired frame of data. The invention can quickly conpare a tine
code of the desired frane of video data with the tinme codes of
each of the stored plurality of successive franes of data. Thus,
since the desired frane of data is already stored in one of the
storage areas, the desired frane of data can be immediately
out put when desired.

The question to be resolved is whether there is any
indication fromthe original specification that the inventor ever
consi dered reading out nore than the first desired franme of data.
Appel  ant argues that the nenories 14-1 to 14-i clearly store

successive franes of the video signal [brief, page 8. W agree
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with this statenent, but this argument m sses the point. Even

t hough nenories 14-1 to 14-i are disclosed as being filled with
successive franes of data after the data is stored in the nenory,
the availability of this data does not require that nore than one
frame of data be output.

O nore inportance to the issue before us is the
operation shown in Figures 2 and 3 of the application and
described in the specification. Figure 3 shows the prior art
synchroni zati on operation wherein synchronization is not obtained
between the preroll point t0O and the lock-in point tl1. After
synchroni zation is achieved at point tl1, the graph shows the tine
codes linearly changing wth time as the tape continues to play.
Figure 2 shows the operation of the invention. It can be seen
there that a start signal Vs occurs before |ock-in point t1, and
one of the nenories is selected as the nenory holding the desired
frame of data. Although each of the nenories in Figure 2 is
shown as continuing to linearly output tine code data with
respect to time, only one of the nenories has been sel ected by
the conparator of Figures 1 or 4. Once the conparison is nmade by
conparator 12, a single one of the nenories is selected for read

out of the video data.
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Once synchroni zati on has been achi eved, franmes of data
continue to be played as shown by the graph of tine codes versus
time in Figure 2. Because there is synchronization, and because
there is only one nenory enabl ed by the conparator, the
addi tional synchronized pl ayback of frames of data indicated by
the graph of Figure 2 would have to conme fromthe sane nenory
whi ch has al ready been selected. |In other words, once the nenory
hol ding the starting frame of data has been determ ned,
synchroni zation thereafter is maintained by sel ecting the output
of that particular nenory as shown in Figure 2.

As we noted above, the question is whether the original
specification conveys that appellant was in possession of the
i nvention now being clained at the tine the first application was
filed. It is clear fromthe original specification, for reasons
di scussed above, that the original specification expected that
pl ayback of a vi deotape would continue after synchroni zati on was
obtained. It is clear fromthe original specification that the
i nvention picks one of the nenories 14-1 to 14-i for playing back
frames of data which are synchronized to the desired playback of
the data recorded on the videotape. Therefore, we agree with
appel l ant that the original specification does provide support

for the invention now being clained. Accordingly, we do not
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sustain the rejection of clains 1-11 as failing to conply with
the witten description requirenent of the first paragraph of 35
U S C § 112.

We now consider the rejection of clainms 1-11 under 35
U S.C 8§ 103 as being unpatentable over Ichinose. |In rejecting
clainms under 35 U.S.C. 8 103, it is incunbent upon the exam ner
to establish a factual basis to support the | egal conclusion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596,

1598 (Fed. Cir. 1988). 1In so doing, the exam ner is expected to

make the factual determ nations set forth in G ahamyv. John Deere

Co., 383 U S 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art would
have been led to nodify the prior art or to conbine prior art
references to arrive at the clained invention. Such reason nust
stem from sone teaching, suggestion or inplication in the prior
art as a whole or know edge generally available to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-Wley Corp.,

837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.
denied, 488 U. S. 825 (1988); Ashland QI, Inc. v. Delta Resins &

Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed.

Cr. 1985), cert. denied, 475 U. S. 1017 (1986); ACS Hospital

Systens., Inc. v. Montefiore Hospital, 732 F.2d 1572, 1577, 221
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USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the exam ner
are an essential part of conplying wwth the burden of presenting

a prina facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992).

Wth respect to independent clainms 1 and 5, it is
basically the exam ner’s position that |chinose teaches all the
claimed features except for the location of the nmenory hol di ng
the reference tinme codes being outside of the video signal
reproduci ng apparatus [answer, page 5]. The exam ner concl udes
that this difference between the clained invention and | chinose
woul d have been obvious to the artisan within the neaning of 35
U S C § 103.

Appel I ant argues that the rejection fails to consider the
fact that Ichinose’ s apparatus does not synchronize a tinme code
froma video tape recorder with that froman external reference
time code [brief, page 11]. The exam ner responds that the tine
code signals stored in RAM 58 of I|chinose are reference tine code
signals. Ichinose conpares the tine codes of an incom ng video
signal with tinme codes of video signals which have previously
been stored and di splayed on Ichinose’s nonitor 41. W agree
wi th appellant that there is no suggestion in Ichinose of

supplying a reference tinme code signal from outside of the
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reproduci ng apparatus. W also agree with appellant that the
obvi ousness of noving the |ocation of RAM 58 has nothing to do
with the clained invention.

Appel I ant al so argues that |chinose does not read video
signals fromonly one storage area of the nmenory neans as recited
inclains 1 and 5. Ichinose stores the plurality of video
signals in “n” storage |locations indicated as 25a to 25n. While
one of these storage locations is receiving a new frame of data,
all the other storage |ocations are read and the data is
transferred to nonitor 41 [Ichinose, colum 3]. The exam ner has
| ooked at adjacent nenory l|locations in Ichinose as nmaking up a
plurality of nmenory areas [answer, pages 9-10]. Regardl ess of
how t he exam ner attenpts to define a storage area, the clai ned
requi renent that readout be fromonly one storage area cannot be
met by I chinose because |chinose reads data fromthe nenories 25
in a loop 25a, 25b, 25c,..., 25n, 25a, 25b,... in which the
begi nning | ocation of the | oop keeps shifting with each new read
[colum 3]. Thus, we agree with appellant that the reading
control neans of clains 1 and 5 is not suggested by the |Ichinose
devi ce.

Si nce independent clains 1 and 5 recite features which

are not taught or suggested by Ichinose, we do not sustain the
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rejection of these clainms under 35 U S.C. § 103. Although there
are several argunents in the briefs and the answers related to
t he dependent clains, we will not consider these argunents since
our decision to reverse the rejection of clains 1 and 5
necessarily nmeans that the rejection of the dependent cl ai ns nust
al so be reversed.

In summary, we have determ ned that the original
specification does provide support for the invention now being
clainmed by appellant. W have al so determ ned that |chinose and

the level of skill in the art would not have suggested the
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obvi ousness of the invention recited in clainms 1-11.
Accordingly, the decision of the examner rejecting clains 1-11
IS reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
LEE E. BARRETT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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Ronal d P. Kananen, Esq.
Rader, Fishman & G auer
1233 20th Street, NW
Suite 501

Washi ngt on, DC 20036

P.L.L.C
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