TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT M COVI NGTON, JR and ERNIE H UNGER

Appeal No. 95-2823
Application No. 08/078, 383*

ON BRI EF

Before WNTERS, METZ and GARRI S, Adm ni strative Patent Judges.

W NTERS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clainms 1 through 7 and 10, which are all of the
claims remaining in the application. The exam ner added a new
ground of rejection of claim10 under 35 U S.C. § 112, fourth

par agraph (Answer,

! Application for patent filed June 17, 1993.
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page 5), giving appellants two nonths fromthe mailing date of
the Exam ner's Answer to reply to the new ground (Answer,
page 6). Appellants did not reply to the new ground of
rejection wthin that period and, accordingly, the appeal wth
respect to claim10 is disnm ssed. This |eaves clains 1
through 7 for our consideration.

The clained invention relates to a shorteni ng conpri sing
a partially hydrogenated plastic canola having three essentia
properties: (1) a maxinmum saturated fatty acid content of
about 11.7% (2) a maxi mum pol yunsaturated fatty acid content
(Cp.,tCs.5) of about 3.4% and (3) a maxi num i odi ne val ue of
about 83.6. As stated in the Appeal Brief, paragraph bridging
pages 5 and 6, appellants are able to achieve a shortening
havi ng the cl ai ned properties because of their starting oi

IMC 01. This oil is derived froma particul ar Brassica napus

plant line, a Spring canola variety, devel oped by nutagenesis.
See the instant specification, page 3, |ast paragraph, for a
further description of appellants' starting oil. Caiml,
which is illustrative of the subject matter on appeal, reads
as foll ows:

1. A shortening conprising a partially hydrogenated
pl astic canola having a nmaxi rum saturated fatty acid content
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of about 11.7% a naxi num pol yunsaturated fatty acid content
(Cp.,tCyp.5) of about 3.4% and a maxi mum i odi ne val ue of about
83. 6.

The references relied on by the exam ner are:
J. D. Bansal et al. (Bansal), "Effect of Hydrogenation on the

Chem cal Conposition of Canola Ol ," 47 Journal of Food
Sci ence 1338-44 (1982)

Uni chema I nternational (Unichema), Hydrogenation of Canola
Ql, Pricat 9920 (1992)

The issue presented for review is whether the exam ner
erred inrejecting clains 1 through 7 under 35 U.S.C. § 103 as
unpat ent abl e over "Uni chema al one or in view of Bansal"
(Answer, page 3). For the reasons set forth bel ow, we reverse
the examiner's prior art rejections.

DI SCUSSI ON

I ndependent claim 1 requires that the shorteni ng have a
maxi mum pol yunsaturated fatty acid content (C, ,+C, ;) of about
3.4% Acknow edgi ng that Uni chema does not disclose "the
particul ar extent of unsaturation"” recited in claiml, never-
t hel ess, the exam ner relies on Bansal, Figure 7, to reach
that feature. See the Exam ner's Answer, page 4, lines 7
through 12; and page 5, section (11) entitled "Response to
argunment," lines 4 through 9 thereunder. This being the case,

we summarily reverse the rejection of clainms 1 through 7 under
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35 U.S.C. 8 103 as unpatentable over Unichema al one. The
Exam ner's Answer is internally inconsistent in (1) stating a
prior art rejection based on Unichena al one; (2) acknow edgi ng
that Unichema falls short with respect to an essential claim
limtation relating to the pol yunsaturated fatty acid content;
and (3) relying on Figure 7 of Bansal to cure the noted
deficiency of Unichema. Manifestly, the rejection of clains 1
through 7 under 35 U . S.C. 8 103 over Unichema alone is
untenable. This rejection is reversed.

Consi dering now the rejection of clainms 1 through 7 under
35 U.S.C. 8 103 over Unichema "in view of" Bansal, we have
carefully reviewed these references in their entireties
i ncludi ng Bansal, Figure 7. W have also reviewed the
Exam ner's Answer and the explanation of the rejection
therein. 1In our judgnent, the exam ner does not establish how
a person having ordinary skill in the art, armed with the
di scl osures of Unichema and Bansal, would have arrived at the
specifically defined shortening in independent claim1
conprising a partially hydrogenated plastic canola having (1)

a maxi num saturated fatty acid content of about 11.7% (2) a
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maxi mum pol yunsaturated fatty acid content (C, ,+Cy, ;) of about
3.4% and (3) a maxi mum i odi ne val ue of about 83. 6.

W enphasi ze that, during hydrogenation of a canola oil
the saturated fatty acid content increases, the
pol yunsaturated fatty acid content decreases, and the iodine
val ue decreases. Unichema and Bansal disclose hydrogenating
canola oils. Each reference discloses nunerous hydrogenation
runs, and each reports the saturated fatty acid content, the
pol yunsaturated fatty acid content, and the iodine value in
products resulting fromthose runs. The exam ner does not,
however, point to any portion or portions of Unichema or
Bansal , including Figure 7 of Bansal, which would have |led a
person having ordinary skill in the art to the clained
shorteni ng having the specifically recited conbi-nation of
saturated fatty acid content, polyunsaturated fatty acid
content and iodine value. Again, during hydrogenation,
saturated fatty acid content increases as pol yunsaturated
fatty acid content decreases and iodi ne value decreases. On
this record, appellants and appellants al one describe the
preparation of a shortening where the saturated fatty acid

content, the polyunsaturated fatty acid content, and the
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i odine value are interrelated according to the specific terns
of claiml1l. Appellants are able to achieve a shortening
havi ng the cl aimed properties because of their starting oi
| MC 01. See the Appeal Brief, paragraph bridging pages 5 and
6 and see the instant specification, page 3, |ast paragraph.
The references relied on by the exam ner contain copious
di sclosure relating to partially hydrogenated canola oils.
The exam ner, however, has not established that those
ref erences would have | ed a person having ordinary skill in
the art to the shortening products defined in independent
claim1. The rejection of clains 1 through 7 under 35 U.S.C.
8 103 as unpatentable over Unichenma "in view of" Bansal is
reversed.

CONCLUSI ON

For the reasons set forth in the body of this opinion, we
do not sustain the rejection of clains 1 through 7 under
35 U.S.C. 8 103 as unpatentable over Unichema al one, or
Uni chenma "in view of" Bansal. Accordingly, the examner's
decision rejecting those clains is reversed. The appeal wth
respect to claim10 is dism ssed.

REVERSED
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