THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 40

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RI CHARD D. SONTHEI MER, TSU-SAN LI EU
DANI EL P. McCAULI FFE and J. DONALD CAPRA

Appeal No. 1995-2785
Application No. 07/576, 423

ON BRI EF

Before WNTERS, WLLIAMF. SMTH and LORI N, Adnministrative
Pat ent Judges.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 17 through 19, 21 through 23, 26, and 30.

Clainms 7 and 25 stand allowed. dains 20, 24, and 27 through

1 Application for patent filed May 24, 1991.
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29, which are the only other clainms remaining in the
application, stand "objected to as bei ng dependent upon a
rejected base claim but would be allowable if rewitten in
i ndependent form" See the Second Suppl enmental Exam ner's

Answer (Paper No. 31), page 1

REPRESENTATI VE CLAI MS

Clains 17, 21, and 26, which are illustrative of the
subject matter on appeal, read as foll ows:

17. A purified nucleic acid segnment that corresponds to,
or is conplenentary to, froma 14 to 1890 nucl eotide | ong
regi on of the DNA sequence of Figure 2 of the draw ngs, said
segnent being capable of formng a hybrid with the nucl eotide
sequence of Figure 2 under conditions that include 6 x SSC at
42EC.

21. A method for identifying the presence of a nucleic
acid nol ecul e having a sequence in accordance with claim17 in
a biol ogical sanple suspected of containing such a nol ecul e,

t he nethod conprising the steps of:

(a) incubating nucleic acids fromthe biological sanple
with a DNA segnent as defined by any one of clains
17 through 19 under conditions appropriate for the
formati on of specific hybrids; and

(b) detecting the formation of specific hybrids between
the nucleic acids and the segnent by neans of a
detectabl e | abel, the formation of such hybrids
bei ng i ndicative of the presence of such a nucleic
aci d sequence in the biological sanple.
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26. A reconbi nant vector conprising a nucleic acid
segnent of that:

(a) encodes an amino acid sequence as set forth in
Figure 2 of the draw ng;

(b) encodes the ami no acid sequence phe-1ys-glu-gln-phe-
| eu- asp-gly-asp-gly-trp-thr-asp-arg;

(c) encodes the am no acid sequence |ys-glu-gln-phe-Ieu-
asp-gly-asp-gly-trp-thr-asp-arg-trp-ile-glu-ser; or

(d) that corresponds to, or is conplenentary to, froma
14 to 1890 nucl eotide |long region of the DNA
sequence of Figure 2 of the draw ngs, said segnent
bei ng capable of formng a hybrid with the
nucl eoti de sequence of Figure 2 under conditions
that include 6 x SSC at 42EC.

THE REJECTI ONS

In the Exam ner's Answer (Paper No. 24), the exani ner
entered a new ground of rejection of clains 7, 26, and 27
under 35 U. S.C. 8§ 112, first paragraph. That rejection was
w thdrawn in the Suppl emental Exam ner's Answer (Paper No.
28), page 1, in view of the anmendnment filed Septenber 12,
1994.

The issues remaining for review are: (1) whether the
examner erred in rejecting clains 17 through 19, 21 through
23, 26, and 30 under 35 U. S.C. 8§ 112, first paragraph, "as

failing to adequately teach how to make and/or use the
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invention"; and (2) whether the examner erred in rejecting
clainms 17 through 19, 26, and 30 under 35 U.S.C. § 112, second
paragraph, "as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which
applicant regards as the invention." See the Exam ner's
Answer (Paper No. 24), pages 3 and 4.

In setting forth these rejections, the exam ner does not

rely on any prior art references.
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DI SCUSSI ON

On consideration of the record, we shall not sustain the
examner's rejections under 35 U.S.C. § 112, first and second
par agr aphs.

Cainms 17 through 19, 21 through 23, 26, and 30 stand
rejected under 35 U . S.C. 8§ 112, first paragraph, as based on a
specification which does not adequately teach how to nake or
how to use the clainmed invention. 1In viewof its brevity, we
here reproduce the entire statenent of rejection fromthe
Exam ner's Answer (Paper No. 24), paragraph bridging pages 3
and 4:

Enabl ement is not comrensurate in scope with
any $14, $18, or $22-nucleotide long region of the
DNA sequence of Figure 2 as clainmed in clainms 17, 18
and 19, respectively. The specification as filed
teaches how to use such fragnents in those cases
where the fragnments encode epitopic portions of
protein. However, the scope of the clains is such
as to include all possible DNA fragnents from either
t he codi ng or the non-coding strands of the
nol ecul e, which fragnents exceed a m ni mum st at ed
I ength. The current specification as filed does not
teach how to make and use all such possible
fragnents. Specifically, only a limted nunber of
such fragments will encode epitopic regions of the
Ro antigen, and applicants have failed to present
t eachi ngs commensurate in scope with clains to
nucl ei ¢ acids which do not encode epitopic regions.
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Havi ng carefully reviewed the examner's statenment, we find no
fact-based analysis of the specification and the rel evant
prior art which would support a concl usion of non-enabl enent.
Apparently, the exam ner expresses concern that appellants
clains "read on" sone unspecified inoperative enbodi nents.

However, as stated in Atlas Powder Co. v. E.I. Du Pont Denours

& Co., 750 F.2d 1569, 1576-77, 224 USPQ 409, 414 (Fed. Gr
1984) :

Even if some of the clainmed conbinations were

i noperative, the clainms are not necessarily invalid.

"It is not a function of the clains to specifically

exclude . . . possible inoperative substances.

: O course, if the nunmber of inoperative

conbi nati ons becones significant, and in effect

forces one of ordinary skill in the art to

experinment unduly in order to practice the clained

invention, the clainms mght indeed be invalid.

That, however, has not been shown to be the case

here. [Citations omtted].
On this record, the exam ner has not established that the
nunber of inoperative enbodi nents enconpassed by clains 17
t hrough 19, 21 through 23, 26, and 30 is significant or "in
effect forces one of ordinary skill in the art to experinent
unduly in order to practice the clained invention." The
exam ner's concl usion of non-enabl enent is not adequately

supported by facts and cannot st and.
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The rejection of clains 17 through 19, 21 through 23, 26,
and 30 under 35 U.S.C. § 112, first paragraph, as based on a
specification which does not adequately teach how to nake or
how to use the claimed invention is reversed.

Clainms 17 through 19, 26, and 30 stand rejected under
35 U.S.C. 8§ 112, second paragraph, as indefinite. Again, in
view of its brevity, we reproduce the entire statenent of
rejection fromthe Exam ner's Answer (Paper No. 24), page 4,
lines 8 through 15:

Clainms 17-19, 26 and 30 are rejected under

35 U.S.C. 8 112, second paragraph, as being

indefinite for failing to particularly point out and

distinctly claimthe subject matter which applicant

regards as the invention. Applicants inclusion of

t he | anguage "under conditions that include 6x SSC

at 42E C' fails to adequately specify hybridization

conditions, as such are inconplete; the stringency

of hybridization is dependent upon numnerous ot her

factors, such as the anobunt of formam de and/or

ot her chem cals present. Therefore it is not clear

fromthe clainms what the hybridization conditions

are, and therefore what the nmetes and bounds of the

clains are.

The exam ner expresses concern that appellants' claim
| anguage "fails to adequately specify hybridization
conditions”" and that "it is not clear fromthe clains what the
hybri di zation conditions are.” However, as stated in Ex parte

Jackson,
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217 USPQ 804, 806 (PTO Bd. App. 1982):

It is by now well established that it is the
function of the descriptive portion of the specifi-
ation and not that of the clains to set forth
operabl e proportions and simlar process paraneters
and that clains are not rendered indefinite by the
absence of the recitation of such limtations.
[Ctations omtted].

Furthernore, as stated in In re More, 439 F.2d 1232, 1235,
169 USPQ 236, 238 (CCPA 1971):
This first inquiry [under 35 U S.C. § 112,
second paragraph] is nerely to determ ne whether the
clainms do, in fact, set out and circunscribe a
particular area with a reasonabl e degree of
precision and particu-larity. It is here where the
definiteness of the | anguage enpl oyed nust be
anal yzed-not in a vacuum but always in light of the
teachings of the prior art and of the particular
application disclosure as it would be interpreted by
one possessing the ordinary level of skill in the
pertinent art. |[Footnote omtted].
Having carefully reviewed the statenent of rejection, we find
no indication that the exam ner anal yzed appellants' claim
| anguage in light of the teachings of the prior art and of the
instant specification as it would be interpreted by a person
having ordinary skill in the art. Accordingly, the rejection
under 35 U. S.C. 8 112, second paragraph, nust fall.
The rejection of clains 17 through 19, 26, and 30 under

35 U.S.C. §8 112, second paragraph, as indefinite is reversed.
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The exam ner's decision is reversed.

REVERSED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

HUBERT C. LORIN
Adm ni strative Patent Judge
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David L. Parker
Arnol d, White & Durkee
P. O Box 4433

Houston, TX 77210
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