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The opinion in support of the decision being entered
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ON BRI EF

Bef ore ABRAMS, STAAB and JERRY SM TH, Adm ni strati ve Patent
Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe exam ner’s fi nal
rejection of clains 1-10, all the clains in the application.
Appel lants’ invention pertains to an interface for a

controller of a voltage regulator of an electrical power

1 Application for patent filed Septenber 23, 1992.
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distribution system The interface is nounted on a panel face of
the controller and enables a user to easily display and control
sel ected paraneters of the system The interface includes inter
alia a keypad having a plurality of buttons, a display screen
that, due to its operating environnent, is not |arge enough to

di splay sinultaneously all display screen operational

information, and a conputer neans for controlling the display in
response to input entered at the interface. As explained on page
6 of the specification,

The buttons towards the bottomof the keypad . . . are
dedi cated function keys. They permt single-key access
to the nost commonly used functions. The buttons at
the top of the display . . . are configuration/select
or menu navi gation keys. They permt access (through
menu screens) to all of the control features, including
those that can be accessed by a single keystroke of one
of the dedicated function keys.

| ndependent claim1l is illustrative of the appeal ed subject
matter and reads as foll ows:

1. Apparatus for controlling an el ectrical power
distribution mains system step voltage regul ator, said apparatus
conpri si ng:

i nput nmeans for designating for display sel ected operating
paraneters of an electrical power distribution mains systemstep
vol tage regul ator, said input neans being formed wth a dedi cated
function portion and a nenu navigation portion and said
paraneters being divided into first and second categories,
respectively;
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di spl ay neans for simultaneously displaying only a portion
of less than the whole of all of said first and second category
paraneters; and

conput er means connected to said i nput neans and said
di splay nmeans for controlling said display neans in response to
activation of said input neans;

sai d apparatus being constructed so that any paraneter in
said first category can be displayed on said display neans by
activation of said dedicated function portion and any paraneter
in said second category can be selected for display on said
di spl ay neans by activation of said nmenu navigation portion.

The references of record relied upon by the examner in

support of rejections under 35 U.S.C. 8§ 103 are:

Morri son 3,906, 482 Sept. 16, 1975
Ki noshita et al. (Kinoshita) 4,685,064 Aug. 4, 1987
Yoshiura et al. (Yoshiura)? 63- 294235 Nov. 30, 1988

(Japanese Pat ent)

The followi ng new reference of record is relied upon by this
merits panel of the Board in support of a new ground of rejection
pursuant to 37 CFR § 1.196(b):

Jindrick et al. (Jindrick) 4,419, 619 Dec. 6, 1983

Clains 1-5, 8 and 10 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Kinoshita in view of Yoshiura.

Clains 6, 7 and 9 stand rejected under 35 U . S.C. § 103 as

bei ng unpatent abl e over Kinoshita in view of Yoshiura as set

2 Qur understanding of this Japanese | anguage reference is
derived froma translation prepared in the Patent and Trademark
Ofice. A copy of the translation is attached to this opinion.
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forth in the rejection of claiml et al., and further in view of
Mor ri son.

Ki noshita discloses, in pertinent part, an interface for a
wire cut electric discharge machine. The interface includes a
CRT display unit 5 for displaying various nmachining conditions,
and a keypad 4 conprising a plurality of push buttons for
presetting and updating the machining conditions. The push
buttons include cursor position control buttons 6, 7 for shifting
a cursor C appearing on the screen, buttons 8, 9 for,
respectively, increnenting and decrenenting a preset val ue, and
buttons KO-K9 for directly inputting a nunerical value. To
preset a machining condition value or change a previously set
machi ni ng condi tion value, the cursor position control buttons
are utilized to select a particular displayed machining
condition, e.g., VOLTAGE. Next, either the buttons 8, 9 are used
to increnentally change the value of the sel ected nmachining
condition, or the buttons KO-K9 are used to directly input a
desired nunerical value for the selected machining condition.

Yoshi ura discloses a power systemfacility display device.
Wth reference to Figure 4 of the translation of Yoshiura, the
device displays the total system subject area A as a basic

screen. \When a user desires to investigate a particular area of
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the total systemin greater detail, he specifies a |ocation B on
the total area basic screen that corresponds to the center of the
area of interest. The user then specifies a magnification factor
whi ch determ nes the area surrounding the |ocation B that will be
di splayed. Areas C and D of Figure 4 represent areas surrounding
| ocation B that correspond to two possi ble magnification factor
choices. The display area E requested by the user, based on the
specified |location B and magnification factor, is then displayed
on the screen.

Morrison relates to displays for time-varying binary-val ued
electric signals. The apparatus of Morrison

includes a display in which a plurality of

electrically-controllable illumnative elenents are

arranged in a matrix having at least first and second

rows and a plurality of columms. Advantageously, each

elenment is a light-emtting diode.

The apparatus includes display sweep circuitry that, in

contrast to a conventional oscilloscope, is constructed

of digital circuitry, there being no need to generate

hi gh vol tage |inear ranps according to the invention.

[Colum 2, lines 1-12.]

In rejecting clains 1-5, 8 and 10 as bei ng unpat ent abl e over
Ki noshita in view of Yoshiura, the exam ner, on pages 2-3 of the
answer, took the positions that (1) because Kinoshita is directed

to a means for regulating and distributing power to a matching

system it is directed to an apparatus for controlling an
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el ectrical power distribution systemvoltage regulator, (2)

Ki noshita suggests at columm 3, lines 41-43 and 60-91 that a
portion of a display can be presented at one tinme, and (3) that
Yoshi ura suggests sinultaneously displaying only a portion of a
di splay. Based on the above, the exam ner concluded that it
woul d have been obvious to one of ordinary skill in the art to
di splay a portion of the paraneters in Kinoshita to enable nore
information to be called to the display. Inplicit in the above
is the examner’s position that the apparatus of Kinoshita

nodi fied in the proposed manner would correspond to the cl ai ned
subject matter in all respects.

We cannot support this rejection. Even if we were to agree
wth the exam ner that Kinoshita is directed to an apparatus for
controlling an electrical power distribution systemvoltage
regul ator and thus, contrary to appellants’ argued position,
constitutes anal ogous art, we are in accord with appellants that
Ki noshi ta does not disclose, suggest or infer using the display
unit 5 to display only a portion of the system s user settable
operating paraneters, as called for by each of independent clains

1, 8 and 10.® Wth respect to the portions of Kinoshita's

®Inthis regard, claim1 calls for a “display neans for
si mul t aneousl y di splaying only a portion of |ess than the whole
of all of said first and second category paraneters,” claim8
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specification noted by the exam ner, we understand these portions
as nerely referring to whether the present or the updated val ues
of the paraneters are displayed, and not to whether different
paraneters are displayed. As to Yoshiura, while we appreciate
that this reference broadly teaches a display having the capacity
to display less than all of the system paraneters, there is no
suggestion in either Kinoshita or Yoshiura, or need in view of
their divergent objectives, for their conbination. This is
especially so in that Kinoshita's display is |arge enough to
easily display all five of the systenmis settable paraneters
si mul taneously. This constitutes a first reason necessitating
reversal of the examner’s rejection of clains 1-5, 8 and 10.

We al so see not hi ng what soever in the conbi ned teachings of
Ki noshita and Yoshi ura which woul d have suggested to one of
ordinary skill in the art the step of and/or neans for selecting
paraneters for displaying on a display screen by activating a

menu portion of the input nmeans, as called for to one degree or

calls for the step of “providing display neans for simultaneously
di splaying only a portion of less than the whole of all of the
paraneters,” and claim 10 calls for the step of “selecting for

di splay on the display device a portion of |ess than the whol e of
operational paraneters set forth in a plurality of display nenus
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anot her by each of independent clains 1, 8 and 10.4 The
examner’s views to the contrary are based on a hindsi ght reading
of the references, in our view. This constitutes an additional
reason necessitating reversal of the exam ner’s rejection of
claims 1-5, 8 and 10.

Turning to clains 6, 7 and 9, as with clains 1-5, 8 and 10,
each of these clains also requires a display for displaying only
a portion of the systenis user settable operating paraneters, and
the step of and/or neans for selecting paraneters for displaying
on a display screen by activating a nmenu portion of the input
means. We have carefully considered the Mrrison reference
additionally relied upon by the examner in rejecting these
clainms but find nothing therein which makes up for the
deficiencies of Kinoshita and Yoshiura noted above. Accordingly,

we al so cannot support the examner’'s rejection of these clains.

4 Cdaim1l calls for “said apparatus being constructed so
that . . . any paraneter in said second category can be sel ected
for display on said display neans by activation of said nmenu
navi gation portion,” claim8 calls for the step of “activating
the nmenu navigation portion to select for display only a portion
of less than the whole of the paraneters in the first or second
category,” and claim 10 calls for the step of “selecting for
di splay on the display device a portion of |ess than the whol e of
operational paraneters . . . by actuating nmenu navigation keys
whi ch cause the portion of operational paranmeters to be scrolled
t hrough the display.”
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Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new rejection.

Claim10 is rejected under 35 U.S.C. 8 102(b) as being
anticipated by Jindrick, of record.?®

At the outset, we observe that claim10 is directed to a

met hod for displaying operational paraneters “conprising one of”

the steps of “selecting for display . . . by actuating a
dedi cated i nput key” and “selecting for display . . . by
actuating nenu navigation keys. . . .” W interpret this claim

| anguage as being of such scope to enconpass within its netes and
bounds a nmethod for displaying operational paraneters by
perform ng one of the selecting steps set forth in the body of
the clains, regardless of whether said nethod al so provides for

di spl ayi ng paraneters by performng the other of said selecting
st eps.

In discussing prior art controllers of the type disclosed by
Jindrick, appellants’ Brief on page 4 contains the follow ng
candi d statenent:

In the past, step voltage regulator controllers

have sol ved the problem of how to display a | arge
variety of information on a limted size display by

> This patent was cited by appellants in the information
di scl osure statenent filed Cctober 1, 1993 (Paper No. 5) and was
menti oned on page 4 of appellants’ Brief.
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requiring input of function codes through a keyboard

panel or the like, or by pressing a dedicated function

key which calls up on the display that specific

function. See, e.g., cited art of record U S. Patent

No. 4,419,619 [Jindrick], Figs. 2B-3E and Col um 8,

lines 39-68. [Enphasis added.]

G ven the scope of claim 10 as set forth above, the nethod
of Jindrick for displaying operational paraneters “by pressing a
dedi cated function key which calls up on the display that
specific function” (Brief, page 4) fully anticipates claim 10.

In summary, the standing 8 103 rejections of the appeal ed
cl ai rs have been reversed, and a new rejection of claim10
pursuant to our authority under 37 CFR § 1.196(b) has been nade.

The decision of the exam ner is reversed.

Thi s deci sion contains a new ground of rejection pursuant to
37 CFR 8 1.196(b)(anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203 Of.
Gaz. Pat. & Trademark Ofice 63, 122 (Cct. 21, 1997)). 37 CFR
8 1.196(b) provides that, “A new ground of rejection shall not be
considered final for purposes of judicial review”

37 CFR 8 1.196(b) al so provides that the appellant, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of
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rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected clains:

(1) Submit an appropriate anendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under
§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

JERRY SM TH
Adm ni strative Patent Judge

NEAL E. ABRAMS )
Adm ni strative Patent Judge )
)
)
LAVWRENCE J. STAAB ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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Si enens Cor poration

Intellectual Property Dept.

186 Wod Avenue Sout h
| selin, NJ 08830
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