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Appeal No. 95-2623
Application 08/084, 623

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner's final rejection of clains 1-7 and 9- 26,
whi ch constitute all the clainms remaining in the application.
The exam ner has indicated that clains 1-21 are now al | owed
[answer, page 1]. W construe this to nmean that clains 1-7
and 9-21 are now all owed since claim8 has been cancel |l ed.

Accordingly, this appeal is now directed only to clainms 22-26.

The di scl osed invention pertains to a resilient
el ectrical connector for use as a neasuring probe wth
integrated circuits. Specifically, the probe has a barre
with an electrically conductive plunger therein. A helical
spring within the barrel is connected at one end to the barre
and at the other end to the plunger. The renmaining clains on
appeal are directed to the helical spring portion of the
di scl osed i nventi on.

Representative claim22 is reproduced as foll ows:

22. A spring for a resilient connector having an
outside.dianeter of less than 0.01 inches, said spring
conpri si ng:

a tube having a predeterm ned | ength between a first
end and a second end and having a helical cut along a

predet erm ned portion of said |ength;
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wherein said helical cut has a predeterm ned w dth and
a predeterm ned nunber of turns and wherein the spacing of
said turns and said wdth are in a predeterm ned ratio.

The exam ner relies on the follow ng references:

Kahn et al. (Kahn) 3,179, 087 Apr. 20, 1965
Latorre et al. (Latorre) 4, 826, 143 May 02, 1989
Kazama 5,004, 977 Apr. 02, 1991

Clains 22-26 stand rejected under 35 U.S.C. §8 103. As
evi dence of obviousness the exam ner offers Kazama and Kahn
with respect to claim?22, and adds Latorre with respect to
clains 23-26.

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunments set forth in the brief along with the exam ner's
rational e in support of the rejections and argunents in

rebuttal set forth in the exam ner's answer
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It is our view, after consideration of the record
before us, that the collective evidence relied upon and the
| evel of skill in the particular art woul d have suggested to
one of ordinary skill in the art the obviousness of the
invention as set forth in clainms 22-26. Accordingly, we
affirm

As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8 103, an exam ner is under a burden

to make out a prinma facie case of obvi ousness. I f that burden

is nmet, the burden of going forward then shifts to the

applicant to overconme the prima facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See In re Cetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444 (Fed. Cr. 1992); ln re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).
Wth respect to i ndependent claim?22, it is the
position of the exam ner that the collective teachings of
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Kazanma and Kahn teach everything in claim?22 except for the
di anmeter of the spring being less than 0.01 inches. The

exam ner asserts that absent criticality, the dinmensions of a
spring are an obvi ous design choice [answer, page 3].
Therefore, the exam ner concludes that the spring of claim 22
woul d have been obvious to the artisan in view of the applied
ref erences.

Appel | ant argues that it would not have been obvi ous
to substitute the Kahn tubular spring for the helical wre
spring of Kazama because the patents are from non-anal ogous
arts, and the Kazana patent does not discuss the problens in
the probe art which could be solved by a tubular spring
[brief, page 4]. Qur first observation is that claim 22
sinply recites a spring, and has nothing to do with the probe
art or the problens associated with the probe art. Thus,
appel l ant’ s argunents are not comrensurate in scope with the
claimed invention. For a claimhaving the breadth of claim
22, we are of the view that any teaching of a spring is in an
anal ogous art to the clained invention.

Appel | ant argues that the helical spring of Kahn is
nol ded and not cut as required by the clains [brief, page 6].

5



Appeal No. 95-2623
Application 08/084, 623

Claim22 is an article claimin which the spring is recited as
having a helical cut. |In our view, this recitation describes
a physical property of the spring and not the manner in which
the spring is manufactured. There is no evidence on this
record that the plastic helical spring of Kahn woul d have any
different properties froma cut helical spring. The artisan
woul d expect that two identically appearing springs would be
exactly the sane regardl ess of the method of manufacture.
Therefore, we agree with the exam ner that appellant has not
denonstrated that a spring having a helical cut is any
different froman identical helical spring which has been

nol ded.

Appel I ant argues that “[t]he Exam ner’s rejection is
based upon the prem se that a person shall not be entitled to
a patent unless criticality is shown” and this is “contrary to
statute” [brief, page 7]. As we noted above, the burden is

initially on the exam ner to establish a prinma facie case of

obvi ousness. If that burden is net, obviousness is determ ned
on the relative persuasiveness of all the argunments and the

evi dence.
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We note that the springs of Kazana and Kahn are very
simlar in appearance. Both springs use a “helical cut” in
the mddle with the ends being less resilient. In Kahn the
ends are part of a tube whereas in Kajama the ends are tightly
wound around a tube. The effect is basically the sane. Thus,
the artisan woul d have appreciated that a spring, as broadly
recited in claim22, has applications as diverse as a spring
for a witing instrunent and a spring for a contact probe.

Al t hough the spring in Kahn is clearly nuch larger than 0.01

i nches, the spring in Kajama is within the sane order of

magni tude as the clainmed spring. Since the prior art

evi dences that a spring having a helical cut has a w de

vari ety of uses, we agree with the exam ner that the artisan
woul d sel ect the size of the spring based upon the environnment
in which it will be used. |In other words, the record in this
case supports the examner’s position as bei ng reasonabl e and

establishing a prima facie case of obviousness for a spring as

broadly recited in claim?22. Thus, even though appellant is
correct that he is not initially required to show criticality
of the dinensions, the burden of going forward has been
shifted in this case, and appellant nust present a persuasive
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argunment or evidence that the exam ner has erred. Appell ant
has not presented any evidence or argunents as to why the

examner’s prima facie case should not be persuasive with

respect to the invention as recited in claim?22.

Appel I ant argues that it is not obvious to sinply nake
a spring snaller because “sinply making a spring smaller wll
not produce a spring having the appropriate characteristics,
e.g. stiffness, for a probe” [brief, page 8]. As we noted
above, however, claim 22 recites nothing about a probe so that
the spring of claim?22 is not required to neet any
“appropriate characteristics.” The only question is whether a
spring of the clainmed size woul d have been obvious to the
artisan, and we agree with the exam ner that it would have

been prima facie obvious to nmake a helical spring of the size

recited in claim22. In sumary, we agree
with the exam ner that the invention as broadly recited in
claim 22 woul d have been obvious to the artisan in view of the

applied references and the prinma facie case of obviousness

establ i shed by the exam ner. Since appellant has not
persuaded us of error in the examner’s position, we sustain

the rejection of claim22.
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Dependent cl ains 23-26 recite that the spring is
netal, glass, quartz and plastic, respectively. The exam ner
notes that Kahn teaches a spring nade fromplastic. The
exam ner asserts that Latorre would have suggested to the
artisan that the spring of Kahn could be made from any of the
clained materials as a matter of obvi ous design choi ce absent
a showing of criticality [answer, page 3]. Appellant argues
that Latorre does not relate to the art of testing
sem conduct or devi ces, however, as we noted above, the
relevant art for these clains is the art of springs in
general. Thus, all arts which teach springs are avail able for
consi deration by the artisan.

Appel | ant al so agai n argues the question of
criticality as discussed above. For purposes of considering
t he obvi ousness of the invention as recited in clainms 23-26,

we again agree with the examner that a prima facie case of

obvi ousness has been established. Kahn teaches a plastic
helical spring and al so discusses the fact that netal springs
were used in the prior art. Latorre specifically teaches a
gquartz spring. A spring, by definition, is sinply an elastic
devi ce which has the property of regaining its original shape
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after being conpressed or extended. The artisan would have
recogni zed that any elastic material can be used as a spring
under certain circunstances. The artisan wuld also be
famliar with the fact that glass is a known elastic material.
Thus, since the artisan would know that netal, glass, quartz
and plastic are all elastic materials and, therefore, would
have broad application as springs, the invention as broadly
recited in clainms 23-26 woul d have been obvious to the artisan
for reasons noted by the exam ner.

Si nce the exam ner has established a prina facie case

of the obviousness of clainms 23-26, and since appellant has
presented no evidence or argunents which denonstrate error in
the exam ner’s position, we sustain the rejection of clains
23- 26.

I'n concl usion, we have sustained both of the
exam ner’s rejections of clains 22-26. Accordingly, the
deci sion of the exam ner rejecting clainms 22-26 is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED
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