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Jul. 25, 1989,
Aug. 13, 1§92

R }_eted under 35 u. S C. § 3103 as unpatentjt

Central tor

VLewfoffthe Japanese publlcatlon.

§ - _;G-;clalmed byxthe appe f qps only in that Moore uses spot welds

arather-than bolts for connect;ng liner 40, correspondlng to the o

“appellants, cla;med'; talnlng plate, to the oxl pan hous1ng 10.

Findlng 1n the Japanese publlcatlon a teachlng of connecting an

'outer pIate 4 to an :Ll pan body 12 by way of bolts, the examdner 4@

_concludes that 1t would have been obv;ous to. one hav1ng ordinary

ek

'sklll in- the art “to haVe replaced Moore s spot welds w1th bolts.
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For the examlner g complete statement of - thlS rejectlon, we’

P _ dlrect attentlon to pages 5 through 7 of the answer.7

drthe resPectlve positions

jexpressed 1n the examlner 8 an wer and supplemental answer8

flo

and

Ln'tnefappekéants br:.ef9 reply brle and reply to the

- . i

" 5? .Qur understandlng of this .Japanese document is based upon o
an. abrldged'l‘anslat“on attached to the document’, both of which o
‘@ 3 - ellants as part of the information
'led No,ember 18, 1991.

_7:’Ma11ed May 31, 1994

1led October 7 1994i

3 .Fxled February 14,_1394.




lsuppleﬁental answerll, it is our determination that the rejection ;@
‘"is'not well founded. Even if we were to assume that the Japanese S

publlcatlon would have suggested the modlflcatlon posited by the

examlnerlz,ﬁwe must agree with the appellants that there is

- {,!. -

nothlng in elther reference or thEII collectlve teachings Whlch
would have produced a constructlon hav1ng "a sheet-like elastic
member compressedly 1nterposed between said cover . . . and said
_retainlng%plate'“j There'is no disclosure in'either.Moore or the
Japanese publlcatlon to. 1nd1cate that the composltzon or blank 30
of Moore or. the _rubber elastlc body 3 of the Japanese publication
are or should ‘be compressed, nor does anythlng in these refer-
ences suggest any advantage that would have resulted from exert-
7-1ng such a compresslve force so as to suggest a modification

produczng the appellants’ clalmed invention. Indeed, we share

L%

the view expressed at pages 3 and 4 of the appellants reply
brief regardlng Moore:

It ig clear that the presslng action to which Moore
refers relates to the time in the manufacturlng cycle
at whlch the layer is inelastically deformable. This
does not result in a sheet-like elastic member com-
pressedly 1nterposed between a cover and a retaining
plate ag in the present invention. As should be
readlly,apparent, in the Moore arrangement the

I

10 -Filed August 1, 1994.
11 Filed October 31, 1994.

12 The appellants do not agree that this is the case,
urging that there is nothing to suggest the modification of Mcore
following the Japanese publication. We need not reach that
question.
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components are assembled and thereafter the composition
layer is activated to fill spaces between the housing
and the liner. Upon consideration of Moore as a whole,
it should be readily apparent that the composition
layer 30 is provided as a nfiller" {see e.g., the .
Abgtract) which "should be sufficient to fill the space
‘between the housing and the liner." (col. 4, lines 52-
53). Moreover, the Moore specification makes clear
that the activation which results in the composition
filling the space between the liner and hou31ng "has to
occur after the composition and liner are in place"
(col. 4, lines 40-41). Still further, the reference to
the composition being constrained (e.g., as at col. 4,
line 35 and col. 4, line 61) does not reflect that the
composition is in a compressed state. As should be
readily recognized, water is constrained by glass, but
is not compressed thereby. As discussed earlier, the
only reference to the pressing action of Moore relates
to the gituation in which the composition is in the
thermoplastic or malleable state. Thus, Moore does not
teach that the comPosztlon 30 is compressedly inter-
posed as get forth in the . . . Examiner’s Answer
(emphasis in the originall.

The rejection of claim 4 under 35 U.S.C. § 103 is reversed.

Pursuant to the provisions of 37 CFR § 1.196(b), we reject
claim 4 under 35 U.S.C. § 112, second paragraph, for failing to
particularly point out and distinctly claim that which the
appéllants‘regard as their invention. The operative standard for
determining whether this requirement is met is "whether those
skilled in the art wbuld understand what is claimed when the
claim is reéq in light of the specification." The Beachcombers,
Int’l. v. WildeWood Creative Prod., 31 F.3d 1154, 1158,
31 USPQ2d 1653, 1656, (Fed. Cir. 1994): Orthokinetics Inc. v.
Safety Travel Chairs Inc., 806 F.2d 1565, 1576, 1 UsSPQ2d 1081,
1088 {Fed. Cir. 1986). We consider the recitation in the pream-

ble of claim 4 regarding "a cover for an oil pan or the like of
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Selication 08/0
én autoﬁotive vehicle component" and the similar recitations in
the body of the claim ;elating to "said cover or the like" to be
vague and uncertaiﬁ because it is not clear from claim language
read;in lighﬁ 6f the specification what the appgllants intended
to cover by the recitation of "or the like." See Ex parte
 Rristensen, 10 USPQ24 1701, 1703 (Bd. Pat. App. & Int. 1989).
Locking to the specification, we see that the appellants, in
describing the prior art, have referred to noise which is pro-
duced by vibration from a cylinder head and have said that,
" [o] ther noise sources of automotive vehicles are oil pans,
timing gear cagses, bodies and so on" (specification, page 1,
third paragraph). Similarly, the appellants make reference to a
vibration logp of a "head cover" and state that the elastic
member 18 "can be attached to any automotive vehicle components
such as oil;gan, timing gear case, body and so on" (specifica-
tion, page 5, third complete paragraph). These passages from the
specification are themselves vague and uncertain, for they liken
*0il pans," "gear cases" and "bodies" (whatever may be meant by
the term body in this context) to one another without giving a
hint of how théy are alike apart from somehow being a noise
source under some unspecified circumstance. For good measure,
these passages add "and so on" without ever providing an indica-

tion where that direction leads. Under these circumstances, we

do not think that the claim language defines the invention with




.the precisié;'and particularity required by 35 U.S8.C. § 112,
second parag:aﬁh.

In éummqry, we have reversed the rejection of claim 4 under
35 U.S.C. § 103 and have, pursuant to the provisions of 37 CFR
§ 1.196(b), rejected claim 4 under 35 U.S.C. § 112, first para-
graph.

Any request for reconsideration or modification of this
decision by the Boardrof Patent Appeals and Interferences based
upon the‘samg record must be filed within one month from the date
of the decision. 37 CFR § 1.197. Should appellants elect to
have further prosecution before the examiner in response to the
new rejectiog under 37 CFR § 1.196 (b) by way of amendment or
showing of facts, or both, not previously of record, a shortened
statutory period for making such response is hereby set to expire
two months from the date of this decision.

No time period for taking any subsequent action in connec-
tion with this appeal may be extended under 37 CFR § 1l.136(a).

REVERSED -‘37 CFR § 1.196(b)
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