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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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Before KIMLIN, JOHN D. SM TH and SOFOCLEQUS, Adnini strative
Pat ent Judges.

JOHN D. SMTH, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clainms 1 through 12.

The subject nmatter on appeal is directed to a nmethod for
treating prenmenstrual syndronme (PMS). Specifically, the

nmet hod requires adm nistering to an individual having synptons

! Application for patent filed May 10, 1993.
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associated wth prenenstrual syndrone an anount of a
conbi nation of calciumand vitamn D which is effective to
reduce the synptons. Claiml is representative and is
reproduced bel ow.

1. A method for treating synptons associated with
prenmenstrual syndrone conprising adm nistering to an
i ndi vi dual having synptons associated with prenenstrual
synpt omat ol ogy an anmount of a conbination of cal ci um and

vitamn D effective to significantly reduce said synptons.

The references of record relied upon by the exam ner are:

Thys- Jacobs 4,946, 679 Aug. 7,
1990
Yamato et al. (Yanmato) 4,501, 738 Feb. 26,
1985

The appeal ed clains stand rejected under 35 U S.C. § 103
as unpat ent abl e over Thys-Jacobs in view of Yamatoo.

We cannot sustain the stated rejection.

It is the exam ner’s position that the clainmed subject

matter is prima facie obvious in view of the holding set forth

in In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1073

(CCPA 1980) that “it is prima facie obvious to conbi ne two

conpositions each of which is taught by the prior art to be

useful for the sanme purpose” [enphasis added].
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That cal cium has been used in a nethod treating
i ndi vi dual s havi ng synptons associated with PM5 i s not
contested by appellant, and is factually established by the
di scl osures in the Thys-Jacobs reference. However, we agree
wi th appellant that the Yamato reference fails to provide an
adequate factual basis to establish that vitam n D has been
used to treat individuals having synptons associated with PMS
(i.e., the same purpose). Wiile Yamato teaches that vitamn D
may be used to treat patients suffering from hypertension,
there is no disclosure of record that hypertension involves a
synpt om or synptons associated with PVS. | ndeed, appell ant
correctly points out that hypertension is not a synptom of PMS
(brief, unnunbered page 3), and we take official notice? that
hypertension is a disease involving high blood pressure while
prenmenstrual tension involves nervousness, nental
irritability, and depression precedi ng nenstruation. Further,
we find that Yamato's reference to the use of vitamn D
dosages for treating “pains” is too general a teaching to

suggest the treatnent of PMS synpt onat ol ogy.

2 See Stedman’s Medical Dictionary, 24th Edition pages
676, 677, and 1417, copyright 1982, copy attached.
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Accordi ngly, we cannot sustain the stated rejection of
t he appeal ed cl ai ns.

NEW REJECTI ON

Pursuant to our authority under 37 CFR § 1.196(b) we
state the following newrejection. Cains 1 through 12 are
rejected under 35 U. S.C. § 103 over UK Patent 2,169,202 to
Barron published July 9, 1986.

Barron discloses a nethod for treating individuals having

severe nenstrual synptons by adm nistering a conposition

conprising, inter alia, vitamin D and calcium |In discussing

the Barron reference at the oral hearing for this appeal,
counsel for appellant indicated that nmenstrual synptons and
PMS synptons are not identical. However, nenstrual synptons
such as intestinal cramping, insomia, irritability, and
tension (Barron at page 1, lines 4-12) are also common PNS
synptons (Specification, page 5 |line 31 to page 6, line 1).
Accordingly, one of ordinary skill in this art would have
recogni zed fromBarron’s disclosures that a conbi ned dosage of
calciumand vitam n D woul d be effective to relieve PV5
synptons of a “prenmenopausal woman experienci ng PVS
synpt omat ol ogy” (brief, unnunbered page 2). |ndeed, Barron
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di scl oses at page 2, lines 18-20 that it is advisable to take
the prior art composition “a day before the onslaught of the
menstrual period.” Further, the clained | anguage “a net hod
for treating synptons associated with prenenstrual syndrone
conprising admnistering to an individual having synptons
associated wth prenenstrual syndronme synptomatol ogy” does not
pat ent ably di stinguish the clains fromthe process of

adm ni stering a conbi nation of calciumand vitamn D to an
individual for relief fromnmenstrual stresses as taught by
Barron. Accordingly, based on the disclosures in Barron, the
subject matter defined by appealed claim1 herein would have
been obvious within the meaning of 35 U.S.C. 8§ 103.

Wth respect to appeal ed claim 2, Barron discloses that
cal cium carbonate is a preferred formof calcium Wth
respect to appealed claim3, Barron prefers a fish oil source
of
vitamin D which is a cholecalciferol formof vitamn D. See
the brief at page 6. Appealed claim4 calls for admnistering
the conposition orally in the formof a tablet in a single
daily dose, while Barron prefers (page 1, lines 125 to page 2,
line 6) a single daily dose of vitamn D in capsule form and
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cal cium carbonate in tablet form One of ordinary skill in
the art, however, would have been led to conbine all the
ingredients in the tablet form in our view, notivated by the
goal of sinplifying the procedure.

Barron’s teaching that the range of ingredients utilized
in his conposition “wll be apparent to one skilled in the

art” (page 2, lines 37-39) raises a prima facie case of

obvi ousness for the subject matter of appealed clains 5
through 8 and 12. Mreover, Barron al so teaches the
adm nistering of 5,000 I.U. of vitamn D which would

necessarrily be an anmount of vitamn D
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“effective to elevate the individual’s 25 hydroxyvitamn D
level to a level greater than 30-40ng/m .” as required by
appeal ed claim9.

Wth respect to appealed claim1l, since Barron fairly
suggests adm nistering a conbination of calciumand vitamn D
to an individual having PM5 synptons, it would have been
obvious to adm nister that conposition to alleviate vascul ar
headaches, a common synpt om of PIG.

In sunmary, the exam ner’s rejection of the appeal ed
claims for obviousness based on disclosures in Thys-Jacobs
Yamato is reversed. A new rejection has been stated agai nst
t he appeal ed clains for obvi ousness based on the Barron UK
Pat ent .

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review?”

37 CFR 8 1.196(b) al so provides that the appellant,
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WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED. 37 CFR § 1.196(b)

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN D. SM TH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)
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M CHAEL SOFOCLEQUS
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Gottlieb, Rackman & Rei sman,
270 Madi son Avenue
New York, NY 10016

P. C
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