THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte LLOYD E. GODDARD and GECRGE A. KNESEL

Appeal No. 95-1820
Appl i cation 08/ 115, 8361

ON BRI EF

Before KI M.I N, VEI FFENBACH and PAK, Adninistrative Patent Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 and
15, all the clainms remaining in the present application. dains
1 and 15 are reproduced bel ow

1. A process for preparing crystalline ibuprofen having a
crystal habit characterized by having a particle length | arger

1 Application for patent filed Septenber 3, 1993.
According to appellants, this application is a continuation of
Application 07/963,939, filed Cctober 20, 1992; which is a
continuation of Application 07/734,910, filed July 24, 1991;
which is a continuation-in-part of Application 07/615,348, filed
Novenber 19, 1990, all abandoned.
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than 150 mcrons average and a length to width aspect ratio of
fromabout 4 to 1 to about 5 to 1 conprising

(a) formng a saturated solution of ibuprofenin a
[1quid hydrocarbon solvent at a tenperature from about 20EC to
about 60EC

(b) seeding said saturated solution with solid
i bupr of en;

(c) cooling said saturated solution to a tenperature of
about OEC to about -20EC at a rate to retard primary nucl eation
and pronote secondary nucleation to obtain a slurry; and

(d) separating the crystalline ibuprofen fromthe liquid
phase of the slurry.

15. Crystalline ibuprofen having a crystal habit
characterized by having a particle length | arger than 150 m crons
average and a length-to-wi dth aspect ratio of fromabout 4.1 to 1
to about 5 to 1.

The exam ner relies upon the follow ng reference as evidence
of obvi ousness:

Gordon et al. (Gordon) 4,476, 248 Cct. 9, 1984

Appel lants' clainmed invention is directed to crystalline
i buprofen having a specific crystal habit, and a process for
preparing the crystalline ibuprofen. The crystalline ibuprofen
of the present invention has an average particle length greater
than 150 mcrons and a length to wdth aspect ratio of from about
4 to 1 to about 5to 1. The process entails seeding a saturated
solution of ibuprofen in a liquid hydrocarbon solvent followed by

cooling the saturated solution at a rate which retards primry

nucl eati on and pronotes secondary nucleation. According to the
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present specification, primary nucleation is defined as
spont aneous whereas secondary nucleation is induced by the
addition of crystal nuclei. W are told that, conpared to
crystalline ibuprofen of the prior art, the crystalline ibuprofen
of the present invention flows nore evenly through high vol une
processi ng equi pnent and conpacts nore readily into tablets or
capsul es.

Clains 1 and 15 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Gordon.

Upon careful consideration of the opposing argunents
presented on appeal, we concur with appellants that the applied

Gordon reference fails to establish a prinma facie case of

obvi ousness for the clainmed subject matter. Accordingly, we wll
not sustain the examner's rejections.

We consider first the examner's rejection of claiml.
Al t hough the exam ner recogni zes that Gordon does not teach the
cl ai med process steps of crystallization, the exam ner reasons
t hat because the clained "steps of seeding, cooling and
separation are inherently known to be a part of a crystallization
process, [it] would have been easily obvious to one of npbst basic
skill inthe art" to performthe clained process (page 2 of
Answer). However, the flaw in the exam ner's reasoning is that

the cl ai ned process requires preparing crystalline ibuprofen
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havi ng an average particle length larger than 150 m crons by
cooling a saturated solution of ibuprofen at a particular rate,
and the exam ner has not cited any prior art which teaches or
suggests that crystalline ibuprofen of the clainmed particle size
can be nmade by any process. The prior art discussed by Gordon,
which is relied upon by the exam ner, evidences that it was
general ly known that crystallization procedures produce particle
size of 40 mcrons. Gordon clains a particle size larger than 18
m crons (see claim17), and EXAVMPLE 4 of the reference describes
the | argest average particle size as 82.6 mcrons. Hence,
al t hough the general crystallization procedure is wthin the
prior art, there is no evidence of record which establishes that
the particular crystallization technique detailed in appellants
specification for preparing crystalline ibuprofen having an
average particle size larger than 150 m crons was obvious to one
of ordinary skill in the art.

We now turn to the examner's rejection of claim 15 under
8 103 over Gordon. It is the examner's position that since
Gordon di scl oses crystalline ibuprofen having a particle size
range greater than 18 m crons, the disclosure of Gordon
"enconpasses the particle size range of the clainmed invention"
(sentence bridging pages 3 and 4 of Answer). However, it is now

wel |l settled that a prior art disclosure of a potentially
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infinite genus does not necessitate a finding of obviousness for

a clainmed feature that falls within the genus. 1n re Baird, 16

F.3d 380, 382, 29 USP2d 1550, 1552 (Fed. Cir. 1994); In re
Jones, 958 F.2d 347, 350, 21 USPRd 1941, 1943 (Fed. Cr. 1992).

In the present case, we do not find that Gordon's disclosure of a
virtually infinite genus of "an average particle size |arger than
18 u," and exenplification of 82.6 as the | argest average
particle size, support a conclusion of obviousness for the
claimed crystalline ibuprofen having an average particle size of
| arger than 150 m crons.

I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KIM.I N
Adm ni strative Patent Judge

CAMERON WEI FFENBACH
Adm ni strative Patent Judge

BOARD OF PATENT
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| NTERFERENCES

CHUNG K. PAK
Adm ni strative Patent Judge
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