THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore W NTERS, CARCFF and WLLIAMF. SMTH, Adm nistrative
Pat ent Judges.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner’s decision rejecting
claims 2 through 7, 10 through 12 and 14 through 18. ddaim9,
which is the only other claimremaining in the application,
stands objected to as depending froma rejected base claim As

stated in the Final Rejection mailed March 29, 1993 (Paper No.

1 Application for patent filed Septenber 21, 1989.
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17), page 6, claim9 would be allowed if rewitten in independent
form

REPRESENTATI VE CLAI M

Claim14, which is illustrative of the subject matter on

appeal , reads as foll ows:

14. A water-soluble iodinated pol yner conprising a dextran
backbone having grafted thereon groups of the fornula

wherein

groupA L izr%
ng a IiI:;E:I:I bri dg
gn t he R2 T Ry 32&??
gﬂe and ; ?ﬁgkb
benzene ring;

R, is -COOH, -COOH salified with a pharmaceutically
accept abl e base, -CONR;, or -NCOR;; and

Ry Re
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R, is -CONR; or -N-COR;;
R, Re
in which

R, is C.s al kyl, C.¢ hydroxyal kyl, C,_s pol yhydroxyal kyl, C 4
al koxy C,.¢ al kyl, C,_, al koxy C,_s hydroxyal kyl or

- - - NH I
(CH )m CO-N

m bei
ng an
integer froml to 6 and R, and R, having the sanme neani ngs as
above;

R, and R, are i ndependently hydrogen, C_4 al kyl, C_q

hydr oxyal kyl , C,_s pol yhydroxyal kyl, C,_4 al koxy C_4 al kyl, or C_g
al koxy C,.¢ hydroxyal kyl ; and

R, is C.s al kyl, C.¢ hydroxyal kyl, C,_s pol yhydroxyal kyl, C 4
al koxy C,.¢ al kyl, or C_4 al koxy C,. hydroxyal kyl. [ Enphasis
added. ]

THE REFERENCES

The prior art references relied on by the exam ner are:

DeBoer 4, 406, 878 Sept. 27, 1983
Bert oni 4,455, 292 June 19, 1984
THE | SSUES

The issues presented for review are: (1) whether the
exam ner erred in rejecting clains 5 through 7, 10 and 11 under
35 U.S.C. §8 112, second paragraph, as indefinite; and (2) whether

the examner erred in rejecting clainms 2 through 4, 12 and 14
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t hrough 18 under 35 U.S.C. 8 103 as unpatentable over the
conbi ned di scl osures of DeBoer and Bertoni.

DEL| BERATI ONS

Qur deliberations in this matter have included eval uation
and review of the following materials: (1) the instant
specification, including all of the clains on appeal; (2)
appellants’ main Brief and Reply Brief before the Board; (3) the
Exam ner’s Answer and Suppl enmental Answer; and (4) the DeBoer and
Bertoni references relied on by the exam ner.

On consideration of the record, including the above-Iisted
materials, we reverse the examner’s rejections under 35 U S. C
8§ 112, second paragraph, and 35 U. S.C. § 103.

SECTI ON 112

Clains 5 through 7, 10 and 11 stand rejected under 35 U. S. C
8§ 112, second paragraph, as indefinite. According to the
exam ner, the processes recited in these clains “are inconplete
in that no reaction conditions (such as solvent, heat or
catal yst) has [sic] been set forth.” See the Exam ner’s Answer,

page 4. W disagree.

As stated in Ex parte Jackson, 217 USPQ 804, 806 (Bd. App
1982),
[c]laims 2 to 6 have been finally rejected under the

second paragraph of 35 U . S.C. 8 112 as being
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“inconplete” for failing to recite various process
paraneters. W shall not affirmthis rejection

It is by now well established that it is the
function of the descriptive portion of the
specification and not that of the clains to set forth
oper abl e proportions and sim |l ar process paraneters and
that clainms are not rendered indefinite by the absence
of the recitation of such limtations. [Ctations
omtted.]

Wth respect to the non-prior art rejection in this appeal,
Jackson is dispositive. W therefore reverse the rejection of
claims 5 through 7, 10 and 11 under 35 U. S.C. § 112, second
par agr aph.

SECTI ON 103

Clainms 2 through 4, 12 and 14 through 18 stand rejected
under 35 U.S.C. 8 103 as unpatentabl e over the conbined
di scl osures of DeBoer and Bertoni. According to the examner, it
woul d have been obvious to nodify DeBoer’s iodinated contrast
agent for radi ography, per the teachings of Bertoni, to arrive at
the clai ned subject nmatter. W disagree.

| ndependent cl aim 14 defines a water-sol uble iodinated

pol ymer conprising a dextran backbone having grafted thereon

groups of the formula
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where A, R, and R, are spelled out in the claim On the

contrary, DeBoer discloses a water-insoluble, substantially non-

wat

[D
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0 H
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o Is

“

di nated pol yner, useful as a contrast agent for radiography. W
see no cogent reason stemmng fromthe prior art which would have
|l ed a person having ordinary skill to nodify DeBoer’s i odinated
pol ynmer, per the teachings of Bertoni, to arrive at the water-
sol ubl e product of claim14. |In fact, such nodification would
have destroyed the very essence of the teachings in DeBoer.

In presenting their case before the Board, appellants
enphasi ze the different solubility characteristics between the
clai med polyners (water-soluble) and the polyners disclosed by
DeBoer (water-insoluble and non-water-swell able). Appellants
further enphasi ze the difference between the pol yners of DeBoer
(wat er-i nsol ubl e and non-wat er-swel | abl e) and the products of

Bertoni (water-soluble). See the main Brief before the Board,
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pages 7 through 9. In response, the exam ner states the
fol | ow ng:

Appel l ants argue that one skilled in the art would
have no notivation to conbine the water-insoluble
pol ynmers of DeBoer with the iodobenzam do- gl ucopyranose
of Bertoni, in order to obtain water-soluble iodinated
pol ymers. However, this argunent is not persuasive
since both of the references of DeBoer and Bertoni set
forth saccharide units conprising a closely anal ogous
i odi nated aromatic group attached to a gl ucose nononer
unit. Also, both of the DeBoer and Bertoni References
di scl ose using these conpounds as agents for contrast
media. It appears that a person having skill in the
art would be notivated to conbi ne the DeBoer and
Bertoni References having these facts at hand.

See the Exam ner’s Answer, page 9, |ast paragraph. Mnifestly,
t hat response does not come to grips with the argunent set forth
in appellants’ main Brief.

In colum 3, lines 42 through 46, DeBoer discloses that the
backbone chain of the disclosed iodinated polyners can represent

a naturally occurring polyner, for exanple, a

pol ysacchari de containing repeating glucose units such

as starch, glycogen, cellulose, cellulosic derivatives,

and equi val ent naturally occurring polyners.
The exam ner has determ ned that the above-quoted description in
DeBoer enconpasses dextran. However, to the extent that a person
having ordinary skill woul d have envi sioned dextran as the

backbone chain in DeBoer’s polyners, such hypothetical person

woul d have understood that the polynmers nust be water-insoluble

and substantially non-water-swellable. This is the sine qua non
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of DeBoer, and follows froma review of the DeBoer patent in its
entirety. The examner is not at liberty to pick and choose

sel ective portions of the reference which I ead toward the clained
invention (dextran), but ignore or discard portions which |ead
away fromthe clainmed invention (water-insoluble and
substantially non-water-swellable). |In our judgnent, the

conbi ned di scl osures of DeBoer and Bertoni would not have | ed
toward the cl ai ned water-sol uble product. Accordingly, the

exam ner’s decision rejecting clains 2 through 4, 12 and 14

t hrough 18 under 35 U.S.C. 8 103 is reversed.
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CONCLUSI ON

I n conclusion, we do not sustain the exam ner’s non-prior

art or prior art rejections. Accordingly,

the exam ner’s

decision rejecting clains 2 through 7, 10 through 12 and 14

through 18 is reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

MARC L. CAROFF
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge
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