THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 34

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAVES K BASHKIN, M CHAEL K STERN
and ANIL S. MODAK

Appeal No. 1995-1304
Application No. 07/947,071*

ON BRI EF

Before WNTERS, WLLIAMF. SMTH and LORI N, Adnministrative
Pat ent Judges.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

1 Application for patent filed Septenber 16, 1992.
According to appellants, this application is a continuation of
Application No. 07/550,001, filed June 14, 1990, now
abandoned.
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Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 1, 3 through 8, 10 through 16, 20 through 23,
and 25 through 30. dainms 31 through 33, which are the only

other clains remaining in the application, stand all owed.

REPRESENTATI VE CLAI M

Caiml, whichis illustrative of the subject matter on
appeal, reads as foll ows:

1. The method of hydrolytically cleaving RNA under
physi ol ogically rel evant conditions with a conpound sel ected
fromthe group consisting of nucl eosides, nucleotides and
ol i godeoxy- nucl eoti des having attached thereto a netal conpl ex
effective for RNA hydrol ysis.

THE REJECTI ONS

In rejecting the appeal ed clains on non-prior art
grounds, the exam ner does not rely on any references.

The clains stand rejected as follows: (1) clains 1, 3
t hrough 8, 10 through 16, 20 through 23, and 25 through 30
under 35 U.S.C. 8 112, first paragraph, "as being based on an
insufficient disclosure to support the scope of the clained
subject matter"; and (2) clainms 1, 3 through 8, 10 through 16,

20 through 23, and 25 through 30 under 35 U.S.C. § 112, first
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and second paragraphs, "as the clainmed invention is not
described in such full, clear, concise and exact terns as to
enabl e any person skilled in the art to make and use the sane,
and/or for failing to particularly point out and distinctly
claimthe subject matter which applicant regards as the

invention." See the Exam ner's Answer, pages 3 and 9.
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DI SCUSSI ON

The exam ner argues that appellants' specification is
insufficient to support the scope of clainms 1, 3 through 8, 10
t hrough 16, 20 through 23, and 25 through 30. According to
the exam ner, the specification does not provide adequate
gui dance enabling any person skilled in the art to nake

conpounds whi ch hydrol ytically cleave RNA except for the

conmpounds enunerated in allowed clains 31 through 33. W
di sagr ee.

As stated in In re Arnbruster, 512 F.2d 676, 677-78,

185 USPQ 152, 153 (CCPA 1975) quoting fromln re Marzocchi

439 F.2d 220, 223-24, 169 USPQ 367, 369-70 (CCPA 1971):

As a matter of Patent O fice practice, then, a
specification disclosure which contains a teaching
of the manner and process of naking and using the
invention in terns which correspond in scope to
t hose used in describing and defining the subject
matter sought to be patented nust be taken as in
conpliance with the enabling requirenent of the
first paragraph of 8 112 unless there is reason to
doubt the objective truth of the statenents
cont ai ned therein which nust be relied on for
enabl i ng support.

[1]t 1s incunbent upon the Patent O fi ce,
whenever a rejection on this basis is made, to
explain why it doubts the truth or accuracy of any
statenent in a supporting disclosure and to back up
assertions of its own wth acceptabl e evidence or
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reasoni ng which is inconsistent with the contested
st at enment .

Having carefully reviewed the Answer (Paper No. 26), we find
that the exam ner has not provi ded adequate reasons or

evi dence whi ch
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woul d cast doubt on the objective truth of statenents
contained in the specification and relied on for enabling
support. W believe that appellants' specification (including
EXAMPLES | through XV) inparts anple information to persons
skilled in the art, enabling themto make and use the ful
scope of the clainmed subject matter.

Referring to page 13, TABLE 1 of the specification, the
exam ner argues that "sonme conpounds work, sone do not"; and,
for this reason, the specification is inadequate to support
the full scope of the appeal ed clainms. See the Exam ner's
Answer, page 4. However, as stated in a simlar context in

Atlas Powder Co. v. E.1. Du Pont De Nenmoburs and Co., 750 F.2d

1569, 1576-77, 224 USPQ 409, 414 (Fed. Cr. 1984):

Even if some of the clained conbinations were

i noperative, the clainms are not necessarily invalid.
"I't is not a function of the clains to specifically
exclude . . . possible inoperative substances.

." O course, if the nunber of inoperative

conbi nati ons becones significant, and in effect
forces one of ordinary skill in the art to
experinment unduly in order to practice the clained
invention, the clainms mght indeed be invalid.

That, however, has not been shown to be the case
here. [CGtations omtted.]

On this record, the exanm ner has not established that the

nunber of inoperative conpounds enconpassed by the clains is
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significant or "in effect forces one of ordinary skill in the
art to experinment unduly in order to practice the clained
i nvention."

The rejection of clains 1, 3 through 8, 10 through 16, 20
t hrough 23, and 25 through 30 under 35 U.S.C. § 112, first
par agr aph, "as being based on an insufficient disclosure to
support the scope of the clained subject matter"” is reversed.

Clainms 1, 3 through 8, 10 through 16, 20 through 23, and
25 through 30 also stand rejected under 35 U.S.C. § 112, first
and second paragraphs, "as the clainmed invention is not
described in such full, clear, concise and exact ternms as to
enabl e any person skilled in the art to make and use the sane,
and/or for failing to particularly point out and distinctly
clai mthe subject matter which applicant regards as the
invention." See the Exam ner's Answer, page 9. According to
t he exam ner, these clains are indefinite and based on a non-
enabling disclosure in view of the recitation "physiologically
rel evant conditions."

The rejection is manifestly untenable with respect to
clainms 8, 10 through 16, and 20 through 22, because these

clainms do not recite "physiologically relevant conditions."
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Clainms 1, 3 through 7, 23, and 25 through 30 stand on
different footing. It would appear, on the surface, that the
cl ai m | anguage "physiologically relevant conditions" refers to
7.1 pH and 37EC. This follows fromreading the clains in
light of the specification, page 10, lines 22 and 23. There,

t he specification describes "physiologically rel evant
conditions (7.1 pH and 37EC)." Looki ng under the surface,
however, we note appellants' statenment in the Appeal Brief,
page 3, lines 4 and 5, that dependent claim30 limts the
"physiologically relevant conditions” to pH and tenperature.
This nmeans to say that clains 1, 3 through 7, 23, and 25
through 30 are not limted to 7.1 pH and 37EC. In other

words, the case before us presents an anbiguity. Reading the
claims in light of the specification suggests that the
expression "physiologically relevant conditions" is |imted to
7.1 pH and 37EC, whereas reading the clains in |light of each
ot her suggests that the expression "physiologically rel evant
conditions” is not so limted. On these facts, we agree with
the examner that clains 1, 3 through 7, 23, and 25 through 30

are unclear and indefinite.
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The situation is aggravated because claim 30, which

depends fromclaim1l, requires that the physiologically

rel evant conditions be "selected frompH and tenperature.”

is unclear fromthis usage whet her appellants nmean pH or

tenperature in the alternative,

and tenperature (for exanple, 7.1 pH and 37EC).

t hat :

In the Appeal Brief, pages 4 and 5, appellants state

The phrase "in physiologically rel evant
conditions" refers to physical conditions which are
known or can be readily determ ned by an ordinarily
skilled artisan. Although these conditions may not
excl ude a nethod invol ving physi ol ogi cal activity,

t he rel evant physiol ogical conditions are thensel ves
readily available to or can be determ ned by an
ordinary artisan. A reference to exenplify such
conditions is made of record in the prosecution
giving a specific enabling source for the scope of
the clains. O her such sources are available for
enabling this invention. |In other words, the
conditions are not variable, and the only
variability is fromone set of conditions to another
and the source of information regardi ng such
conditions. Even for undocunmented conditions there
is no variability of the conditions fromtine to
time and each new set of conditions can be readily
det er m ned.

[ T] he "physiologically relevant conditions”
are not vague in that these conditions are the sane
and definite for a given subset. That is, as noted
by [the] Exam ner, differences are relevant froma
plant, to a spider, to a cyanobacterium or to a
human but wi thin each of these there are no such
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di fferences as shown by the reference exenplifying

such conditions noted above. Here definiteness is

evident for a given physiol ogical set of conditions.

For those conditions not readily found in

references, an ordinarily skilled artisan can make a

definite determination of the actual conditions of

vari ous physiologies with virtually no

experinmentation given the technol ogy avail abl e t oday

to measure tenperature and pH.
We have carefully reviewed and refl ected on the above- quot ed
statenment, but are at a |loss to understand just what
appel l ants nmean by the expression "physiologically rel evant
conditions."

The rejection of clains 1, 3 through 7, 23, and 25
t hrough 30 under 35 U.S.C. § 112, second paragraph, as
indefinite in view of the expression "physiologically rel evant
conditions" is affirmed. W shall not pass on the rejection
of clainms 1, 3 through 7, 23, and 25 through 30 under
35 U.S.C. 8§ 112, first paragraph, as based on a non-enabling
di sclosure in view of the expression "physiologically rel evant
conditions.” \Were, as here, the scope of the clains is

uncl ear, we cannot engage in a neani ngful analysis under

35 US.C § 112, first paragraph. Cf. In re More, 439 F. 2d

1232, 1235, 169 USPQ 236, 238 (CCPA 1971) (C ainms nust be

anal yzed first to determ ne exactly what subject matter they
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enconpass before considering the witten description

requi rement of 35 U.S.C. 8§ 112, first paragraph.)

CONCLUSI ON

In conclusion, the rejection of clains 1, 3 through 8, 10

t hrough 16, 20 through 23, and 25 through 30 under 35 U.S.C.

8§ 112, first paragraph, "as being based on an insufficient

di scl osure to support the scope of the clained subject matter”
IS reversed.

The rejection of the appealed clains as indefinite and
based on a non-enabling disclosure in view of the recitation
"physiologically relevant conditions” is reversed with respect
to clains 8, 10 through 16, and 20 through 22.

The rejection of clains 1, 3 through 7, 23, and 25
t hrough 30 under 35 U.S.C. § 112, second paragraph, as
indefinite in view of the expression "physiologically rel evant
conditions" is affirmed. W do not reach the rejection of
claims 1, 3 through 7, 23, and 25 through 30 under 35 U S.C
8§ 112, first paragraph, as based on a non-enabling disclosure
in view of the expression "physiologically rel evant

conditions."
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The examner's decision is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under
37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART

SHERVAN D. W NTERS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

WLLIAMF. SM TH
Adm ni strative Patent Judge

HUBERT C. LORIN
Adm ni strative Patent Judge
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SDW cl m
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Donald R Hol | and

Howel | & Hafer Kamp, L.C
7733 Forsyth Blvd., Ste. 1400
St. Louis, MO 63105
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