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Before JOHN D. SMTH, GARRI S and WALTZ, Adm ni strative Patent
Judges.

WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s final rejection of clains 1 and 2. Cains 3

through 5, the only

* Application for patent filed Septenber 10, 1992
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remaining clainms in this application, stand w thdrawn from
consi deration as being directed to a nonel ected i nvention
(main brief, page 1).

According to appellants, the invention is directed to the
preparation of Ziegler-Natta catal ysts, followed by treatnent
wi th carbon dioxide to conpletely inactivate the catal yst so
that the catal yst can be stored for prolonged periods with
subsequent reactivation by reaction with a cocatalyst (main
brief, paragraph bridging pages 1 and 2). Cains 1 and 2 are
repr oduced bel ow

1. A process for the preparation of a deactivated
Ziegler-Natta catal yst systemwith a long storage life,
sui tabl e upon reactivation, for the preparation of polyners of
propyl ene and
of polyners of propylene together with other '-olefins
cont ai ni ng, as active conponents,

a) a titaniumcontaining solid conmponent which contains

titanium magnesi um hal ogen and a carboxylic ester
and, as a cocatal yst,

b) an al um num conpound and

c) a further election [sic, electron] donor, which

conpri ses reacting conponents a), b), and c), wherein,
after the reaction, the reaction mxture is deactivated
by reaction wi t h carbon di oxi de.

2. A Ziegler-Natta catal yst system prepared by a process
as clained in claim1.

The exam ner has relied upon the follow ng reference as
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evi dence of obvi ousness:

Tachi kawa et al. (Tachi kawa I) 0 201 647 Nov. 20, 1986
( Eur opean Patent Application)

This Board panel relies upon the follow ng references of
record:

Col | onb- Ceccarini et al. (EP “410) 0 170 410 Feb. 5, 1986
( Eur opean Patent Application)

Tachi kawa et al. (Tachikawa I1) 0 188 914 Jul. 30, 1986
(Eur opean Patent Application)

Clains 1 and 2 stand rejected under 35 U S.C. 8§ 103 as
unpat ent abl e over Tachi kawa |I. W reverse this rejection.
However, pursuant to the provisions of 37 CFR § 1.196(b), we
enter the follow ng new ground of rejection. Cdains 1 and 2
are rejected under 35 U.S.C. §8 103 as unpatentable over EP
“410 or Tachikawa Il for reasons which follow.

OPI NI ON

A. The Rejection over Tachi kawa |
The process of appealed claim 1l requires reacting the
t hree conponents (a), (b) and (c) of the Ziegler-Natta
catal yst system “wherein, after the reaction, the reaction
m xture is deactivated by reaction with carbon dioxide.” 1In
proceedi ngs before the PTO, clains in an application are to be

gi ven their broadest reason-able interpretation consistent
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Wi th the specification and claimlanguage should be read in
light of the specification as it would be interpreted by one
of ordinary skill in the art. See In re Sneed, 710 F.2d 1544,
1548, 218 USPQ 385, 388 (Fed. Cir. 1983). The specification
defines “deactivated” as “no longer active with regard to

pol yneri zation.” (specification, page 8, lines 1-2).

Tachi kawa | teaches that conventional Ziegler-Natta
cat al ysts have such a high activity that di sadvantageous
results occur (page 1, lines 22-35). Tachikawa | further
di scl oses that advantageous results occur if this catal yst
system can be “tenporarily inhibited” by contact with an
activity inhibitor (page 2, lines 1-13). The activity
i nhi bitor can be carbon nonoxi de or carbon di oxi de and
“tenporarily inactivates a part of all the active sites on the

pol ynmeri zation catalyst.” (page 7, lines 17-24). The
“tenporarily inactivated” catalyst can be imedi ately used in
the standard pol ynerization reactions (see Exanples 1-4).
Accordi ngly, Tachikawa | fails to disclose or suggest the
conpl ete deactivation of the catal yst systemrequired by the
process of appealed claiml.

The exam ner argues that the quoted portion from page 7,

lines 23-24, of Tachikawa | should read “[t]he activity
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inhibitor tenporarily inactivates a part of [sic; or] all of
the active sites on the polynerization catalyst” (main answer,
page 3, and suppl enental answer, page 1, enphasis added). The
exam ner thus concludes that the reference contenpl ates
deactivating the catal yst (nmain answer, page 3). The exam ner
does not present any reasoning or evidence? to support this
interpretation of Tachi kawa | other than to state that the
phrase “of all” is redundant (supplenental answer, page 1).

We find the phrase found at page 7, lines 23-24, of Tachi kawa
| is not redundant. Fromthe disclosure and teachi ngs of
Tachi kawa | regardi ng the di sadvant ageous hi gh rate of
reaction of conventional Ziegler-Natta catalysts, the role of
the activity inhibitor is as set forth on page 7, i.e., to
tenporarily inactivate just part of all the catalyst’'s active
sites. No other neaning can be adduced fromthe evidence of
record. The exam ner’s conclusion that the reference
contenpl at es conpl ete deactivation of the catalyst is not
based on facts. Accordingly, the rejection of clains 1 and 2
under 35 U. S.C. 8 103 as unpatentabl e over Tachikawa | is

reversed. See In re Warner, 379 F.2d 1011, 1017, 154 USPQ

21t is noted that appellants have cited Tachi kawa et al., U S. Patent
No. 5,037,908, as corresponding to the priority docunent of Tachi kawa I.
Appel l ants further note that the disputed | anguage of Tachi kawa | occurs at
colum 5, |ines 45-46, of the Tachi kawa patent (reply brief, pages 2 and 3).

5
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173, 178 (CCPA 1967), cert. denied, 389 U S. 1057

(1968) (“Where the | egal conclusion of obviousness is not

supported by facts it cannot stand.”).

B. The Rejection Pursuant to 37 CFR § 1.196(b)

The requirenments of the process of claim1l have been
di scussed above. Tachikawa Il discloses a process for
copol yneri zing ethylene wth an al pha-olefin in the presence
of a Ziegler-Natta catal yst system (abstract and page 1, lines
7-10). This reference teaches that these catal yst systens
have a high catalytic activity which produces copol yner
particles with poor properties (page 1, |lines 25-30).
Tachi kawa Il obviates this problemby tenporarily inhibiting
catal yst activity as a result of contacting the catalyst wth
an activity inhibitor (page 1, lines 30-35, and page 2, lines
5-9). The catalyst systemof the reference is fornmed by
reacting a conponent containing titanium hal ogen, and an
organonetal | i ¢ conpound such as magnesium wth an al um num
compound and an el ectron donor (page 2, line 10-page 7, line
13). The activity inhibitor of the reference includes carbon

nonoxi de and car bon di oxi de® (page 7, |lines 14-16).

3 All exanples in the reference use carbon nonoxi de as the activity
i nhi bitor except Exanple 5, which uses allene as the inhibitor. See pages

6
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Tachi kawa || differs from Tachi kawa |, as di scussed
above, by specifically teaching that “the active sites on the
pol yneri zation catalyst are partly or entirely nodified by the
activity inhibitor.” (page 8, lines 6-8, enphasis added).

Thus conpl ete deactivation is contenplated by Tachi kawa I1,

al t hough not exenplified. This reference also teaches that
this polynerization catal yst which has been contacted with the
activity inhibitor can be stored for periods of tinme, wth
subsequent reactivation by reaction with a cocatal yst such as
an organonetal lic conpound (page 8, lines 9-11 and 13-16).

Accordingly, in view of the disclosure of carbon dioxide
as an activity inhibitor and the teaching of conplete
deactivation of the catal yst system by Tachi kawa Il, the use
of this activity inhibitor in anbunts to conpletely deactivate
a Ziegler-Natta catal yst system woul d have been obvi ous to one
of ordinary skill in the art within the neaning of 35 U S.C. 8§
103.

EP ‘410 has a simlar disclosure to that of Tachi kawa I1
in that Ziegler-Natta type catal yst systens used in the
pol yneri zati on of al pha-ol efins have too nuch activity and

nmust be treated with polynerization inhibiting agents

9-12 of Tachi kawa |1.
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(abstract, page 1, lines 1-14, page 2, lines 5-21, and page 3,

lines 29-32). EP ‘410 teaches that treating these catal ysts

and the co-catal yst organoal um num conpound wi th

pol ymeri zation inhibitors such as carbon nonoxi de or carbon

di oxi de renders the catal yst system“totally inactive for the

pol ynmeri sation of olefins” for a short period known as the

i nduction period (page 3, line 32-page 4, line 8). EP *410

defines a polynerization inhibiting agent as “any conpound .
capabl e of slowi ng down or totally stopping the

pol ynmeri sation of the alpha-olefins in the presence of a

catal yst systemof the Ziegler-Natta type” (page 12, lines 24-

31). Thus one of ordinary skill in the art woul d have

reasonably concluded fromthe teachings of EP ‘410 that

conpl ete inactivation of the catal yst systemfor a tine

peri od* was contenplated. This conclusion is further

reinforced by the teaching in EP 410 on page 13 regarding the

amounts of polynerization inhibiting agent that nmay be used,

i ncluding |arge amounts of the agent as |long as the catal yst

I S not poi soned.

4 As discussed by the exam ner on page 3 of the mamin answer, the process
of claiml1 is not limted to any specific tinme period subsequent to the
deactivation. The clained term“with a long storage life” is not defined in
the claimor the specification (see page 8, lines 2-4).

8
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Car bon nonoxi de and carbon di oxi de are the preferred
pol ynmeri zation inhibitors of EP ‘410 (page 12, |lines 32-35).
Carbon dioxide is specifically exenplified in Exanple 10 on
page 28 of EP *410. The reactivation of the catal yst system
by reaction with a co-catalyst is taught by EP ‘410 at page
14, lines 12 et seq. Sone specific conponents of a Ziegler-
Natta catalyst, as recited in appealed claim1, are disclosed
on pages 18-19 of EP ‘410. Electron donors as catal yst
conmponents are taught by EP ‘410 on page 6. The “carboxylic
ester” conponent of the catalyst in appealed claim1l is not
specifically disclosed or taught by EP ‘410 but such compounds
were wel |l known conponents of Ziegler-Natta catal yst systens
(conpare EP ‘410, page 5, line 11-13, and page 6, lines 4-8,
wi th Tachi kawa |1, page 2, |lines 35-36).

For the foregoing reasons, the subject nmatter of
appeal ed claim 1l woul d have been obvious to one of ordinary
skill in the art within the neaning of 35 US.C. §8 103 in view
of the disclosure and teachings of EP ‘410.

Al t hough not di scussed by appel |l ants, the product-by-
process recited in claim2 would have been obvious within the
meaning of 35 U.S.C. 8 103 to one of ordinary skill in the art

gi ven the disclosures and teachi ngs of Tachi kawa Il or EP
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410, for the reasons stated above. A |esser burden of proof
is needed to nake out a prim facie case of obviousness in
product - by- process clainms than in conventional product clains.
See In re Fessman, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA
1974). Once it is shown that the clainmed product reasonably
appears to be the sane or substantially simlar to the product
of the prior art, the burden shifts to appellants to
establish, through objective evidence, an unobvious difference
between the clainmed and prior art product. See In re Best,
562 F.2d 1252, 1255-56, 195 USPQ 430, 433-34 (CCPA 1977); Ex
parte Phillips, 28 USPQ2d 1302, 1303 (Bd. Pat. App. & Int.
1993) .

The Kersting Declaration dated Dec. 6, 1993, has been
consi dered. However, in view of the new ground of rejection,
this conparison is not with the closest prior art. See In re
Baxt er Travenol Labs., 952 F.2d 388, 392, 21 USPQ2d 1281, 1285
(Fed. Cir. 1991). Accordingly, we find that appellants have
not presented objective evidence, on this record, which would
serve to rebut the prima facie case of obvi ousness established
by Tachi kawa Il or EP ‘410.

C. Summary

10
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The rejection of clainms 1 and 2 under 35 U. S.C. § 103 as
unpat ent abl e over Tachikawa | is reversed. Pursuant to the
provi sions of 37 CFR § 1.196(b), a new ground of rejection of
clainms 1 and 2 under 35 U.S.C. 8§ 103 as unpatentabl e over
Tachi kawa |1 or EP ‘410 has been nade.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”

37 CFR 8 1.196(b) al so provides that the appell ant,
W THI N TWDO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise
one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as
to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clains so rejected or a show ng of facts relating to
the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

11
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(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

12
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED - 37 CFR § 1.196(b)

JOHN D. SM TH )
Adm ni strative Patent Judge

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

THOVAS A, WALTZ
Adm ni strative Patent Judge

N N N N N N N N N

13



Appeal No. 95-0996
Application 07/943, 025

Keil & Wei nkauf
1101 Connecti cut Avenue.,
Washi ngt on, DC 20036

N. W
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