THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KQJI MATSUDA and M WAKO KI TAO

Appeal No. 95-0969
Appl i cation 07/ 045, 5861

ON BRI EF

Before KIM.IN, JOHN D. SM TH and OWNENS, Adni nistrative Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s refusal to allow
claims 1, 3, 5-7, 10 and 11 as anended after final rejection.

These are all of the clainms remaining in the application.

! Application for patent filed Septenber 16, 1992.
Accordi ng the appellants, the application is a continuation of
Application 07/618,845, filed Novenber 28, 1990, now abandoned.
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THE | NVENTI ON
Appel lants claima water-in-oil enulsion which, appellants
state, has a high water content and excellent enulsion stability
(specification, page 1). CCaim1l is illustrative and reads as
fol |l ows:
1. A water-in-oil emrul sion conprising an aqueous phase and
a fat phase in a weight ratio of the aqueous phase to the fat
phase of from 50/50 to 80/20 and containing a polyglycerol fatty
acid ester which is added to the fat phase in an anmount of from
0.1 to 5% by weight based on the total anpbunt of the emnul sion
whi ch has erucic acid accounting for at |east 70% by wei ght of
its fatty acid conponent, and which has a nean esterification
ratio of from30 to 90% .
THE REFERENCES

Terada et al. (Terada) 3,939, 290 Feb. 17, 1976
Yokobori et al. (Yokobori) 4,847,105 Jul . 11, 1989

THE REJECTI ON
Clains 1, 3, 5-7, 10 and 11 stand rejected under 35 U S. C
§ 103 as bei ng unpatentabl e over Terada in view of Yokobori.?
OPI NI ON
We have carefully considered all of the argunents advanced
by appellants and the exam ner and agree with appellants that the

af orenentioned rejection is not well founded. Accordingly, this

2 The rejection under 35 U.S.C. § 103 over U S. Patent
No. 3,914,458 to Terada et al. in view of Yokobori has been
w t hdrawn (answer, page 5).
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rejection will be reversed.
Terada di scl oses a water-in-oil emrul sion wherein the aqueous
phase i s about 5-50 wt% of the emulsion (col. 1, line 65 - col.
2, line 6). The enmulsion contains a polyhydric al cohol fatty
acid ester which is nmade using an unsaturated fatty acid or a
m xture of unsaturated and saturated fatty acids (col. 2, |line 67
- col. 3, Iine 8. The preferred anount of unsaturated fatty
acid is at |east about 50 wt % of the conbined fatty acids, and
the unsaturated fatty acids which are disclosed as being suitable
include erucic acid (col. 3, lines 15-17 and 22-26). The
pol yhydri c al cohol unsaturated fatty acid ester is present in an
anmount of 0.25 to 2.5 wt% of the enulsion (col. 3, lines 31-34).
To arrive at appellants’ polyglycerol fatty acid ester from
the teaching of Terada, one would have to: 1) select an anmount of
unsaturated fatty acid which is at least 70 wt % of the conbi ned
fatty acid, 2) select erucic acid fromthe eight listed
unsaturated fatty acids (col. 3, lines 22-26), 2) select a
pol ygl ycerol, which is not anong the pol yhydric al cohols |isted
by Terada (col. 3, lines 26-30), as the polyhydric al cohol, and
3) select an esterification ratio of 30-90% In our view, the
teaching by Terada would not have fairly suggested this

conbi nati on of selections to one of ordinary skill in the art.
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To renedy the deficiency in Terada, the exam ner relies upon
Yokobori. This reference teaches that bl oom ng of chocol ate can
be reduced by adding to hard butter used to nmake the chocol at e,
0.05 to 20 wt % of a pol yglycerol fatty acid ester which is made
usi ng saturated or unsaturated fatty acids having up to 24
carbons and which has an average of four or nore noles of fatty
acid bound to pol yglycerol having an average of five or nore
hydroxyl groups (col. 1, line 61 - col. 2, line 21; col. 3, lines
8-11).3% Yokobori states that it is preferred that all of the
hydr oxyl groups of the polyglycerol are esterified, but indicates
that fewer of the hydroxyl groups can be esterified (col. 2,
lines 22-35).

The exam ner asserts that Yokobori discloses use of
pol ygl ycerol fatty acid esters as enulsifiers (answer, page 4).
As pointed out by appellants (reply brief, page 3), Yokobori
teaches that it was known in the art to use enulsifiers in
chocolate (col. 1, lines 17-19), but does not indicate that the
pol ygl ycerol fatty acid ester added to hard butter according to

his invention serves as an enulsifier. Thus, the exam ner has

3 According to appellants, “bloomng” is the formation of
white powder on the surface of chocolate during storage and is
considered to be due to growh of fine crystals of oil fat in the
chocol ate (brief, page 12).
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provi ded no factual support for his argunent that use of

pol ygl ycerol fatty acid esters as enmulsifiers is conventional in
the art and that it therefore would have been obvious to one of
ordinary skill in the art to use Yokobori’s polyglycerol fatty
acid ester as Terada s polyhydric al cohol fatty acid ester

enul sifier (answer, page 4).

The exam ner has not explained, and it is not apparent, why
one of ordinary skill in the art would have been notivated by the
teachi ngs of Terada and Yokobori to use as Terada' s pol yhydric
al cohol fatty acid ester the polyglycerol fatty acid ester
recited in appellants’ claim1l1l, and would have had a reasonabl e
expectation of success in doing so. See In re Vaeck, 947 F.2d
488, 493, 20 USPQ2d 1438, 1442 (Fed. Gr. 1991); Inre O Farrell,
853 F.2d 894, 902, 7 USPQd 1673, 1680 (Fed. Cir. 1988); Inre
Longi, 759 F.2d 887, 892-93, 225 USPQ 645, 648 (Fed. Cir. 1985).
Consequently, we conclude that the exam ner has not carried his
burden of establishing a prinma facie case of obviousness. Since
no prima facie case of obviousness has been set forth, we need
not address the experinental results. See In re Piasecki, 745
F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); In re

Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
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DECI SI ON
The rejection of clains 1, 3, 5-7, 10 and 11 under 35 U S.C
8 103 as being unpatentabl e over Terada in view of Yokobori is
reversed

REVERSED

EDWARD C. KIM.IN
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

TERRY J. OWNENS
Adm ni strative Patent Judge

N N N N N N N N N N N N



Appeal No. 95-0969
Application 07/945, 586

Sughrue, Mon, Zinn, MacPeak &

Seas

2100 Pennsyl vania Ave., NW

Washi ngt on,

DC 20037-3202



