THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte STEPHEN C. THECBALD

Appeal No. 95-0907
Application 07/774, 757

ON BRI EF

Before JERRY SM TH, FLEM NG and LEE, Adninistrative Patent
Judges.

LEE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 fromthe
examner's final rejection of clains 1-20 under 35 U. S.C. 8§ 103
as being unpatentable over prior art. No claimhas been all owed.

References in the Stated G ound of Rejection

Rattan et al. U S Patent No. 4,698,770 Cct. 6, 1987
(Rattan)

Wang et al. (\Wang)
"Prot ocol Testing Techni ques,"” Conputer Communication, Vol. 10,

Application for patent filed October 8, 1991.
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No. 2, April 1987, pp. 79-87.

Appel lant's Disclosed Prior Art
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The Rejections on Appeal

Clainms 1-10 and 12-19 stand rejected under 35 U.S.C. § 103
as being unpatentable over Wang and Ratt an.

Clains 11 and 20 stand rejected under 35 U S.C. § 103 as
bei ng unpat ent abl e over WAng and Rattan and further in view of
the appellant's disclosed prior art.

The exam ner has withdrawn a rejection of clains 1-20 under
35 U.S.C. §8 112, first paragraph, as being w thout adequate
witten description in the specification. See advisory Ofice
action (Paper No. 14). Thus, that rejection is a non-issue.

The | nventi on

The invention relates to a testing apparatus for verifying
the conformty of a device under test with a standard
communi cations protocol. It sends a sequence of nessages to a
devi ce under test, which nessages include a request for the
device to send back nmessages indicating which functions are
supported by the device under test. The testing apparatus
anal yzes the return nessages to determne conformty with the
standard application protocol. Caim1l is representative and
reads as foll ows:

1. Atest apparatus for verifying the conformty
of a device under test with a standard application

protocol defining the format, neaning and applicability
of nessages to be received and transmtted by the
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devi ce under test, the apparatus conprising test
sequenci ng neans for generating and supplying to the
devi ce under test a test sequence of nessages,

i ncl udi ng nessages requesting nessages to be
transmtted by the device under test in response

i ndi cati ng whet her functions of predeterm ned
definition are present or absent in the device under
test, and for anal yzi ng nessages transmtted by the
device under test in response, to determne conformty
or not wwth the standard application protocol.

Qpi ni on

We do not sustain the rejection of clains 1-10 and 12-19
under 35 U.S.C. 8§ 103 as bei ng unpatentable over Wang and Ratt an.

We al so do not sustain the rejection of clains 11 and 20
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Wang, Ratt an,
and the appellant's disclosed prior art.

The appell ant has argued clains 1 and 4-11 as a first group,
clains 2 and 12 as a second group, and clains 3 and 13-20 as a
third group. Caim1l is the only independent claim

At the outset, we reject the appellant's argunent that Wang
i's nonenabling prior art reference. First, it is noted that Wang
has not been relied on by the exam ner to show nuch at all. Wth
respect to Wang, the exam ner stated (answer at 3-4):

Wang teaches a protocol testing techni que which

provides to a device under test a sequence of

operations to drive the protocol inplenentation through

a set of tests. This wll determ ne whether a product

under test confornms to a protocol standard.

The exam ner has relied on Wang to show not hi ng nore
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specific than the general background noted above. It is not
apparent how the generic feature of sinply driving the device
under test through a sequence of testing procedures would require
undue experinmentation on the part of one with ordinary skill in
the art. Not every inplenentation detail has to be described in
a prior art reference. Even a patent specification need not

di scl ose what would be well known in the art. I n re Buchner,

(Fed. G r. March 1991); Lindemann Maschi nenfabrik GVBH v.

Anerican Hoist & Derrick Co., 730 F.2d 1452, 1463, 221 USPQ 481

489 (Fed. Gir. 1984).
It is also the appellant's burden to establish that the

prior art is nonenabling. In re Payne, 606 F.2d 303, 314-15, 203

USPQ 245, 255-56 (CCPA 1979). Here, no declaration evidence has
been submtted by the appellant from anyone with an opinion on
whet her the background and generic teachings of Wang woul d have
been nonenabling with respect to one with ordinary skill in the
art. Wthout such evidence and in light of the general nature of
Wang' s teachi ng, the appellant has not established that Wang is
nonenabling with respect to what it has been relied on to show.
However, we agree with the appellant that it is highly

artificial to regard Rattan's peripheral units as subdevices of a

system or overall device under test. The plurality of
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peripherals in Rattan are sinply operational units controlled by
the conputer of Rattan and are not reasonably deened any part of

a device under test, where the test is, as clained, "for
verifying the conformty of a device under test with a standard
application protocol defining the format, neaning and
applicability of nessages to be received and transmtted by the
device under test." The examner's contrary viewis
unreasonable. As is stated by the appellant (Br. at 9):

[ T]he plurality of peripherals controlled by the

conputer of Rattan et al. are not fairly a device under

test, either individually or in conbination. They are

a collection of peripherals to be controlled by the

conput er.
Rattan's sensing what type of unit is connected, whether it is
turned on, and what it is doing, in our view, does not reasonably
constitute a test for determining conformty with a comrunication
protocol defining the format, neaning and applicability of
messages to be received and transmtted by the device under test.
W agree with the appellant that the "control" aspect of Rattan
is not reasonably conbinable with the "testing" aspect of Wang
regarding conformty to a standard protocol. The two cannot be
equat ed as being the sane or equivalent to each other.

Even assum ng that Rattan's controlling is a formof testing

for communi cations protocol defining the format, nmeani ng and
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applicability of nessages to be received and transmtted by the
devi ce under test, a conbination of Rattan and Wang still would
not satisfy a central feature of the appellant's clained
invention. Note that claim1l requires a test sequencing neans
for generating and supplying to the device under test a test
sequence of nessages, "including nessages requesting nessages to
be transmtted by the device under test in response indicating
whet her functions of predetermned definition are present or
absent in the device under test."

Evidently, the exam ner presunmed or speculated that Rattan's
system does generate and supply to its peripheral units (device
under test) such a sequence of nessages, and did not explain
where in Rattan or Rattan in conbination with Wang i s such
di scl osure or suggestion. 1In that regard, we do not find in
Rattan, Wang, or a conbination thereof a suggestion for sending
messages which request return nessages to be sent fromthe device
under test. Claim1l further requires that the testing apparatus
anal yze the return nessages fromthe device under test for
determining conformty with the standard protocol. The exam ner
has not shown where in Rattan arises a suggestion for nessages
which are returned "in response"” to requesting nessages sent from

the testing apparat us.
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The cable or control |ines described in Rattan's colum 6,
lines 17-27 and colum 16, lines 10-48, provide Rattan's
intelligent interface the ability to sense whether sonething is
connected to it through which lines. For instance, if a type 1
VCR i s connected, then |ine 64E woul d be connected to ground
through the VCR and if a type 2 VCR is connected, then |ine 64F
woul d be connected to ground through the VCR (Columm 16, lines
22-33). However, such "sensing" of whether a particular control
or sense line is connected to ground through an external device
cannot be reasonably regarded as sendi ng nessages fromthe
testing apparatus, which nmessages request return nessages to be
transmtted by the device under test and in response to which the
devi ce under test sends return nessages. Insofar as the exam ner
has apparently considered themto be the sane, that is erroneous.

The exam ner stated (answer at 4):

Rattan teaches in colum 4, lines 5-20 that ". . .

error nessages are sent to the conputer 14 in response

to commands with invalid communi cation protocol or

format, commands that select a peripheral of a category

or _device type that is not connected etc. "
(Enmphasis in original.)

The foregoing text would not have reasonably suggested the
sendi ng of a sequence of nessages includi ng nessages requesting
return nessages to be transmtted by the device under test. To

go fromthat disclosure to the appellant's clainmed feature
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anounts to either inproper speculation or hindsight in |ight of

t he appellant's own disclosure. The exam ner may not, of course,
because he or she may doubt the invention is patentable, resort
to "specul ation, unfounded assunptions or hindsight
reconstruction to supply deficiencies in [the] factual basis."

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S 1057 (1968).
Claim2 depends fromclaim1l and claim3 depends from

claim?2. Thus, both claine 2 and 3 include all Iimtations and
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features of independent claiml. Because Wang and Rattan cannot
support the examner's rejection of claiml1, the rejection of
clains 2 and 3 based al so on Wang and Rattan al so cannot st and.

I n discussing claim?2, the exam ner nmade reference (answer
at 5) to U S. Patent No. 4,937,825 (Ballard et al.) and U S.
Patent No. 5,157,782 (Tuttle et al.). However, neither Ballard
et al. nor Tuttle et al. has been included in the examner's
stated ground of rejection. The appellant is correct that it is
i nappropriate for the examner to rely on references which have
not been included in the examner's stated ground of rejection to
supply features mssing fromthe applied prior art. |Indeed, al
references on which the exam ner relies should be positively

recited in the rejection. See, e.qg., In re Hoch, 428 F.2d 1341,

1342 n. 3, 166 USPQ 406, 407 n.3 (CCPA 1970); Ex parte Movva,

31 USPQ2d 1027, 1028 n.1 (Bd. Pat. App. & Int. 1993); Ex parte
H yamazu, 10 USPQ2d 1393, 1394 (Bd. Pat. App. & Int. 1988).

Thus, Ballard et al. and Tuttle et al. cannot be properly relied
on by the exam ner to neet the features added by claim 2.

Mor eover, because the exam ner has not relied on or discussed
Ballard et al. or Tuttle et al. in the context of the rejection
of claim1, whether the features of claim1 would have been

suggested by Wang and Rattan in conbination with Ballard et al.
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and/or Tuttle et al. is not an issue before us in this appeal.
Clains 11 and 20 each depend directly or indirectly from
claim1. The exam ner has applied the appellant's own di scl osed
prior art to satisfy the features added by clains 11 and 20.
However, as applied by the exam ner, the disclosed or admtted
prior art does not nmake up for the deficiencies of Wang and
Rattan insofar as the features of claim1l are concerned.
Accordingly, the rejection of clainms 1-10 and 12-19 under
35 U.S.C. §8 103 as bei ng unpatentabl e over Wang and Rattan cannot
be sustai ned.
The rejection of claims 11 and 20 under 35 U. S.C. § 103 as
bei ng unpat ent abl e over WAng, Rattan, and the appellant's

di scl osed prior art cannot be sustai ned.
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Concl usi on

The rejection of clains 1-10 and 12-19 under 35 U . S.C. § 103
as being unpatentable over Wang and Rattan is reversed.

The rejection of clainms 11 and 20 under 35 U.S.C. § 103 as
bei ng unpat ent abl e over WAng, Rattan, and the appellant's

di scl osed prior art is reversed.

REVERSED

JERRY SM TH )

Adm ni strative Patent Judge )
)
)

M CHAEL R FLEM NG ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

JAMESON LEE )

Adm ni strative Patent Judge )
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Cor por at e Patent Counsel
U.S. Philips Corp.

580 White Pl ains Road
Tarrytown, NY 10591
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