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This is an appeal from the decision of the examiner

finally'réjectihg claim 7. which is the only claim remaining‘of
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record in the application. An amendment filed after the final
rejection was entered by the examiner, but was not considered to
overcome the final rejection. |

The appellants’ invention is directed to a process for
the production of vehicle license plates. The claim on appeal
reads as follows:

7. A process for the production of automotive vehicle
license plates, comprising unreeling from a coil a continuous
length of metal strip, applying té said length of metal strip a
colored film that imparts to said strip a series of colored rims,
severing said- length of strip into individual license plate
blanks bordered by said rims and embossing only said rims thereby
to produce raised rims about the periphery of each severed blank,
subsequently embossing on said blank individual characters e
identifying a particular automotive vehicle, and applying to said i
characters a paint of a color contrasting with the background of
said characters by applying to said characters a strip bearing
said paint and ‘having a width substantially less than the
distance between upper and lower said rims of said blank.

THE REFERENCES

- The references relied upon by the examiner to support

the final rejection are:

Adams 1,629,544 May 24, 1927
Husted 2,587,325 7 Feb. 26, 1952
Lawson ' 4,510,006 Apr. 9, 1985
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- THE -REJECTION

Claim 7 stands rejeéted under 35 U.S}C.?§ 103 as being
unpatentable over Lawson in view of Husted and‘Adéms.

The rejection is explainéd in the Examiﬁer’s Answer.

The opposing viewpoints of the appellants are set foith

in the Appeal Brief and the Reply Brief.
'OPINION

According to the appellants, their inventioh,provides
an improved process for producing vehiéle license plates which
includes two stages. In a first stage, which gan be done at a
remoﬁz location, a mass producer of license-piates unreels a coil
cf continuous length license plate metal strip, applies to it a
color film that  imparts to the strip a continuous series of
colored rims, severs the strip inté individuaiflicense plates
blanks bordered by the rims, and\thenrémbosses only the rims. At
this point the license plate blanks with embosééd“rims can be

sent to the field for the second stage in the manufacture, where

the identifying characters are embossed upon thé~blanks and a
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paint of cbntréstgng colbr'is,applied to the eﬁbqssed characters
by meanslbflarétri?rbearing the paint. This ﬁfoéess'provideg a
numberlqﬁ'advanéégés, inéiuding eaSierncoloring of the embossed
rims and thg“psé;of a péint;bearing‘strip for coloring the
subsequentl?igﬁboésed chafécters which is narfoﬁér than the full
width of the license plate, thus reducing its-ébst”(éfief, pages
2 and 3). ‘

We unéerstahd the claimed process toacoﬁprise the
following steps:-r v |
() Unfeeiingra'cohtinuouShlength dgimetal

strip from a qoil, C S

(2) Bpplying.to the strip a colored film that
imparts a series of colored rims.

"(3) Severing the length of strip into
individual license plate blanks bordered. by
the rims. T . ot

~{4) Embossing only the rims to produCe‘raised
rims about the periphery of each severed
blank. . o R -

(5) Sﬁbseqﬁénﬁly embbsé}nggog'the séﬁered
‘blanks individual characters:identifying a
‘particular vehicle. '

(6) Applying to the characters a paint of
contrasting color by the use of a strip
bearing the paint and having‘a width
substantially less than the distance between
the upper and lower rims of the blank.
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TﬁiS‘claim sﬁands rejected asjbeingiugpaﬁentable over
the combineafteéchings of Lawson, Husted and Adaﬁé:  We are:
provided by oﬁr'reviewing court with the followingfguidance in
our evaluation of a rejection under 35 U.S.C. § 103: Im
rejeéting claims under 35 U.S5.C. § 103, the examiner bears the

initial burden of presenting a prima facie case of cbvicusness.

See In re Rijckaert, & F.3d 1531, 28 USPQ2d 1955 (Fed. Cir.

1993); In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir.
1992). A prima facie case of obviousness is establiéhed when the
teachings“of the prior art itself would appeér to have suggested
the claimed subject matter to one of ordinary skill in the art.
See In re Bell, 991 F.2d 781, 26 USPQ2d 1529 (Fed. Cir. 1993);'In
re Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA,IQ?G). If the
examiﬁer fails to establish a-prima facie casg;‘the rejection is
improper and will be overturned; See In re Fine, 837 F.2d 1071,
5 USPQ2d 1596 (Fed. Cir. 1988). This is not tprsay, however,
that the claimed invention»ﬁust expressly be suggested:in any one
or all of the refergnces.. Rather, the test fdr obviousness is

what the combined teachings of the references would have

suggested to-one:bf ordinary skill in the art. See Cable
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Electric Products, Inc. V. Genmark, Inc., 770:F.2d 1015, 226 USPQ
881 (Fed. Cir. 1978-5); In re Kaslow, 707 F.2d 21366, 217 USPQ 1089
(Fed. Cir. 1983); In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA
1981} . _

The:Lawson patent is directed to the manufacture of
personalized .laminated displays, whichfinclude "bicycle license
plates with a oﬁild’s“name“ (column 2, line 64). Lawson teaches
providing to a merchandlser a blank w1th a pre- prlnted border,
which is then: completed at thls site by’ adhe51vely applylng
personalized’ 1nd1c1a such as names and photographs rThe material
rec1ted in the. reference is "any sultable sheet'materlal“ (column
4, line 20);.but the examples given-all are paper stéck.: Lawson
does not teach prlntlng the. borders upon a contlnuous sheet of
materlal and then severlng them lnto blanks, nor is there mention
of embOSSLng any portion of the blank. The final step in the
Lawson process is to lamlnate the blank.

The examlner locks to- Husted for a teachlng of-
embossing the rim of a vehlcle llcense plate In the Husted

process, the first step is to’stamp out a flat license'plate

blank, after which a coating is applied to the entire surface.
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The sign characters "with or without a border" then are painted
on {column 3, line 60 et seqg.) and the entire blank is stamped to
provide the small diamond-shaped protuberances over the entire
surface. A further stamping operation raises the characters
above the protuberances (column 5, lines 27 through 31).

The Adams reference also is directed to the manufacture
of license plates, which it teaches making in sheets (Figure 5).
After each sheet is painted, characters are embossed therein and
the embossed portions painted. The final step is to cut the
sheets into individual license plates.

The examiner Has pointed out where some of the steps of
the claim may individuﬁlly be found in the three references.
However, from our perspective, this case appears to fall into the
catégbry about which the court spoke in In re Fritch, $72 F.2d
1260, 1266, 23 USPQ2d 1780, 1784 (Fed. Cir. 1992), to wit:

It is impermissible to use the claimed

invention as an instruction manual or

"template" to piece together the teachings of

the prior art so that the.claimed invention

is rendered obvious. This court has

previously stated that " {c]lne cannot use

hindsight reconstruction to pick and choose

among isolated disclosures in the prior art

to deprecate the claimed invention"
{citations omitted).
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We first note iﬁ support of our suppositioh here that none of the
references teach the step of unreeling a continuous length -of
metal from a coil, wmuch less doing so along with applying a
colored film to the strip to impart thereto a series of colored
rims. The examiner disposes of the continuoﬁs coil step by
concluding, without presenting evidence in support, that such is
a well-known ;echniqﬁe. Be thét as it may, the felationship

between the continuous coil step, that of applying the colored

rims to the continuous coil, and the subsequehtvembossing of the
rims onlf: to which the appellants have attached much importance,
essentially has been igrniored by the examiner. This is true also
of the claimed width of the paint bearing strip in the last step
of the process.

| From our perspective, the only suggestion to select
particular teaéhings from each of the three references and then
combine them together in the manner proéosed by tﬁé examiner is
found wvia the hindsight accorded 6nerwho first viewed the
appellants’ disclosure. This, of course, is improper.

It therefore is our conclusion that the teachings of

the three réferences appliea against claim 7 fail to establish a
prima facie case of obviousness with respect to the subject

matter recited therein. This being theé case, wefare constrained

not to sustain the rejection. : oy
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The decision of the examiner is reversed.
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