TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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and ROBERT W PI KE

Appeal No. 95-0562
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ON BRI EF

Before JOHN D. SM TH, PAK and ELLIS, Adm nistrative Patent
Judges.

JOHN D. SMTH, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 3, and 5 through 24. Copies of representative clains
1 and 23 are reproduced in an attached appendi x.

The references of record relied upon by the exam ner are:

! Application for patent filed May 5, 1992.
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Mosi er 3,676, 363 Jul. 11, 1972
Hen 5, 068, 042 Nov. 26, 1991
Jacobs et al. (Jacobs) 5,112, 505 May 12, 1992

(filed Sep. 13, 1990)

The appeal ed clains stand rejected for obviousness (35
UsC
8 103) over Msier in view of either Hen or Jacobs.

The subject natter on appeal is directed to oil field
chem cal m crocapsul es having a gelatin wall stabilized by a
strong chel ati ng agent such as EDTA. The m crocapsul es
contain oil well chem cals such as scale inhibitors or
corrosion agents. Appellants allegedly have di scovered that
premature m crocapsul e destruction by brine solutions
cont ai ni ng 20,000 ng/m of chloride ion (as commonly found in
oil wells) may be avoided by incorporation of certain classes
of strong chel ati ng agents which stabilize the capsul e wal
and thus allegedly provide for an extended tine rel ease of the
oil well chem cal

As evidence of obviousness, the exam ner principally
relies on Mdsier. This reference discloses a mcrocapsule
with a gelatin wall containing droplets of an oil well
chem cal treating agent such as a corrosion inhibitor. An
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i nportant aspect of Mdsier’s mcrocapsules is that they
contain a weighting agent such as barium sul fate? which
enabl es the control and positioning of the mcrocapsule as a
deposit at the bottom of a gas producing well (colum 6, |ines
53 through 62 and Figure 2). The exam ner has accurately
characterized the clainmed invention as an all eged i nprovenent
over Mosier in that the clainmed invention requires the
i ncorporation of a strong chelating agent in the m crocapsul e,
a feature not expressly described in Mosier.

Appel  ants argue that the conbi ned teachings of the

relied upon references do not raise a prinma facie case of

obvi ousness for the claimed subject matter. Thus appellants
contend that the solution to the problem of premature

m crocapsul e destruction via incorporation of strong chel ating
agents into the m crocapsul e 2woul d not have been suggested by
any | ogic taught in any reference? (Brief, page 1). This
argument, however, overlooks the principle that the notivation
in the prior art to conbine the references does not have to be

identical to that of an applicant to establish obvi ousness.

2 Conpar e appeal ed dependent claim 3 and dependent claim 15 respectively.
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In re Kenps, 97 F.3d 1427, 1430, 40 USPQ2d 1309, 1311 (Fed.

Cr. 1996). Here, contrary to appellants’ argunents that
infer that Mosier’s disclosure is limted to the encapsul ation
of basic am ne conpounds, we observe that, Mosier teaches that

?a wide variety of treating agents? may be incorporated into

the prior art weighted m crocapsules (colum 5, |ines 18
through 20). Hen, a secondary reference relied upon by the
exam ner, discloses that strong chel ati ng agents such as EDTA
or salts thereof are useful as sulfate scale renoving agents
for scale typically found or produced on subsurface oil well
equi pnent (colum 1, lines 26 through 31; colum 4, lines 9
through 54). Invited by Misier’s broad discl osure regarding
the use of a Wi de variety? of treating agents, a person of
ordinary skill in this art would have been led to incorporate
a scal e renovi ng agent such as EDTA, a strong chel ati ng agent,
in the weighted m crocapsules of Mosier with a reasonabl e
expectation of producing a mcrocapsul e having the additiona
capability of effecting efficient scale renoval at a desired
and specific downhol e | ocati on.

Appel I ants argue that the Hen invention requires pronpt
renoval of the treating solution and any di ssol ved scal e.
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Thus appel |l ants contend that the Hen process is inconpatible
with the slow dissolving characteristics of the presently
clai med m crocapsules. Like the exam ner, we see no
I nconsi stency in the two operations. As the exam ner points
out, Hen envisions the scale renpoving process as one in which
the conposition is allowed to remain in place for significant
periods of tinme at high tenperature downhol e | ocati ons.
Specifically see Hen at columm 4, lines 19 through 24.
Accordi ngly, under these circunstances, a slow rel ease
m crocapsul e nechani sm as di scl osed by Msier would be a
desi rabl e opti on.

Appel  ants specifically argue that appeal ed clains 23 and
24, which refer to a treatnment for at |east about one nonth,
i nvol ve a process which resolves a specific problem and thus
are separately patentable. See the Brief at page 4. However,
Mosi er indicates that a corrosion inhibitor in the prior art
capsul es may be introduced at a desired level for from®60 to
90 days. See Mpsier at colum 6, |lines 68 through 73. Thus
we agree with the exam ner that process clains 23 and 24 do
not define unobvious subject matter. To the extent that

dependent clains 14, 16, 19, and 22 are argued, we note that
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corrosion and scale inhibitors and bioci des are conventiona
materials contenpl ated by Mosier’'s reference to a "W de
variety? of oil field chem cals.

Based on the foregoing, we affirmthe examner’s
rejection of appealed clains 1-3, 5-9, and 11-24 for
obvi ousness (35 USC
8§ 103). Dependent appeal ed claim 10 stands on a different
footing, however, since this claimrequires specific chelating
agents not taught by any of the relied upon references. Thus

the exam ner has failed to establish a prima facie case for

the subject matter of dependent claim 10, and we therefore
reverse the rejection of this claim

We al so reverse the examner’s alternative rejection
under 35 USC § 103 over Mosier in view of Jacobs.

The exam ner relies on Jacobs for its teaching that the
chel ates of the instant clains are well known commercial iron
sequestrants ?in the industry?. In this regard, the exam ner
appears to be relying on the specific disclosure of Jacobs at
colum 2, lines 30 through 34 which refers to the nost common
I ron sequestering agents ?in commercial practice?. However,
with respect to the use as acidizing solutions, the object of
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Jacobs, the reference reports that EDTA is ineffective under
certain pH conditions. See the reference at colum 2, |ines
41 through 46. 1In our view, the relied upon disclosures in
Jacobs are too specul ative to have notivated a person of
ordinary skill in the art to encapsul ate the ?conmon iron

sequestering agents? for the purpose of acidizing subterranean

reservoir formations.

In summary, the examner’s rejection of appeal ed clains
1-3, 5-9, and 11-24 over Mbosier conbined with Hen is affirned.
The exam ner’s rejection of appeal ed claim 10 over the sane
references is reversed. The examiner’s alternatively stated
rejection under 35 USC § 103 of the appeal ed cl ai ns over
Mosi er in view of Jacobs is also reversed. Accordingly, the

deci sion of the examner is affirmed-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RVED- | N- PART

JOHN D. SM TH
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

JOAN ELLI'S
Adm ni strative Patent Judge
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may be extended under 37 CFR
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Robert B. Ayl or

PROCTER & GAMBLE COVPANY
Sharon Whods Techni cal Center
11520 Reed Hartnman H ghway
Cincinnati, OH 45241
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APPENDI X
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23. The process of treating an oil well with an
ef fective anmount of the mcrocapsule of Caim1 capable of
providing the treatnment in the presence of brine solution
cont ai ni ng about 20,000 ng/1 chloride ion for a period of tine
of at |east about one nonth.
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