THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 21

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ARNOLD S. PRYWES

Appeal No. 95-0423
Appl i cation 07/696, 8591

ON BRI EF

Bef ore McCANDLI SH, Seni or Adm nistrative Patent Judge, STAAB
and McQUADE, Adm nistrative Patent Judges.

STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe final rejection of clains 1-32
and 34-63, all the clains in the application. W affirmin-
part.

Appel lant’ s invention pertains to a shunt for use in the

! Application for patent filed May 8, 1991.
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body of a patient for establishing communi cation between a
hi gh pressure chanber and a | ow pressure chanber separated by
a menbrane (clains 16-31 and 58), the conbination of a hole
formng device for formng a hole in a nenbrane and a shunt
renovably carried by the hole form ng neans (clains 1-15, 55-
57 and 61-63), and a nethod of providing conmunication in the
body of a patient across a nenbrane separating high and | ow
pressure chanbers (clainms 32, 34-54, 59 and 60). A basic
under st andi ng of the invention can be derived froma reading
of exenplary claim1l, a copy of which is appended to
appel l ant’ s bri ef.

The followi ng reference of record is relied upon by the
exam ner in support of rejections under 35 U S.C. 8§ 102(e) and
35 U S.C § 103:

Ritch et al. (Ritch) 4,968, 296 Nov. 6,
1990
(filed Dec. 20, 1989)

The follow ng rejections are before us for review

(a) claim59 stands rejected under 35 U.S.C. § 112,
second paragraph, “as being infinite” (answer, page 3);

(b) clainms 1-32 and 34-63 stand rejected under 35 U S. C

8§ 102(c) “as being abandoned by applicant” (answer, page 4);
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(c) clainms 1, 16, 20, 28, 29, 32 and 43-48 stand rejected
under 35 U.S.C. § 102(e) as being anticipated by R tch; and

(d) clainms 17-19, 25, 27 and 31 stand rejected under
35 U S.C. 8 103 as being unpatentable over Ritch.?

The rejections are explained on pages 3-5 of the answer.

Appel lant’ s argunent is set forth on pages 6-17 of the
brief. 1In addition, appellant relies on declarations
submtted May 8, 1991 (Prywes |) and October 12, 1993 (Prywes
).

The 35 U.S.C. § 112, second paragraph, rejection

We shall not sustain the 35 U.S.C. § 112, second
par agr aph, rejection of claim59.

The basis of this rejection is the exam ner’s belief that

claimb59 is vague and indefinite because the term nology “the

2 The exam ner appears to have inadvertently included
claim26 in the statenent of this rejection on page 5 of the
answer. In this regard, see the statenent of the rejection of
clai ms under 8 103 based on Ritch as set forth on page 5 of
the final rejection and on page 4 of the office action dated
May 20, 1993, wherein claim26 is not listed. See also page 2
of the answer, last two lines, under the heading “G oupi ng of
clainms” wherein claim26 is not |listed anong the clains
rej ected under
8§ 103. Accordingly, we have not included claim26 in our
restatenent of this rejection.
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i nternmedi ary of said shunt” | acks antecedent basis. However,
we agree with appellant that “[t]he word ‘internmediary’ is not
used in a structural sense in the clai mwhich would require
ant ecedent support, but as its nornmal neaning that the
t herapeutic substance is delivered through the intervention or
presence of the shunt” (brief, page 16). Under these
ci rcunstances, we are convinced that the artisan woul d have no
troubl e understanding the netes and bounds of clai m59,
particularly when the claimis read in |light of the supporting
di scl osure.
The 35 U.S.C. 8§ 102(c) rejection

We shall not sustain the 35 U.S.C. 8 102(c) rejection of
clainms 1-32 and 34-63.

This rejection is founded upon the showing of facts in
appellant’s 37 CFR 8§ 1.131 declaration (Prywes I) submtted
concurrently with the filing of the present application.?

According to the exam ner

® The Prywes | declaration was submtted for the purpose
of antedating the Ritch ‘296 patent presently applied by the
exam ner agai nst certain appealed clains. The Ritch ‘296
patent was initially made of record by appellant in an
Informati on Di sclosure Statenent (Paper No. 2) submitted at
the tine the present application was fil ed.
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[t]he facts revealed in the [Prywes |I] declaration

under 37 C.F.R 1.131 show a delay of 3 years and 8

nont hs (44 nonths) fromthe tinme of conception to

the tinme of filing of the application in this case.

It can be inferred that the application has been

abandoned by reason of unexpl ained delay. [answer,

page 4]
The exam ner acknow edges that “intent is a consideration in
t he hol di ng of abandonnent and that del ay, al one and of
itself, is not sufficient for a holding of abandonnent”
(answer, page 6). Nonethel ess, the exam ner has taken the
position that in this instance the delay is unexpl ai ned, and
that for this reason “the delay of 44 nonths in filing the
pat ent application suggest[s] nore at an attenpt to abandon
rather than an attenpt not to abandon” (answer, page 6).

Appel l ant cites Ex parte Dunne, 20 USPQRd 1479, 1480
(BPAI 1991) for the proposition that delay in filing alone is
not a sufficient basis fromwhich to infer the requisite
intent to abandon under 35 U.S.C. 8§ 102(c). In addition,
appellant relies on a declaration (Prywes Il) wherein the
i nventor asserts on page 1 thereof that “[i]n the interval of
time between Septenber 12, 1987 and the filing of the
application, | intended to naintain ny invention and at no

time had any intent whatsoever to abandon the sane.”
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Appel I ant maintains that the examner’s inference is m spl aced
and that the exam ner appears to m sapprehend the correct
requi renent for abandonnent under 35 U.S.C. § 102(c).

The appellant’s position is well taken. As stated in EX
parte Dunne, 20 USPQRd at 1480 (BPAI 1991):

Act ual abandonnent under 35 U. S.C. § 102(c)
requires that the inventor intend to abandon the
invention . . . . Such intent to abandon an
i nvention wll not be inputed, and every reasonable
doubt shoul d be resolved in favor of the inventor.

Delay in filing alone is not a sufficient basis
fromwhich to infer the requisite intent to abandon
under 35 U. S. C
8§ 102(c).

In the present instance, it is clear that the exam ner

has failed to make out a prim facie case of abandonnent
within the neaning of 35 U S.C. § 102(c), particularly when,
as set forth in Dunne, every reasonable doubt is to be
resolved in favor of the inventor.

The 35 U.S.C. § 102(e) and 35 U.S.C. 8§ 103 rejections
based on Ritch ‘296

At the outset, we note appellant’s statenent on page 10
of the brief that “when the rejection under 35 U S.C. § 102(c)
is withdrawmn, Ritch ‘296 no | onger becomes a reference under

35 U.S.C. 8§ 102(e).” Appellant has not explained why this is
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so, and no reason for so concluding is apparent to us.

We first take up for consideration the question of
whet her the Ritch patent should be withdrawn as a reference in
i ght of appellant’s declaration under 37 CFR 8§ 1.131 (Prywes
). For conpl eteness sake, we al so consider the declaration
submtted in response to the examner’s rejection under 35
US. C 8§ 102(c) (Prywes Il) to the extent it relates to this
guesti on.

Prywes | states on page 1 that it is submtted “to
establish conpletion of the invention in this application in
the United States at a date prior to Dec. 20, 1989, which is
the effective date of US Patent 4,968,296 [to Ritch], which is

voluntarily cited by applicant in the attached infornation

“* Areview of the record reveals that at one point during
prosecution, the exam ner considered the Prywes | decl aration
to be “ineffective to overcone the Ritch et al reference as it
pertains to claim1” because appellant was claimng therein
the sane invention as Ritch, but that said declaration “[was]
sufficient to overcone the Ritch et al reference as it
pertains to [the remaining] clainms . . . .” Ofice Action
mai | ed Septenber 30, 1992 (Paper No. 7), pages 2 and 3.
Subsequently, the exam ner reversed his position with respect
to the appellant’s showi ng of facts, found the Prywes I
decl aration to be insufficient to establish diligence, and
rejected a variety of clains under 35 U.S.C. 8§ 102(e) and 35
U S.C. 8§ 103 based on the Ritch patent. See the Ofice Action
mai | ed May 20, 1993 (Paper No. 11).
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di scl osure statenent.” Evidence in the form of reproductions
of notebook entries acconpany Prywes | in support of the
statenents nmade therein.

Prywes |1, although not submtted for the purpose of
antedating the Ritch patent, is relevant here to the extent it
al l eges in paragraphs 5 through 8 that appellant engaged in
certain activities in the interval of tine between the alleged
date of conception and the filing of the application. No
evi dence acconpanies Prywes Il in support of the statenents
made t herein.

The exam ner determ ned that the Prywes | decl aration was
sufficient to establish conception of the clainmed invention
prior to the filing date of the Ritch patent (answer, page 4),
but that the declaration is not effective to overcone the
ref erence because “there is no factual evidence denonstrating
due diligence between the date of conception and the reduction
to practice that occurred by the filing of this application”

(answer, page 7).° The exam ner does not nention Prywes Il in

°® The exam ner’s treatnent of appellant’s show ng of facts
is incorrect to the extent it infers that appellant must show
diligence all the way fromthe date of conception to the
filing of the present application. As is made clear by 37 CFR
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addressi ng the question of diligence.

We agree with the exam ner that Prywes | establishes
conception of the invention prior to the filing date of Ritch.
Nevert hel ess, |like the examner, we find the appellant’s
showi ng of facts to be insufficient to renove Ritch as a
reference. First, appellant’s show ng does not establish that
the clainmed conbi nation, or shunt, ever actually existed® or
that the clainmed nethod was ever perforned’. Accordingly, no
actual reduction to practice of the invention, either prior to
or after the filing date of R tch, has been established.
Second, as to diligence during the critical period fromjust
prior to the effective date of the Ritch patent to the filing

of the application, the only relevant showing in this regard

8§ 1.131(b), where an applicant is the first to conceive an

i nvention but the second to reduce it to practice, diligence
must be shown fromjust prior to the effective date of the
reference to a subsequent reduction to practice or filing of
t he application.

¢ Actual reduction to practice requires at the very | east
a showi ng that the apparatus actually existed. Inre
Asahi / Anerican Inc., 68 F.3d 442, 445, 37 USPQ2d 1204, 1206
(Fed. Cir. 1995).

T "A process is reduced to practice when it is
successfully perforned.” Corona v. Dovan, 273 U. S. 692, 1928
Commir Pats. 253, 262-63 (1928).
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is found in paragraphs 5 through 8 of Prywes |1, wherein
certain activities are alleged to have taken place in the
interval to tinme between conception of the invention and the
filing of the application. However, as previously noted, no
evi dence has been provided in support of these allegations.
Accordingly, diligence has not been establish. It follows
that appellant’s showing of facts is insufficient to overcone
the Ritch patent. See 37 CFR

§ 1.131(b).

Turning now to the nerits of the rejections based on
Ritch, we shall not sustain the rejection of clains 1, 20 and
32 as being anticipated by R tch.

Claim1 calls for “fluid control neans carried by said
shunt neans for controlling flow of fluid through the shunt
means fromthe high pressure chanber to the | ow pressure
chanber.” Caim 20 contains simlar |anguage. Method claim
32 calls for the step of “controlling the flow of fluid
through said shunt . . . to regulate rate of fluid flow
bet ween said chanbers.” In attenpting to read this claim
| anguage on Ritch, the exam ner has taken the position that

the purpose of the Ritch et al. reference is to
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control fluid flowfromthe eye so as to pernmt the

treatment of glaucona. The fluid flowis controlled

by the aperture in the shunt, thus this aperture

reads as the clainmed “fluid flow control neans.”

This flow control nmeans is carried by the shunt

nmeans. [answer, pages 7-8]

We cannot accept this position. |In accordance with In re
Donal dson Co., Inc., 16 F.3d 1189, 29 USPQ2d 1845 (Fed. Cr
1994), the neans for controlling flow of clains 1 and 20, and
the step of controlling flow of claim32, nust be interpreted
in accordance with the sixth paragraph of 35 U S.C. § 112,
i.e., “construed to cover the corresponding structure . . . or
acts described in the specification and equival ents thereof.”
Appel | ant’ s specification makes clear that the nmeans for and
act of controlling flow between the high and | ow pressure
chanbers is separate and distinct fromthe neans for and act
of nmerely placing these two chanbers in comunication via the
aperture in the shunt. See page 5, lines 6-15 of appellant’s
specification, wherein it is stated that according to a broad
aspect of the invention hollow shunt nmeans is engaged with the
menbrane to establish communication between the chanbers, and

lines 16-24 wherein it is stated that according to a further

aspect of the invention the shunt neans can carry neans for
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controlling flow of fluid through the shunt nmeans. The
specification then goes on to disclose structures, i.e.,

i nfl atabl e nenber 52 in the formof a porous balloon carried
by the shunt (see, for exanple, page 17, lines 2-5) and porous
plug 40 inserted into the aperture of the shunt (page 15, line
30 through page 16, line 8) for controlling the rate of flow
In that we do not find any such hol | ow ball oon nenber or plug
or equivalents thereof disclosed in or suggested by Ritch, we
concl ude that the exam ner has not nmade out a prina facie case
of anticipation of clains 1, 20 and 32 based on Ritch.

We shall sustain the rejection of clains 16, 28 and 29 as
bei ng antici pated by Ritch, since appellant concedes on pages
10-11 that these clains would be properly subject to rejection
under 35 U. S.C. § 102(e) by Ritch if Ritch is available as a
ref erence.

We shall not sustain the rejection of clainms 17-19, 25,
27 and 31 as bei ng unpatentable over Ritch.

Each of these clainms, in one formor another, calls for a
tapered portion on the shunt that increases in radial extent
fromone end of the shunt to the other. |In addition, claim?25
calls for the tapered portion to be angled relative to the

-12-



Appeal No. 95-0423
Application 07/696, 859

remai nder of the body. Although the exam ner concedes t hat
Ritch does not disclose these features, he nevertheless

concl udes that they woul d have been obvious to one of ordinary
skill in the art “as a choice of geonetrical design” (answer,
page 5).

In short, Ritch does not provide the factual basis
necessary to support this conclusion of obviousness. The
tapered portions are stated to facilitate entry of the shunt
into the hole formed in the nmenbrane (specification, page 15,
lines 8-10) and the angled construction is stated to allow the
shunt to conformto the curvature of the gl obe of the eye
(specification, page 11, lines 35-37). Accordingly, these
features of appellant’s invention nmay not be di sm ssed as
obvi ous desi gn paraneters w thout supporting evidence.

Conpare In re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA
1975). Thus, based on the prior art relied upon by the

exam ner, we cannot sustain the rejection of clains 17-19, 25,
27 and 31 as bei ng unpatentable over Ritch.

We shall sustain the rejection of claim43 as being
antici pated by Ritch.

The only limtation of nethod claim43 argued by
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appel | ant as di stinguishing over Ritch is the step of “axially
di spl aci ng the shunt fromthe tool into the hole coaxially
with the latter.” According to appellant, “[t]he nethod of
Ritch 296 is entirely dissimlar as Ritch enploys a cam
surface 27 to ensure that the
shunt will be laterally displaced as it is being ejected”
(brief, page 12).

Ritch states that the shunt is “discharged forwardly and
| aterally” through the opening 22 into the nmenbrane (columm 6,
line 20). When the claimlanguage “axially displacing the
shunt fromthe tool” is given its broadest reasonable
interpretation consistent with the specification (In re
Prater, 415 F.2d 1393, 1404, 162 USPQ 541, 550 ( CCPA 1969)),
wi thout reading limtations thereinto fromthe specification
(S olund v. Misland, 847 F.2d 1573, 1582, 6 USPQ2d 2020, 2027
(Fed. Cir. 1988)), the argued cl ai m|anguage does not preclude
t he ki nd of conpound di scharging notion disclosed by Ritch,
whi ch notion includes a forward or axial conponent. As to the
requi renent that the shunt is displaced “into the hole

coaxially with the latter,” we consider the words “the latter”
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to be a reference to “the hole” in the nenbrane, such that the
cl ai m | anguage sinply requires that the shunt be displ aced
coaxially into the hole. 1In that the shunt 21 of Ritch can

| i kewi se be said to nove coaxially into the hole forned by the
cannula in the nenbrane 18, it is our viewthat this

requi renent al so does not serve to distinguish over Ritch.
Accordingly, as argued, we will sustain the 8 102 rejection of
claim 43 based on Ritch.

Clainms 44 and 46-48, which depend fromclaim43, have not
been separately argued by appellant. W wll therefore also
sustain the rejection of these clains as being anticipated by
Ritch. See In re Nelson, 816 F.2d 1567, 1572, 2 USPQd 1525,
1528 (Fed. Cir. 1987).

We shall not sustain the rejection of claimd45 as being
antici pated by Ritch.

Cl ai m 45 depends fromclaim43 and additionally requires
that the axially displacing step of the base claim®is
effected in a straight line.” Notw thstanding that the shunt
of Ritch may translate axially until it reaches the cam
surface 27, it cannot be fairly said that the displacing of
Ritch’s shunt is “effected in a straight line,” as called for

-15-



Appeal No. 95-0423
Application 07/696, 859

in claim45.
Summary

The rejection of claim59 under 35 U.S.C. § 112, second
par agraph, is reversed.

The rejection of clainms 1-32 and 34-63 under 35 U S. C.

§ 102(c) is reversed.

The rejection of clains 1, 16, 20, 28, 29, 32 and 43-48
under 35 U . S.C. 8§ 102(e) as being anticipated by Ritch ‘296 is
reversed as to clains 1, 20, 32 and 45, but is affirnmed as to
clains 16, 28, 29, 43, 44 and 46-48.

The rejection of clains 17-19, 25, 27 and 31 under 35
U S.C. 8§ 103 as being unpatentable over Ritch 296 is
reversed.

The decision of the examiner is affirnmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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o —

Seni or Adm ni strative Patent Judge )
)
|
LAVRENCE J. STAAB ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
JOHN P. M QUADE )
Adm ni strative Patent Judge )
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Julian H Cohen
Ladas & Parry

26 W 61st St.

New York, NY 10023
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