THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe exam ner's decision finally

rejecting clainms 1-14, which are all of the clains in the

! Application for patent filed February 5, 1993.
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application. Cains 1, 2 and 13 are illustrative of the clainmed
subject matter and they read as foll ows:
1. A conposition conprising (i) from30.0 to 97.8 percent

by wei ght of an al kyl net hyl si |l oxane having a formul a sel ected
fromthe group consisting of

CH, CH, CHy
M, - 8L -0 - 81 -0 - Bi - CH and
3 | | ? -
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(Hy
i G
-?1- 0 - -Ti— o -
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in which the sumof the integers x and y is four, five, or six,
with the proviso that x and y cannot be zero; and z is an integer
having a value of one to twelve; (ii) fromO0.2 to fifty percent
by wei ght of a cycl opol ysil oxane having the formula [ (CH,),Si 4,
in which ais an integer having a value of three to ten; and
(1i1) two to twenty percent by weight of a silicone gum sel ected
fromthe group consisting of silanol endbl ocked

pol ydi met hyl si | oxane guns having the fornul a

HOQ(CH,) ,Si J (CH,) ,Si Q ,Si (CH;) ,O0H, and pol ydi met hyl si | oxane guns
having the formula (CH) ., SIJ(CH;),SIQ,Si(CH),; in which nis an
i nteger having a value of fromfive thousand to fifty thousand.

2. The conposition of daiml in which z is 5-7.
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13. A method of conditioning human skin conprising applying
an effective anount of the conposition of Caiml to the skin as
a coating, and rubbing the conposition into the skin.

The references relied upon by the exam ner are:

Bolich, Jr. et al. (Bolich) 4,902, 499 Feb. 20, 1990
Cobb et al. (Cobb) 4,906, 459 Mar. 6, 1990
C enent 5,118, 507 June 2, 1992

CLAI MS ON APPEAL

We observe that clains 13 and 14 were omtted fromthe
statenent of the rejection in the Final Rejection, even though
the subject matter of these clains was addressed in |ight of the
teachings of the applied prior art. W al so observe that
appel l ants di scuss these clains in relationship to the applied
prior art in the Appeal Brief and they did not file a Reply Brief
to contest the inclusion of clains 13 and 14 in the rejection
under 35 U.S.C. 8 103 in the Exam ner’s Answer. Thus, as
appel lants were fully apprised of the inclusion of clains 13 and
14 in the ground of rejection, we hold the exam ner’s om ssion to
be harml ess error.

Clainms 1-14 stand rejected under 35 U.S.C. 8§ 103 over Cobb
or Bolich in conbination with C enent.

W affirmthis rejection only with respect to clains 1 and

9-14. Wth respect to clains 2-8, we reverse this rejection.
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BACKGROUND

Conpositions intended for conditioning skin to either
prevent or treat dry skin are known in the prior art. Lotions
and ot her conpositions intended for use in the conditioning of
skin are topically applied and function by formng a filmwhich
allows for noisture retention. See pages 1 and 2 of the
specification. Prior art conpositions intended for skin
conditioning as well as other cosnetic purposes, such as hair
conditioning treatnments, include silicone fluids as well as
silicone guns.

Clainms 1-12 herein are directed to conpositions conprising
three silicone conponents in specified anmount ranges, while
claims 13 and 14 are drawn to the topical application of the
conpositions. The specification indicates that the clained
invention offers three distinct advantages over typical
condi tioning conpositions. These advantages are 1) faster

absorption into the skin; 2) a less greasy feel; and, 3) a
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snoot her coating on the skin after application of the conposition
to the skin. See page 2 of the specification.

DI SCUSSI ON

Clainms 2-8 are separately argued as being patentably
distinct fromthe remaining clains. Thus, we will focus the

di scussion on clainms 1 and 2.

Cobb and Bolich each teach conpositions which contain
conbi nations of volatile silicone fluids and silicone guns.
Cl enent teaches a conposition which is topically applied to the
skin and contains volatile silicone carriers and silicone guns in
concentrations that fall within the ranges of claim1l.

Bot h Cobb and Bolich disclose the use of silicone fluids in
t he di scl osed conpositions which are |inear polydi nethyl
sil oxanes. The first enbodi nent of the al kyl nethyl sil oxane
ingredient of claiml1 herein is a genus of conpounds which al so
are linear polyneric siloxanes. They differ fromthe |linear
conpounds di scl osed by both Cobb and Bolich by requiring at | east
an ethyl group on the repeated silicone noiety.

It is reasonable to conclude that the close structurally
rel ated ethyl and propyl honol ogs of the specifically disclosed

I i near siloxane woul d possess simlar physical properties and
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t hus be useful in the sanme manner as the applied prior art. Both
Cobb (colum 2, line 61 - colum 3, line 32) and Bolich (colum
3, line 35 - colum 4, line 6) discuss the desired physi cal
properties of the volatile carrier. These properties include the
boiling point, water solubility and viscosity. One of ordinary

skill in the art would recognize that the cl ose honol ogs woul d

possess physical properties within or very near to these

di scl osed nuneric values. Thus, we agree that the simlarity in
chem cal structure and properties between the applied prior art
and the conpounds of the clains is sufficiently close to support

a prima facie case of obviousness. See In re Payne, 606 F.2d

303, 313-314, 203 USPQ 245, 254-255 (CCPA 1979).

The clains require the use of a cycl opol ydi net hyl sil oxane
in addition to the al kyl met hyl sil oxane in the conpositions. Both
Cobb (colum 3, lines 6-8) and Bolich (colum 3, |ines 49-50)
teach the use of cycl opol ydi net hyl sil oxanes such as those
clained as volatile carriers. The references also teach that
m xtures of volatile carriers are contenplated. See Cobb (col um

2, lines 61-62) and Bolich (colum 3, lines 36-40). It would
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have been obvious to a person having ordinary skill in the art to
have included any two volatile carriers or obvious variants
thereof in a conposition of the prior art in light of this
express teaching.

To the extent that the conpositions of Cobb and Bolich are
taught to be used as shanpoos and conditioners (see the exanpl es
of both references) the nethods of clains 13 and 14 woul d have

been obvious to the ordinary artisan as well. Human skin

enconpasses human scal p. Mreover, Cenent teaches simlar
formul ati ons specifically for use in conditioning skin, which
formul ati ons include conbinations of volatile silicone carriers
and silicone guns. See columm 1, lines 43-56 and colum 2, |ines
19-43 of C enent.

Appel l ants’ argunments speak to the absence of an explicit
teachi ng of the use of an al kyl nmethyl sil oxane as cl ai ned by the
applied prior art. The argunents do not include reasons why a
person of ordinary skill in the art would not, at the time of the

i nvention, have reasonably expected structurally simlar
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conpounds to have simlar properties and function in the context
of the conpositions disclosed by the prior art in a simlar
manner .

Wth respect to clains 2-8, the clained al kyl met hyl sil oxane
conponent is limted to at | east a hexyl noiety in the central
portion of the nolecule. W do not agree with the exam ner’s
conclusion that the nolecules set forth in clains 2-8 are so
simlar as to have a reasonabl e expectation of simlar physical
properties so as to expect such nolecules to function in a
simlar manner in the context of the applied prior art. The
exam ner has not pointed to any recitation of properties that

woul d support such a concl usi on.

Wth regard to the discussion of unexpected properties
contai ned on pages 6 and 7 of the Appeal Brief, we note that on
pages 13 and 14 of the specification a conparison is presented in
whi ch the enbodi nrent of the presently clainmed conposition
contains a linear alkylnethylsiloxane with a central hexyl
noi ety. Having concluded that the use of such a conpound in the
conpositions of the clains would not have been rendered obvious

fromthe teachings of the prior art we do not reach this rebuttal
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evidence. W do wish to point out, however, that the evidence is
not commensurate in scope with clainms 1 and 9-14 and thus, cannot
overconme the prima facie case of obviousness with respect

thereto. See In re Lindner, 457 F.2d 506, 508, 173 USPQ 356

358 (CCPA 1972).

CONCLUSI ON

The decision of the exam ner refusing to allowclains 1 and
9-14 is affirnmed.
The decision of the examner refusing to allowclains 2-8 is

rever sed
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