TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 26

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-0331
Application No. 07/626, 904!

Before JOHN D. SM TH, GARRI S and WARREN, Adni ni strative Patent
Judges.

GARRI' S, Administrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal which involves clains 2,
3, 5, 7-13, 15-17, 19, 20, 22, 24, 26-32, 34-36, 42, 43, 46-

51, 56, 57, 59, 61-63 and 65-872. The only other clains

! Application for patent filed Decenber 13, 1990.

2 Notwi thstanding the exam ner’s entry authorization (see
Paper No. 21), the anmendnent filed Septenber 12, 1994 (see
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remai ning in the application, which are clains 52-55, have
been al |l owed by the exam ner.

The subject nmatter on appeal relates to a hydrosilation
process and conposition as well as to the products nade
t hereby which involves a particular type of platinum catal yst
and a particular type of free-radical photoinitiator. This
appeal ed subject matter is adequately illustrated by
i ndependent claim 3, a copy of which taken fromthe
appel l ants’ Brief is appended to this decision.

The references relied upon by the exam ner in the prior

art rejections before us are:

G uber 4,017, 652 Apr. 12,
1977
McDowel | 4,169, 167 Sep. 25,
1979
Dr ahnak 4,530, 879 Jul . 23,
1985
Eckberg 4,587, 137 May 6,
1986

Paper No. 20) has not been physically entered.
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In support of her double patenting rejections, the
exam ner has also relied upon the clains of U S. 4,916, 169
(Boardman) and the cl ainms of Application 07/627, 0093

Al of the clains on appeal® are rejected under the
doctrine of obvi ousness-type doubl e patenting over the clains
of Boardman in view of Drahnak, Eckberg and MDowel | .

Al'l of the clains on appeal also are provisionally
rej ected under the doctrine of obviousness-type double
patenti ng over the clainms of the ‘009 application in view of
Dr ahnak, Eckberg and MDowel | .

Al'l appeal ed clains except clainms 10, 29, 78 and 84 are
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Drahnak taken with Eckberg in view of McDowell or G uber or

alternatively in view of only MDowel | .

3 The exam ner’s provisional rejection under the doctrine
of obvi ousness-type doubl e patenting over the clains of
Application 07/626,905 has been nullified by the fact that
this application is now abandoned.

4 We observe that dependent claim62 does not appear to
further restrict parent claim?24 as required by the fourth
paragraph of 35 U . S.C. § 112. The appellants and the exam ner
shoul d address and resolve this issue in any further
prosecution that may occur.
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Finally, “[c]lainms 10, 29, 78 and 84 are rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over Drahnak and Eckberg
as applied to clains 9, 28, 77 and 83 above, and further in
vi ew of Boardman ‘169" (Answer, page 13).

As a prelimnary natter, we point out that the appellants
have stated that the appeal ed clains stand or fall together;

see page 10 of the Brief.

OPI NI ON
For the reasons which follow, we will sustain each of the
above noted rejections except for the examner’s 8§ 103

rejection of clains 10, 29, 78 and 84.

THE OBVI QUSNESS- TYPE DOUBLE PATENTI NG REJECTI ON

It is appropriate to initially address the appellants’

argunent that, “[a]Jccording to In re Braat, 19 U S . P.Q 2d 1289

(Fed. Cir. 1991), a ‘two-way’ determ nation is necessary in
order to sustain a rejection for obviousness-type double
patenting” (Brief, page 11). This is incorrect. In fact,
under the circunstances of the case at bar, a “one-way”

anal ysis is the proper test for assessing the nerits of the
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subject rejection for the reasons fully detailed in In re
Enert, 124 F.3d 1458, 44 USPQ2d 1149 (Fed. G r. 1997).
Furthernore, the record before us on this appeal necessarily
| eads us to a “one-way” analysis of this rejection since the
only argunents presented by the appellants concern a “one-way”
as opposed to a “two-way” determ nation.

Regardi ng these argunents, we discern no persuasive nerit
in the appellants’ contention that, because the catalyst
cl ai med by Boardnan and the catal yst disclosed by Drahnak are
dissimlar, it would not have been obvious to replace the
former with the latter. In our view, it would have been
obvious for one with ordinary skill in the art to replace the
cl ai med catal yst of Boardnman with the catal yst of Drahnak in
order to obtain the disclosed advantages associ ated therewi th
(e.g., see lines 47 through 57 in colum 2 and lines 53
through 61 in colum 3). Mreover, there would have been a
reasonabl e expectation that the replacenment woul d have enjoyed
success since Drahnak expressly discloses using his catalyst
for effecting hydrosilation reactions of the type clained by

Boardman (as well as by the appellants). In re O Farrell, 853

F.2d 894, 903-04, 7 USPQ2d 1673, 1681 (Fed. Cir. 1988).
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Additionally, we agree with the exam ner’s concl usion
that it would have been obvious for one with ordinary skill in
the art to provide the process and conposition clainmed by
Boardnman with photoinitiators of the type taught by MDowel |
in view of Eckberg’ s teaching of using photoinitiators
generally in hydrosilation reactions involving platinum
catalysts. In this latter regard, we are m ndful of the
appel l ants’ argunent that MDowel|l contains no disclosure
relating his photoinitiators to processes involving
hydrosil ation reactions and plati num catal ysts. From our
per spective, however, this deficiency of McDowell is supplied
by Eckberg. That is, Eckberg' s aforenentioned teaching of
usi ng photoinitiators generally in hydrosilation reactions
i nvol ving platinum catal yst would have |l ed an artisan with
ordinary skill to a reasonabl e expectation that the specific
photoinitiators of McDowell (which correspond to those here
cl ai med) woul d be successful in the catalytic hydrosilation
processes and conpositions clainmed by Boardman.

For the above stated reasons, we will sustain the

examner’s rejection of all the appeal ed clains under the
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obvi ousness-type doubl e patenting doctrine over the clains of

Boardman in view of Drahnak, Eckberg and MDowel | .

THE PROVI SI ONAL OBVI OUSNESS- TYPE DOUBLE PATENTI NG REJECTI ON

The appel |l ants’ argunents against the nerits of this
rejection correspond to those previously discussed with
respect to the obvi ousness-type double patenting rejection
over the clains of Boardman. These argunents are unpersuasive
for reasons anal ogous to those set forth previously. W also
wi Il sustain, therefore, the exam ner’s provisional rejection
of all the appeal ed clains under the obvi ousness-type doubl e
patenti ng doctrine over the clainms of the 009 application in
vi ew of Drahnak, Eckberg and MDowel | .

THE 8§ 103 REJECTI ONS

Li ke the exam ner, we conclude that it would have been
obvious for an artisan with ordinary skill to use the
hydrosi |l ati on catal yst of Drahnak in conbination with a
photoinitiator in accordance with Eckberg' s teaching of using
photoinitiators and catal ysts together in a hydrosilation
process or conposition and to enploy as a specific
photoinitiator those of the type taught by McDowel|l or G uber.

7



Appeal No. 95-0331
Application No. 07/626, 904

As indicated earlier, the artisan would have been notivated to
conbi ne these prior art teachings in order to obtain the
advant ages taught by Drahnak to attend use of his catal yst as
wel | as the advantages taught by Eckberg to attend use of a
photoinitiator and catal yst together in the hydrosilation
reactions under consideration. Further, the artisan would
have had a reasonabl e expectati on of successfully effecting
such reactions using Drahnak’s catalyst in Iight of patentee’s
explicit teachings with respect thereto and using the specific
photoinitiators of McDowell or Guber in light of Eckberg's

t eachi ngs of enpl oying photoinitiators generally in

conbi nation with platinumcatal ysts to effect hydrosilation
reactions. QO Farrell, Id.

In addition to the unpersuasive argunents previously
addressed, the appellants argue that the teachi ngs of Drahnak
and Eckberg are in conflict and thus not conbi nable.
Specifically, the appellants point out that “the conposition
of Eckberg woul d be expected to react prematurely at room
tenperature because of the nature of the precious netal or
preci ous netal -containing catal yst that Eckberg utilizes”

whereas “[t] he catal yst of Drahnak ... would not be expected
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to activate a hydrosilation reaction at tenperatures bel ow

about 50°C in the absence of actinic radiation” (Brief, page

21, enphasis in original). Contrary to the appellants’
belief, their above quoted point mlitates for rather than
agai nst conbi ning the teachi ngs of Eckberg and Drahnak in the
manner proposed. That is, an artisan would have been yet
further notivated to use the catal yst of Drahnak rather than
the catal yst of Eckberg in order to avoid the plainly
undesirabl e premature reaction referred to by Eckberg.

Finally, the appellants argue that both Drahnak and
Eckberg are silent with respect to curing by visible
radi ation. This argunent is unpersuasive because none of the
i ndependent cl ai ns on appeal requires curing by visible
radi ati on and because the appeal ed clains stand or fal
together as noted earlier in this decision. 1In any event, the
argunment | acks persuasive nerit. Wile Drahnak may prefer use
of ultraviolet radiation for curing, he discloses using
actinic radiation generally (see lines 13 through 16 in colum
9) and nore specifically any radiation source emtting
radi ati on bel ow about 4000 Angstrons (see lines 20 and 21 in

colum 9), thereby suggesting the use of visible |ight.
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Further, patentee explicitly teaches using radiati on having
wavel engt hs of 3900 Angstrons (see line 46 in colum 9), and a
3900 Angstrom wavel ength is applicable to both the I ongest
ultraviol et radiati on wavel ength and the shortest visible

radi ati on wavel ength (e.g., see Hackh's Chemical Dictionary,

3rd edition, page 716, copy attached).

Under these circunstances, we also will sustain the § 103
rejection of all appealed clains except for clains 10, 29, 78
and 84 as bei ng unpat entabl e over Drahnak taken w th Eckberg
in view of McDowell or G uber or in view of only MDowel I .

However, we cannot sustain the examner’s 8 103 rejection
of clains 10, 29, 78 and 84 “as bei ng unpatentabl e over
Dr ahnak and Eckberg as applied to clainms 9, 28, 77 and 83
above, and further in view of Boardman ‘169.” On the record
bef ore us, the Boardnan reference does not appear to be prior
art, and the exam ner has offered utterly no exposition in
support of her inplicitly-held contrary view. It follows that
the exam ner has failed to carry her initial burden of

establishing a prima facie case of obviousness with respect to

the cl ai n8 under consi deration.
SUMVARY
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We have sustained each of the rejections advanced on this
appeal except for the §8 103 rejection of clains 10, 29, 78
and 84.

The decision of the exam ner is affirmed.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED

JOHN D. SM TH )

Adm ni strative Patent Judge)
)
|

BRADLEY R GARRI S ) BOARD OF PATENT

Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES
)
)

CHARLES F. WARREN )

Adm ni strative Patent Judge)
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David L. Weinstein

3M O fice of Patent Counsel
P. 0. Box 33427

St. Paul, MN 55133-3427
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APPENDI X

PIATUAQ £PS ASUSRYIT LORWATI:
brezsuce oL pofy o (d—gTOoTerTU) (a-9xAT) brogTunw cowbyex
PAgrodsuy gfowz gLrgcpeq £o0 IUA oUes 2TTTCOU grow' TU fFpe
27 JTcou-pougeq pPAgrodeu gfol guUg UOL PIATUA WORE FPIU (PRES
NMUgLArLgETOoU gug 9 cowbonmug couggrTuTud gf Tegagf ous
g cowbozTrToUu cowbrreTwd g cowbonug pgaTud gTrTbpggcTc

3" v pAgro=TTgfTOoU brocszz mprcpy cowbrrzez regceywd

ITKEUAT RIQTCYT' OR g CACTOYTKSUAT RIQTICGIT cougsgTuTud
By Jug K, 69cpPp TwgsbsugeufrTA rebrezsvra PAgrodsu' guU
PAQro2TIJIF£TOU LegafTou!t
MTIFP ous ox woke dronbz [fpgfL 9gKe TUSKRL TU 9
LIgTCIT2 PeTUA 6TLPSE NUaAPa2fTLNF6qg OK 2ApafTLNfEeq
wowocAcTTrc gug boJAcAcTTc 9XAT XggTcgra' =29Tg IXRAT
bTgeTUNw gUg 9x6 TugsbewugeurTA 2&eT6CcfLeq LTROW
K guqg K, rebrezeuf grAT rggrCcgT2 FPIF IKLE Q-pougseq O
g PAGRoO2TTILTOU KeICfLTou!
2NpafTenfEeq MTEY oueé ox wore dronbz fpgf gre JUSKE TU
ITKIQGTSUE LAXFUSK PSTUA STFLPUSK AU2NP2LTLNILEg Ok
droab' or g CYKLPOCACTTIC e- £O g-WewWpsreqg LIUA' fpe
£FPS 9TKIGgTSUe psTud g =2fKITAPL OX PRIUCPSg CPITU
K, rebrezsufrea guU gTKIQgTSUE FpPgf T2 u-pougseq £o brggrumwt
MPSLETU
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ps:
S gg s
' O OK;y

LOXLWATY

gU G-gTKSLONE6 Ok YU CG-KEL£OITYSPAGES PIATUA £P6 ASUSKRIT
MPELE6TU 29Tg LK66-RIgTCYT DPOfOTUTELTILOR T2 9 WOUNOKELIT OL
LegCLTOU T2 TUTETgfreq abou exboa2Are f£O0 gICFETUIC RIgTILTou’
gp20RpPINAd ICELTUTC RIQTIILTOU 2CH £PUIF FP6 PAgroa2TJIfTou
IUg 9 Tr6e6-kggTrcyy bpoforyuTeIgfor gpgfr T2 cgbgpre ot

MP6U €TfP6L K, OL K, T2 UOf 29Tg ITKSUAT KIgTCIT!
POfP K, 9UQg K, 9LE6 =29Tg gTK6UAT LggICcgT2 gug psTud OUe6
g rebrezsure I6xo Or owus' pPeTUA SE6KO OUTA MpsU
bozrrrou MTEp rezbscg fo £pe a-pougeqg boaTfeTOoU! TJUg
ITKSWUAT OKR CACTOYTKSUAT RIQTCYIT psTwd TU g S—- Ok 3-—
2 Ox e XJud CYLpOoU gfowz' (PE AUaILARILE6J poUg OL FpPS

PIATUA TROW OUE £O 6TAPFE6U CIKLPOU ggowza' guqg pPAgrodsu:
TULSGLLG6RLE6 MTLP fPe pkqnbeyrgcqou regcgTou' gT7Thpgrrc dronmbz
drongbz =zapa2fTEnfEsqg MTFP ous ox woke dronbz gpggr go wog
dronb couzT2feTA O AU2APRETENFSg ILAT dronmbz gug grxAr

sgcp TUgsbsugeurTA reblrezeufrz 9 WESWPSK 26TE6CFE6g TROW fP6E
TULSKLLE6LE MTLU fP6e PAQGro=2TTIL£TOU kegcgTou' K,' K;,' JUg K,
dronb zapafTfEnfEsqg MTFEP ous ok Woke dronbz gfpgf go wvog

MmpesreIU K, kebrezesurza gu nuanapafIfnfEsg grAT Adronb ox gu IrAT
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