TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore W NTERS, SOFCOCLEQUS and GRON, Admi ni strative Patent
Judges.

SOFOCLEQUS, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
11, all the clainms remaining in the application.
The subject matter on appeal relates to a conposition

consi sting essentially of a polyacetal and an am ne |ight

! Application for patent filed Novenber 16, 1992.
According to appellant, this application is a continuation-in-
part of Application No. 07/722,456, filed June 27, 1991, now
abandoned.
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stabilizer. Appellant (see the Reply Brief (Paper No. 15))

ur ges
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that claims 1, 3/1, 4/1, 5/1, 6, 8 10/1 and 11/1 and cl ains
2,
3/2, 4/2, 5/2, 7, 9, 10/2 and 11/2 stand or fall together as
grouped. Cains 1 and 2 are sufficiently representative of
the clains on appeal and read as foll ows:

1. A conposition consisting essentially of (a) 95.00 to

99. 95 wei ght percent of a polyacetal and (b) 0.05 to 5.00
wei ght percent of an acetyl ated hindered am ne |ight

stabilizer havi ng t he
foll ow ng 5 Structure
I : o GCH 3
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wherein Ris C-C, al kyl and the wei ght percents are based
upon the total of conponents (a) and (b) only.

2. A conposition
consi sting cu3d  oy3 essentially of
(a) 95.00 to _cu? 99. 95 wei ght
percent of a °4A\““J\\L\ i | N pol yacetal and
(b) 0.05 to L N LN : 5.00 wei ght
percent of an éu3 [ acet yl at ed
hi nder ed am ne |ight

stabilizer having the following Structure (I1):
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The references relied upon by the exam ner are:

Murayana et al. (Mirayamm) 4,241, 208 Dec. 23, 1980
| kenaga et al. (Ikenaga) 4,730, 015 Mar. 8, 1989
Karrer et al. (Karrer) 2 074 564 Nov. 4, 1981

(Great Britain patent application)
In the final rejection, mailed April 16, 1993, clains 1

to 4 and 6 to 9 were rejected under 35 U.S.C. § 102(b) as
bei ng anticipated by or, in the alternative, under 35 U.S.C. §
103 as bei ng obvi ous over Murayama, and clains 1 to 11 were
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Murayanma in view of |kenaga and appell ant's adm ssion on page
5, lines 20 to 26 of the specification. This appeal ensued
and appellant filed his Brief (Paper No. 8). |In response to
the Brief, the Exam ner’s Answer (Paper No. 9) entered new
grounds of rejection, including an objection to dependent
claims 3 to 5, 10, and 11, which multiply depend fromclains 1
and 2. In response to the Answer, appellant filed a Reply
Brief, including an anendnent to the clains (Paper No. 10).
Thereafter, the exam ner forwarded the application to the
Board. On July 16, 1998, the application was remanded to the

exam ner for further action. As a result of the remand, the
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exam ner notified appellant that the anendnent woul d not be
ent ered because the anendnent was not submitted in a separate
paper and that if the anmendnent were submtted in a separate
paper, the anendnent woul d be entered and the objection to the
clainms would be withdrawn. On Septenber 17, 1996, appell ant
filed an anmendnent (Paper No. 14) and a Reply Brief (Paper No.
15). Upon receipt of the Reply Brief, the exam ner issued a
Suppl enental Exam ner’s Answer (Paper No. 16), superseding the
original Answer. The rejections? before us are as foll ows:

Clainms 1, 3/1, 4/1, 5/1, 6, 8 10/1 and 11/1 stand
rejected under 35 U. S.C. § 102(b) as being anticipated by or,
in the alternative, under 35 U S.C. 8 103 as bei ng obvi ous
over Mirayansa.

Caims 2, 3/2, 4/2, 5/2, 7, 9, 10/2 and 11/2 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Murayama in view of Karrer, |kenaga and appellant's adm ssion.

After carefully considering appellant's argunents

presented in the Brief (Paper No. 8) and the Reply Brief

2 We have restated each rejection to set forth the
mul ti ply dependent clainms as grouped by the Exam ner and
Appel l ant. Conpare page 2 of the Suppl enmental Answer wth
page 1 of the Reply Brief.
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(Paper No. 15) and the exami ner's argunents in the
Suppl enental Exam ner's Answer (Paper No. 16), we find that we
cannot sustain the rejection of clains 2, 3/2, 4/2, 5/2, 7, 9,
10/2 and 11/2, but we will sustain the rejection of clains 1,
3/1, 4/1, 5/1, 6, 8, 10/1 and 11/1 as being anticipated by or,
in the alternative, as being obvious in view of Murayama. W
add the follow ng for enphasis.

Wth respect to the rejection of clains 1, 3/1, 4/1, 5/1,
6, 8, 10/1 and 11/1 on the ground of anticipation, Mirayama
describes within the neaning of 35 U.S.C. § 102(b) the
conbi nation of polyacetals with an effective stabilizing
anount of a piperidine derivative having formula (I). See
colum 2, line 13, to colum 2, line 41. A preferred
pi peridine derivative is 170, "1, 3,8-triaza-3-octyl-8-acetyl -
7,7,9,9,-tetranet hyl -spiro[ 4, 5] decane- 2, 4-di one."” See col um
16, lines 21-22.

Wth respect to the alternative rejection of clainms 1,
3/1, 4/1, 5/1, 6, 8, 10/1 and 11/1 under 35 U.S.C. § 103, we
find no error in the exam ner's determ nation that the clains

woul d have been prinma facie obvious over Murayana. Mirayanm,

colum 1, lines 15 to 25; colum 2, lines 21 to 41; and col um
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7, lines 32 to 37; teaches that certain piperidine derivatives
can stabilize synthetic polyners, including polyacetals,

agai nst photo-and thermal -deterioration. At columm 10, |ines
17 to 30, Murayama describes a small genus of preferred
compounds and exenplifies nunmerous conmpounds within this
genus, including conpound 170, a species within the scope of
the genus recited in claim1. At colum 24, lines 38 to 53,
Mur ayanma teaches that the conpounds can be incorporated into
synthetic resins in an anmount ranging from0.01 to 5.0% by
wei ght, and exanpl e 25, appearing at columm 39, lines 23 to
30, teaches the incorporation of simlar conpounds into

pol yacetal. A prina facie case of obviousness havi ng been

made, the burden shifts to appellant to rebut the case.
Appel l ant relies upon a showing which is set forth in Table
I® on page 8 of the Brief. Wth respect to this show ng, the
exam ner states on page 6 of his Suppl enental Answer (Paper No.
16):
Appel  ant’ s conparative showi ngs have been fully
consi dered, but have not been found persuasive to

overcone the rejection in that they are not consi dered
to be a back-to-back conpari son based upon the cl osest

® Table Il conpares the conmpounds enbraced by claim2 with
those of the prior art.
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prior art conposition. Again see exanple 25, test
compound 39 of the patent.

W take this to nmean that the conparisons are not side by side
and do not consider the closest prior art conpounds.

Appel lant’s Table | neasures thermal stabilization of
various prior art conpounds in polyacetal as conpared to
appel l ant’ s conpound, 0.30 acetylated 1A, which is 1, 3, 8-
triaza-3-dodecyl - 8-acetal -7,7,9,9-tetranmethyl-spiro
[ 4, 5] decane- 2, 4-di one.* Appellant has tabulated his results
as the tinme necessary to achieve a 3.0 wt % CH,O | oss at 259EC.
On the other hand, Murayana, exanple 25, appearing at col umm
39, lines 21 to 45, in particular Table 9, tabulates his
results with respect to his conpounds as the percent reduction
in weight at 222EC after 30 minutes. Since appellant has not
tabul ated his results in the same manner as Murayana’ s Tabl e
9, the results are not side by side conparisons fromwhich we
can ascertain whether appellant’s representative conpound
exhi bits any unexpected results over any of the conpounds

listed in exanple 25, which conpounds woul d be expected to

4 This conpound differs in one respect from conpound 170
of Murayanma in that in the 3 position of Mirayama’ s conpound
has octyl whereas appellant’s conpound has dodecyl .
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performin a simlar manner with Murayama’ s conpound 170.
Certainly, appellant could have, and shoul d have, tabul ated
his results in the same nmanner as Miurayama so that it could be
ascertai ned whet her any unobvi ous results have been obtai ned.
Furt hernore, appellant could have, and should have, conpared a
representative clainmed conpound with the cl osest prior art
compounds illustrated in exanple 25 of Mirayana.

Consequent |y, appellant has not sustained his burden of proof

to rebut the prinma facie case of obvi ousness.

Adverting to the rejection of clainms 25 3/2, 4/2, 5/2, 7,
9, 10/2 and 11/2, we cannot sustain this rejection because the
conbi ned references (Mirayama, Karrer, and | kenaga) do not
show an acetyl ated hindered am ne |ight stabilizer as defined
by formula Il of claim2. Although appellant acknow edges on
page 5, lines 6 to 8, of the specification that a hindered
amne light stabilizer, where Ris C,, is comercially
avai |l abl e, the exam ner has not explained why it would have

been obvious to substitute this particular hindered am ne

> W note that Rin claim2 is not defined. It is evident
fromthe specification, page 2, line 17, and the brief that
the definition of Ris the sanme as that in claim1. The
informality can be corrected, when the application is returned
to the exam ner
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light stabilizer for any of the stabilizers disclosed in the
conbi ned references.

For the foregoing reasons, the rejection of clains 1,
3/'1, 4/1, 5/1, 6, 8, 10/1 and 11/1 is affirnmed and the
rejection of clainms 2, 3/2, 4/2, 5/2, 7, 9, 10/2 and 11/2 is
reversed.

No tinme period for taking any subsequent action in
connec-tion with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

SHERMAN D. W NTERS
Adm ni strative Patent Judge

M CHAEL SOFOCLEQUS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

TEDDY S. GRON
Adm ni strative Patent Judge
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Lisa J. Myl es
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W m ngton, DE 19898
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