THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS P. BI NDER, DONALD K. HADDEN
and LOAELL J. SIEVERS

Appeal No. 95-0073
Appl i cation 07/ 896, 1541

ON BRI EF

Before WNTERS, WLLIAMF. SM TH and VWEl MAR, Admi nistrative
Pat ent Judges.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner's decision rejecting
claims 1 through 14, which are all of the clainms remaining in the

appl i cation.

! Application for patent filed June 10, 1992. According to
appel lants, this application is a continuation-in-part of
Application 07/498,344, filed March 23, 1990, now abandoned.
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Claiml, whichis illustrative of the subject matter on
appeal , reads as foll ows:

1. A process for preparing a second dextrose conposition
having a solids content of at |east 99% dextrose conpri sing

nanofiltering a first dextrose conposition having a solids
content of about 80 to 97% by wei ght dextrose and at |east 2% of
saccharides selected fromthe group consisting of di-saccharides,
trisaccharides and m xtures thereof; and

recovering as the perneate said second dextrose containing a
solids content of at |east 99% dextrose. [Enphasis added.]

The references relied on by the exam ner are:

Zupanci ¢ (Zupancic '122) 4,429,122 Jan. 31, 1984
Zupancic et al. (Zupancic '953) 4,747, 953 May 31, 1988

The issue presented for review is whether the exam ner erred
inrejecting clains 1 through 14 under 35 U. S.C. 8 103 as
unpat ent abl e over the conbi ned di scl osures of Zupancic et al.
('953) and Zupancic ('122).

CPI NI ON

| ndependent claim 1 defines a process for preparing a

conposition, having a solids content of at |east 99% dextrose,

conprising: (1) nanofiltering a first dextrose conposition

having a solids content of about 80 to 97% by wei ght dextrose and
at | east 2% of saccharides selected fromthe group consisting of
di -saccharides, trisaccharides and m xtures thereof; and (2)
recovering as the perneate a second dextrose conposition

containing a solids content of at |east 99% dextrose. Having
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carefully reviewed the conbined di scl osures of Zupancic et al.
('953) and Zupancic ('122), we find that these references are
insufficient to support a conclusion of obviousness of clains
requi ring appellants' nanofiltration step.

"Nanofiltration" is a termof art. As can be seen froma
revi ew of appellants' specification, "nanofiltration" is a
menbr ane separation process which uses a pressure driven nenbrane
having rejection characteristics between those common in reverse
osnosis and ultrafiltration. The nenbrane is called a
"nanofilter” menbrane. |In nanofiltration, rejectionis |ow for
salts with nonoval ent ani on and non-ionized organics with
nmol ecul ar wei ght bel ow 150. Rejection is high for salts with di-
and nmultival ent anions and organics with nol ecul ar wei ght about
300. See the specification, page 6, first paragraph, and page
10, first full paragraph. Also, see U S. Patent No. 4,944, 882,
particularly colum 2, lines 33 through 41. For the sake of
conpl eteness, we enclose a copy of the '882 patent with this
opinion. In our judgnent, the exam ner has not established that
t he conbi ned di scl osures of Zupancic et al. ('953) and Zupancic
('122) would have |l ed a person having ordinary skill to the

cl ai med process which requires (1) nanofiltering a first dextrose

conposition having a solids content of about 80 to 97% by wei ght

dextrose and at |east 2% of saccharides selected fromthe group
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consi sting of di-saccharides, trisaccharides and m xtures
thereof; and (2) recovering as the perneate a second dextrose
conposition containing a solids content of at |east 99% dextrose.
The exam ner acknow edges that Zupancic et al. ('953) and
Zupancic ('122) disclose, in relevant part, ultrafiltration but
not nanofiltration. According to the exam ner, however, "it
woul d appear that the terns have the sane neaning." The exam ner
argues that it is unclear whether "nanofiltering” distinguishes

over the prior art "or recites a concrete limtation;" and that
it makes no difference whether the filtration process is
"desi gnated" nanofiltration or ultrafiltration. See the
Exam ner's Answer, page 7, first full paragraph, and page 12,
first paragraph. W disagree. For reasons already spelled out
in this opinion, we find that "nanofiltration" is an art-
recogni zed term understood by persons skilled in the art.
Appel l ants' usage in the specification and clains is consistent
with the art-recogni zed neaning of "nanofiltration"” in the
scientific literature, and serves to distinguish over rel ated
menbr ane separation processes such as ultrafiltration.

Zupancic et al. ('953) and Zupancic ('122) disclose nmany
wor ki ng exanples, illustrating the preparation of dextrose

conpositions having a solids content far |ess than 99% dextrose.

Zupancic et al. ('953), however, discloses one exanple which we
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consider "the closest prior art." See Zupancic et al. ('953),
Tabl e 8 bridging colums 21 and 22, penultinmte exanple where the
pernmeate contains 98. 9% dextrose. Although 98.9%is very close
to 99% neverthel ess, the exam ner has not established that
Zupancic et al. ('953) or Zupancic ('122) discloses or suggests a
nanofilter or a process which requires the step of nanofiltering.
Therefore, the conbined disclosures of the prior art references
woul d not have | ed a person having ordinary skill to the clainmed
i nventi on.

The exam ner's decision is reversed.

REVERSED

ELI ZABETH C. WEI MAR
Adm ni strative Patent Judge

SHERVMAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
WLLIAMF. SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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