THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before WNTERS, WLLIAMF. SM TH and GRON, Adm ni strative Patent
Judges.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner's decision rejecting
clainms 15 through 34, which are all of the clains remaining in
t he application.

Clainms 15 and 25 are representative:

1 Application for patent filed Decenber 20, 1991.
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15. Method for the imuobilization of an organic thiol
conpound, HS-R, in which Ris an organic residue, to a water-
insol ubl e polyner of non-polypeptide structure exhibiting a
disulfide (-S-S) group directly bound to a saturated carbon atom
at each of its sul phur atons, characterized in the steps that:

(i) wsaid polynmer is contacted with an oxidation agent in such an
anmount and of such a kind that it is capable of transform ng
said disulfide group (-S-S-) to an oxidized disulfide group
capable of reacting with thiol groups, whereupon

(1i) the polymer obtained in step (i) exhibiting one or nore
oxi di zed disulfide groups is contacted with the organic
t hi ol conpound HS-R under conditions allow ng reaction to
the formati on of one -S-S-R group and one -SQO,(H) group per
di sul fi de oxi de group that undergoes the reaction where nis
1 or 2. [Enphasis added. ]

25. Method for the immobilization of an organic thiol
conmpound, HS-R, in which Ris an organic residue, to a polyner
exhibiting a disulfide (-S-S-) group directly bound to a
saturated carbon atom at each of its sul phur atons characterized
in the steps that:

(1) said polyner is contacted with an oxidation agent in such an
anount and of such a kind that it is capable of selectively
transformng said disulfide group (-S-S-) to a -S-SQ- group
where n is essentially 1 or 2, whereupon

(1i) the polymer obtained in step (i) exhibiting one or nore -S-
SQ- groups is contacted with the organic thiol conpound
HS-R under conditions allowng reaction to the formati on of
one -S-S-R group and one -SQ,(H) group per -S-SQ- group
t hat undergoes the reaction

with the proviso that the polyner carrving the disulfide group is
not a wool textile fiber. [Enphasis added.]

The reference relied on by the exam ner is:

J. A Maclaren et al. (Maclaren), "Partially Oxidised D sul phide
G oups in Oxidised Wol - Reaction with Thiols," JSDC 564-67
(Nov. 1968).
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As stated in the Exam ner's Answer, page 2, the previously
entered rejections under 35 U.S.C. 8§ 112, first and second
par agraphs, have been withdrawn. The issue remaining for review
is whether the examner erred in rejecting clainms 15 through 34
under 35 U.S.C. 8§ 103 as unpatentable over Maclaren. For the

reasons set forth below, this rejection is reversed.

DI SCUSSI ON

Macl aren di scl oses a nmet hod which bears close relationship
to the method recited in clains 15 through 34, except that
Macl aren's starting material is partially oxidized wool. Cains
15 through 24 preclude wool in view of the |anguage "a water -
i nsol ubl e pol yner of non-pol ypeptide structure exhibiting a
disulfide (-SS-) group directly bound to a saturated carbon atom
at each of its sulfur atons." Likew se, the polyner in claim32
is "insoluble in water and of non-pol ypeptide structure.”" dains
25 through 31, 33 and 34 al so preclude wool in view of the
express proviso that "the polynmer carrying the disulfide group is
not a wool textile fiber." 1In sum Maclaren's nmethod and the

claimed nethod are sim|lar but Maclaren uses a partially oxidized



Appeal No. 95-0063
Application No. 07/813, 868

wool starting material whereas all of the appeal ed clains
preclude a wool starting material.?

The exam ner acknow edges the difference between Maclaren's
met hod and the cl ai med nethod. According to the exam ner,

[t]he claimed process differs fromthis prior art
process only in the choice of the polyner. However, it
is the sanme process enploying the sanme inventive
concept of binding a desired organic conpound to a
carrier polynmer and acconplishing the sane desired
result of immbilizing the desired organi c conpound.
See In re Durden, 226 USPQ 359. [Exam ner Answer, page
4, first full paragraph].

That analysis is flawed because the exam ner does not adequately
establish how a person having ordinary skill in the art would

have arrived at the clainmed subject matter as a whole, including

appel l ant's non-wool starting materials, based on the teachings
found in Maclaren. 35 U. S.C. 8§ 103. The exam ner is not at
liberty to dissect the clains; to renove specific limtations; to
redraft the clains as though they called for "a carrier polyner"
broadly; and to hold that the redrafted nethod woul d have been
obvi ous over Macl aren's disclosure of the sane general process

using a partially oxidized wool starting material. See In re

2 Wth respect to the polyneric starting nmaterial, clains
25 through 31, 33 and 34 are broader than clainms 15 through 24
and 32. The forner clainms preclude wool, but "read on" other
pol ypeptide structures. The latter are restricted to polyners
whi ch are insoluble in water and have a non-pol ypepti de
structure.
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Cchiai, 71 F.3d 1565, 1571, 37 USPQ2d 1127, 1132-33 (Fed. Cr.
1995); In re Brouwer, 77 F.3d 422, 425-26, 37 USPQ2d 1663, 1666

(Fed. Gr. 1995).
The exam ner's decision is reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

TEDDY S. GRON
Adm ni strative Patent Judge
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