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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 1, 4-12 and 14, which
constitute all the clains remaining in the application.

The clained invention pertains to a cellul ar tel ephone
systemin which the handset is equipped with an integrated
circuit card reader for storing information regardi ng phone cal
transactions on an integrated circuit card as the phone calls are
made.

Representative claim1l is reproduced as foll ows:

1. An apparatus for controlling and recording cellul ar
phone call transactions for use in a cellular tel ephone system
the systemcontaining a renote unit having a radio transceiver, a
handset and a | ogic bus, the apparatus conpri sing:

(a) renpte card reader interface neans for witing and

reading information to and froman integrated circuit card placed
in the renote card reader

(b) logic bus interface means for connecting a processing
means to the |logic bus of the transceiver;

(c) processing neans connected to the logic bus interface
means and renote card reader interface nmeans for processing
i nformati on observed on the logic bus or read fromthe card, said
i nformation including phone call transaction information; and

(d) the processing neans further including neans for
controlling the renote unit in response to information read from
the card and for witing phone call transaction information to an
integrated circuit card placed in the renote card reader, the
phone call transaction information including at |east the phone
nunber and duration for each call processed by on the renote
unit.

The exam ner relies on the follow ng references:
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Harris 4,776,003 Cct. 04, 1988
D Avello et al. (D Avello) 4, 860, 336 Aug. 22, 1989
Kenppi 4, 868, 846 Sep. 19, 1989
Fuwa (Japanese Kokai) 61- 244164 Cct. 30, 1986
| wanam (Japanese Kokai ) 62- 286360 Dec. 12, 1987

Clains 1, 4 and 5 stand rejected under 35 U . S.C. § 103 as
bei ng unpatent abl e over the teachings of Kenppi, D Avello or
Harris in view of Fuwa.? Cdains 6-11 stand rejected under 35
U S.C. 8§ 103 as being unpatentable over D Avello in view of Fuwa.
Finally, clains 12 and 14 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentable over D Avello in view of Fuwa and further in
vi ew of |wanam .

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answer for the
respective details thereof.

OPI NI ON
We have carefully considered the subject matter on

appeal, the rejections advanced by the exam ner and the evidence

2 Qur understandi ng of Fuwa and |Iwanam is based on
transl ations provided by the Scientific and Technical Information
Center of the U S. Patent and Trademark O fice. These
transl ations were previously provided to appellants by the
exam ner.
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of obviousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along wwth the examner's
rationale in support of the rejections and argunents in rebuttal

set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would have suggested to one of
ordinary skill in the art the obviousness of the invention as set
forth in clainms 1, 4, 6-12 and 14. W reach the opposite
conclusion wth respect to claim5. Accordingly, we affirmin-
part.

Appel I ants have nomnally indicated in section VI. of the
brief that the clains within each of the three rejections stand
together. Nevertheless, the argunents section of the brief
proceeds to provide argunents in support of the separate
patentability of sonme of the clainms. This procedure is
i nconsistent with 37 CFR 8§ 1.192 and woul d be grounds to treat
all the clains within each rejection as standing or falling

together. However, since the exam ner in the answer has
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responded to these separate argunments of appellants, we will not
require strict conpliance with 37 CFR 8 1. 192 in order for

appel lants to have the clainms considered separately for
patentability. Therefore, to the extent that appellants have
properly argued the reasons for independent patentability of
specific clainms, we will consider such clains individually for
patentability. To the extent that appellants have nade no
separate argunents with respect to sone

of the clainms, such clainms will stand or fall wth the clains

fromwhich they depend. Note In re King, 801 F.2d 1324, 1325,

231 USPQ 136, 137 (Fed. GCr. 1986); In re Sernaker, 702 F.2d 989,

991, 217 USPQ 1, 3 (Fed. Gir. 1983).

All the clains before us have been rejected under 35
US C 8 103. As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8§ 103, an examner is under a burden to

make out a prina facie case of obvi ousness. If that burden is

met, the burden of going forward then shifts to the applicant to

overconme the prima facie case with argunent and/or evidence.

Obvi ousness is then deternm ned on the basis of the evidence as a
whol e and the rel ative persuasiveness of the argunents. See In
re Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr

1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.
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Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re R nehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).

Wth respect to each of the three rejections, the
exam ner has pointed out the teachings of the prior art, has
poi nted out the perceived differences between the prior art and
the clained invention, and has reasonably indicated how and why
the prior art woul d have been nodified and/ or conbined to arrive
at the clainmed invention. The exam ner has, therefore, at |east

satisfied the burden of presenting a prima facie case of

obvi ousness. The burden is, therefore, upon appellants to cone

forward with evidence or argunents which persuasively rebut the

examner's prima facie case of obviousness. Appellants have
presented several argunents in response to the examner’s
rejections. Therefore, we consider obviousness based upon the
totality of the evidence and the rel ative persuasiveness of the
argunents.

|. The rejection of clains 1, 4 and 5

based upon Kenppi, D Avello or Harris in
vi ew of Fuwa.

The exam ner relies on each of Kenppi, D Avello and
Harris as teaching a renote card reader for use with a cellular

tel ephone. According to the exam ner, each of these references
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| acks only a teaching of using a renote card reader which not
only reads information fromthe card but also wites information
about the calls back onto the card [answer, pages 5-6]. The
exam ner cites Fuwa as providing this teaching and expl ai ns why
it would have been obvious to the artisan to conbine the
teachings of Fuwa wth any of the “primary” references.

Appel lants’ initial argunent is that the Fuwa transl ation
is so confusing that it does not support the exam ner’s
interpretation. Appellants assert that it is not clear in Fuwa
whet her the data regarding the phone calls is witten to the card
or witten to a central host billing conputer [brief, page 9].

The

exam ner argues that the translation clearly supports his
position that data regardi ng phone transactions is witten onto
the card. Although we agree with appellants that the Fuwa
translation is not entirely clear on this point, we neverthel ess
agree with the exam ner that the docunent as a whol e woul d have
suggested to the artisan that data was intended to be witten
onto the card.

First, the very nature of integrated circuit cards, also

commonly referred to as smart cards, is that they contain
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processing circuitry and nenory right on the card for reading
data fromthe nenory, processing the data by circuitry on the
card, and witing information back into the nmenory. Thus, one of
the mai n advantages of an integrated circuit card is that it can
both retrieve and store data. The Fuwa translation al so

i ndi cates that seven categories of data are “input in the IC
card.” W interpret this phrase to nean that each of the seven
categories of data exists on the card at sone point. Since sone
of these categories of data cannot be predeterm ned in advance,
such as date and tine of start and end of connection, these
categories of data nust be placed on the card after calls have
been made which neans that the integrated circuit card of Fuwa is
witten onto. W also find Fuwa’s concern with the anount of

data whi ch can be

stored on the card to be indicative that Fuwa wites data onto
the card. If Fuwa were only an identification card as suggested
by appel lants, there would be no reason to worry about the anount
of characters which could be stored on the card because such

i nformati on woul d not exceed the information of conventional
credit cards. Fuwa s concern about the storage capacity of the

card can only be the result of a desire to continually add
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additional data to the data preset on the card. It is the
storage of this additional data witten onto the card for which
Fuwa seeks capacity. Thus, we are of the view that the Fuwa
transl ati on consi dered as a whol e suggests that the Fuwa card
reader also wites phone call transaction data onto the card.
We al so note that the question of obviousness here does
not turn sinply on whether the preferred enbodi nent of Fuwa does
or does not wite onto the integrated circuit card, but rather,
whet her witing onto the card woul d have been suggested to the
artisan. Despite any anbiguities in the Fuwa translation, the
arti san woul d have appreci ated the obvi ousness of storing the
phone call data on the integrated circuit card so that the card
owner would have a record of the calls that were nade for
conpari son to subsequent billing invoices. Thus, we find that

Fuwa

teaches to the artisan the witing of call transaction data onto
the integrated circuit card.

Appel l ants argue that Kenppi only teaches the readi ng of
information fromthe card and fails to suggest the accounting

functions which requires witing information to the card [brief,
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pages 9-10]. This argunent is conpletely unconvincing since the
exam ner relies on Fuwa for this teaching. The references cannot
be attacked individually when the rejection is based upon a
conbi nation of the references.

Appel l ants argue that there is no basis for conbining the
t eachi ngs of Kenppi with Fuwa because Kenppi suggests no need for
accounting and Fuwa di scl oses no controlled access requirenents
[brief, page 10]. We do not agree with this argunent because
Fuwa does suggest that access would be controll ed based on
whet her the card is valid, whether the user is a registered
subscri ber or whether the card has been | ost or stolen. Thus,
Fuwa cl early suggests that tel ephone access and call accounting
shoul d be conbined in a single integrated circuit card. Fuwa
al so clearly notes the deficiencies of conventional nagnetic-type
credit cards, and suggests why an integrated circuit card would

be an inprovenent over such conventional cards. Thus, Fuwa al so

provi des a basis why any conventional credit card would be
replaced with a simlar integrated circuit card.
Appel l ants argue that the “logic bus interface neans” of

claim11 nust be construed in light of the specification and that

10



Appeal No. 95-0057
Application 07/775,114

neither of the references discloses this neans [brief, page 10].
The exam ner responds that the applied references have a |l ogic
bus interface neans which renders the clains obvious. W note
t hat appellants have not identified a single “correspondi ng
structure” to the logic bus interface neans which would not be
suggested by the conbi ned teachings of the prior art. W agree
with the exam ner that any integrated circuit card which reads
data, processes data and wites data wll inherently have a logic
bus interface nmeans between the processor, the nmenory and the
card reader. Appellants have not identified any specific
structure which woul d patentably distinguish their interface
means with the interface neans of the prior art, and we do not
i ndependently find any patentable differences in the apparatus.
Appel  ants make the same argunents with respect to the
rejections on D Avello and Harris as were nade with respect to
the rejection using Kenppi. These argunents are not persuasive
for the same reasons di scussed above. Appellants also argue that

the conventional credit card systens of D Avello and Harris would

not be used with the Fuwa integrated circuit card because such
use woul d destroy the standard credit card features of D Avello

and Harris. This argunent is not persuasive because Fuwa

11
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specifically teaches why it would be desirable to replace
conventional credit card systens wwth a simlar integrated
circuit card system Thus, the artisan would have appreciated

t he obvi ousness of replacing the conventional credit card systens
of D Avello and Harris with simlar integrated circuit card

syst ens.

For all the reasons di scussed above, each of the
alternative rejections of claim1l is sustained. Wth respect to
the rejections of claim4, appellants argue that D Avello
requi res a host conputer to determne the validity of the credit
card used to nmake the call rather than relying on a processing
means internal to the renote unit as clainmed [brief, page 14].
Since Fuwa suggests that the integrated circuit card determ nes
whether or not it is valid, we find the recitation of claim4
clearly suggested by Fuwa which is applied in all the rejections
of claim4. Therefore, we also sustain each of the alternative
rejections of claimd4.

Wth respect to the rejections of claimb5, appellants
argue that none of the references teach the use of a maintenance

card to performsystemfunctions [brief, page 15]. The exam ner

12
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responds that any card which is regularly used by a subscriber is
mai nt ai ned by that subscriber so that the card is a “maintenance
card” [answer, page 23]. The exam ner al so defines system
function as any function to do with the tel ephone such as dialing
a nunber. Appellants respond that the exam ner’s definitions are
i nproper because they are inconsistent wwth the definitions
presented in their specification [reply brief, page 12]. W
agr ee.

It is clear fromthe specification that a maintenance
card is not a card which is nmaintained by a subscriber but is a
card which maintains the phone system Thus, the exam ner has
interpreted | anguage of claim5 in a manner which is clearly
inconsistent wwth the disclosed invention. Such interpretation
is inmproper. Since the exam ner has failed to address the
question of why it would have been obvious to use a nai ntenance
card as recited in claim5, we do not sustain any of the
alternative rejections of claim5 as presented by the exam ner.

1. The rejection of clains 6-11 based
upon D Avello in view of Fuwa.

Wth respect to claim6, appellants argue that there is
no basis for conbining the teachings of D Avello with Fuwa. W

considered this argument with respect to the rejection of claim

13
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1, and we find it unconvincing for the reasons di scussed above.
Wth respect to clains 7-11, appellants sinply argue that these
clains further restrict claim6 and, therefore, are patentable.
These are not considered separate argunents with respect to the
dependent clains so that clains 7-11 stand or fall with
i ndependent claim6. Therefore, we sustain the rejection of
clainms 6-11 as presented by the exam ner.

I11. The rejection of clains 12 and 14

based upon D Avello in view of Fuwa and
further in view of |wanam .

Appel l ants argue that these references are sufficiently
different that there is no notivation to conbine these references
as proposed by the examner [brief, page 18]. W do not agree
with this position for reasons discussed above as well as reasons
given by the exam ner [see answer, pages 26-27]. Therefore, we
sustain the rejection or clainms 12 and 14.

In summary, the rejection of clains 1, 4 and 5 based on
Kenmppi, D Avello or Harris in view of Fuwa is sustained with
respect to clains 1 and 4 but is reversed with respect to claim
5. The rejection of clains 6-11 based on D Avello in view of
Fuwa is sustained. The rejection of clains 12 and 14 based on

D Avello in view of Fuwa and further in view of Iwanam is

14
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sust ai ned. Accordingly, the decision of the exam ner rejecting
claims 1, 4-12 and 14 is affirned-in-part.
No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).
AFFI RVED- | N- PART

JAMVESON LEE
Adm ni strative Patent Judge

)
JERRY SM TH )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
LEE E. BARRETT )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)
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