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today (1) was not witten for publication in a | aw
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Before KI M.I N, VEI FFENBACH and WALTZ, Adm ni strative Patent
Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-16,
all the clains in the present application. Caim1lis
illustrative:

1. A nethod of preparing a stable, dilute solution of active

i ngredi ent consisting of 5-chloro-2-nethyl-3-isothiazol one and,
optionally, one or nore additional 3-isothiazolone conpounds, the

! Application for patent filed January 15, 1993.
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concentration of said active ingredient in said solution being
about 0.5 to 5% by wei ght based on sol ution, conprising

i ntroduci ng about 0.1 to 5% by wei ght based on said sol ution,

a water soluble, non-chelated ferric salt as the stabilizer.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Mller et al. (Mller I) 3, 870, 795
Mller et al. (MIller I1) 4,067, 878
Peti gara 4,310, 590
Law et al. (Law) 5, 160, 527

Appellant's claimed invention is directed to a nmethod of
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preparing a stable, dilute solution of 5-chloro-2-nethyl-3-

i sot hi azol one (CM ) conprising adding a water sol uble,
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chel ated ferric salt as the stabilizer. Appealed clains 9-16 are

directed to a conposition conprising the stabilized, dilute

sol uti on.

Appel | ant presents separate argunents for patentability for

clains 2-6 and 14. Accordingly, clains 7-13, 15 and 16 stand or

fall together.

Appeal ed clainms 1-16 stand rejected under 35 U S.C. § 112,

first paragraph. |In addition, clains 1, 5, 6, 8-10,

15 and 16

stand rejected under 35 U.S.C. 8 103 as bei ng unpatent abl e over

Law, MIller I, MIler Il and Petigara.

We have carefully reviewed the respective positions advanced

by appellant and the exam ner. In so doing, we wll

not sustain

the examner's rejection under 35 U.S.C. § 112, first paragraph.
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However, we fully concur with the exam ner that the subject
matter of clains 1, 5, 6, 8-10, 15 and 16 woul d have been obvi ous
to one of ordinary skill in the art wthin the neani ng of
35 US. C 8103 in viewof the applied prior art. Accordingly,
we Wil sustain the examner's 8 103 rejection for essentially
t hose reasons expressed in the Answer.

We consider first the examner's rejection under 35 U S. C
8§ 112, first paragraph. W do not agree with the exam ner that
t he anendnment to the specification changing "dilute aqueous
solution" to "dilute solution"” introduces new matter. Rather, we
agree with appellant that one of ordinary skill in the art, upon
reading the entirety of the original specification, would readily
understand that the anended | anguage "dilute solution" refers to
an aqueous sol ution.

We al so do not concur with the exam ner that anending the
| anguage "consisting essentially of" at pages 3 and 4 of the
specification to read "conprising” is new matter. The original
specification, at page 3, lines 28-29, discloses that the object
of the invention involves a stabilization nmethod "conprising
i ntroduci ng about 0.1 to 5% by wei ght based on said sol ution, of
a ferric salt.” The term "conprising" provides origina
descriptive support for the anendnent inasnmuch as appellant's

inventive nmethod "conprises" introducing a ferric salt into a

- 3-



Appeal No. 94-4487
Application No. 08/006, 021

dilute solution. Also, it is evident fromthe original
specification that the conposition disclosed at page 3, lines
30-34, may al so conprise an acid and an oxi dant.

The exam ner has also found that the appeal ed cl ains are not
enabl ed by the specification insofar as the cl ai s enconpass a
ferric salt of any anion, whereas the specification exenplifies
only three specific anions and the prior art discloses that netal
salts other than nitrates are ineffective. However, as pointed
out by appellant, the present specification teaches that six
specific ferric salts are effective, and it is our view that one
of ordinary skill in the art would not have to resort to undue
experinmentation to determne which, if any, ferric salts are
ineffective. It nust be borne in mnd that it is not the
function of the clains to specifically exclude possible

i noper abl e substances. 1n re D nh-Nguyen, 492 F.2d 856, 858-59,

181 USPQ 46, 48 (CCPA 1974); In re Anderson, 471 F.2d 1237, 1242,

176 USPQ 331, 334-35 (CCPA 1973).
We now turn to the examner's rejection under 35 U.S.C.
§ 103. W fully concur with the exam ner that the disclosures of

Law, MIller I, MIller Il and Petigara evidence the prima facie

obvi ousness of stabilizing a dilute solution of CM by
incorporating a water soluble, non-chelated ferric salt. Law
teaches the use of water soluble ferric salts to stabilize dilute
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solutions of CM (colum 2, line 36; colum 3, lines 49 and 50;
colum 4, line 18 and 46-60). W sinply do not understand
appel lant's argunent that "Law differs fromthe invention in that
it does not teach water-soluble, non-chelated ferric salts as the
stabilizer" (page 5 of Brief). As for appellant’'s argunent that
Law does not teach or suggest using the disclosed stabilizers for
dilute solutions, we note that Law expressly teaches that at high
| evel s of dilution of the isothiazolone the ratio of stabilizer
to isothiazolone can range fromabout 1:7 to about 50:1 (colum
4, lines 52-56). Also, see colum 5, lines 40 et seq..

As expl ained by the examner, MIler also discloses the use
of ferric salts, such as ferric nitrate, to stabilize solutions
of 3-isothiazolones. Wile appellant contends that MIller | and

Il teach the stabilization of concentrates, not dilute sol utions,

t he exam ner has properly noted that the MIler references

provi de no disclosure that ferric nitrate stabilizes only
concentrated solutions of isothiazolones. |Indeed, the MIller
patents disclose that "the anount of netal nitrate or nitrite
needed to stabilize the solution will be partly dependent on the

sol vent, the isothiazolone and its concentration . (col um

3, lines 33-36 of MIler Il, enphasis added). W agree with the
exam ner that based on the disclosures of the MIler patents one

of ordinary skill in the art would have found it prina facie
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obvious to select a water soluble, non-chelated ferric salt as a
stabilizer for a dilute solution of CM, as presently cl ai ned.

Al so, as noted by the examner, MIller Il exenplifies the
stabilization of a dilute non-aqueous sol ution.

Petigara al so di scl oses the enploynment of ferric nitrate to
stabilize dilute solutions of 3-isothiazolones. See colum 3,
line 6, for the disclosure of ferric nitrate and |ines 22-27 for
the teaching that the anobunt of netal nitrate needed to stabilize
the solution is partly dependent on the concentration of the
i sot hi azol one. Also, as pointed out by the exam ner, dilute
solutions of the 3-isothiazolone are taught in the sentence
bridging colums 4 and 5.

As for separately argued claimb5, although appellant states

at page 7 of the Brief that "ferric chloride is so surprising as

a stabilizer,"” claimb5 enconpasses the use of ferric nitrate
which is specifically disclosed in the cited references.
Regardi ng separately argued claim6, we agree with the exam ner
that it would have been obvious for one of ordinary skill in the
art to prepare the dilute solutions fromcomrercially avail able
concentrates containing magnesiumsalts (see MIller Il at colum

3, line 19 and Law at columm 5, line 63 for the disclosure of

magnesi um sal ts).



Appeal No. 94-4487
Application No. 08/006, 021

Appel l ant cites EXAMPLE 3 of the present specification to
denonstrate that, contrary to the teachings of the prior art,
salts of magnesi um nickel, zinc, nmanganese, sodi um and cal ci um
do not stabilize dilute solutions of CM, whereas the ferric salt
does. However, the relevant issue is whether, based on the
teachings of the prior art, the clainmed invention utilizing
ferric salt as a stabilizer would have been unobvi ous to one of
ordinary skill in the art. Manifestly, the applied prior art
teaches the use of the clainmed ferric salt as a stabilizer in a
dilute solution, and EXAMPLE 3 does not evi dence unexpected
results by denmonstrating that the clained ferric salt operates as
taught by the prior art. Wile appellant's specification data
may be unexpected to the extent that it denonstrates certain
salts are ineffective, this is not relevant to the_cl ai ned

subj ect matter.

I n concl usi on, based on the foregoing, the examner's
rejection under 35 U S.C. 8§ 112, first paragraph, is reversed.
The exam ner's rejection under 35 U S.C. § 103 is affirmed. The
examner's decision is affirnmed-in-part.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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EDWARD C. KIM.I N
Adm ni strative Patent Judge

CAMERON WEI FFENBACH
Adm ni strative Patent Judge
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THOVAS A. WALTZ
Adm ni strative Patent Judge
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