TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Before JOHN D. SM TH, GARRI S and OANENS, Adni nistrative Patent
Judges.

JOHN D. SMTH, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal pursuant to 35 USC § 134 fromthe fi nal

! Application for patent filed Cctober 28, 1992. According to appellants, the
application is a continuation of Application 07/788,051, filed Novenber 5, 1991, which
is a division of Application 06/756,851, filed July 18, 1985, now Patent No. 5, 080, 809
granted January 14, 1992, which is a continuation-in-part of Application 06/568, 363
filed January 9, 1984, now Patent No. 4,951,921, granted August 28, 1990, which is a
continuation-in-part of Application 06/461, 707, filed January 28, 1983, now Patent No
4,644,020, granted February 17, 1987.
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rejection of clainms 40 through 43, 45, 47, 48, 57 through 62,
64, 66 through 75, and 87. dains 49 through 56, 76 through
80, 84, 85 and 88 through 92 are allowed. dCains 81 through
83 and 86 are objected to but are al so consi dered all owabl e.

The subject natter on appeal is directed to certain

drilling fluid conpositions and processes for form ng and
using the drilling fluids in a bore hole wherein ?hostile
condi tions? are encountered. To illustrate the invention and

to show further details thereof, representative clains 40, 45,
and 66 are reproduced bel ow

40. A process conprising formng a drilling fluid
conprising clay and a pol yner produced from a nononer
conposition consisting essentially of at |east one hydrophilic
N-vinyl [actam and at | east one hydrophilic unsaturated am de
selected fromthe group consisting of nononmers represented by
the fornmul as,

O

R - C- NH

where R? is an unsaturated radical and

H R O

HC=C- C- NR,
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where each R is individually selected fromH or nmethyl, and
circulating said drilling fluid in a bore hole during the
drilling of a well wherein said fluid encounters hostile
conditions as defined by a tenperature and dival ent ion
concentration above the infinite days |ine of FIGURE 14.

45. A process conprising formng a drilling fluid
conprising water, clay and pol yner produced from a nononer
conposition consisting essentially of at |east one hydrophilic
N-vinyl lactam and at | east one 2-acryl am do-2-net hyl propane
sulfonic acid or the sulfonate salts thereof, and circul ating
said drilling fluid in a bore hole during the drilling of a
wel | wherein said fluid encounters hostile conditions as
defined by a tenperature and dival ent ion concentrati on above
the infinite days line of FIGURE 14.

66. A drilling fluid conprising

(a) a base fluid conprising water and an
i nsol ubl e wei ghting material and

(b) water-soluble polyner present in the range
of about 0.5 to about 5 | b/bbl produced froma nononer
conposition consisting essentially of at |east one hydrophilic
N-vinyl [actam at |east one hydrophilic unsaturated am de
selected fromthe group consisting of nononmers represented by
t he fornmul as,

O

R - C- NH

where R? is an unsaturated radical and
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H R O
HC=C- C- NR,
where each R is individually selected fromH or nmethyl, and

at | east one hydrophilic vinyl-containing sulfonic acid or a
sul fonate salt thereof.

The references of record relied upon by the exam ner are:

Uhl et al. (Unl) 4, 471, 097 Sep. 11, 1984
Patel et al. (Patel) 5, 204, 320 Apr. 20, 1993
Al'l appeal ed clains stand rejected under 35 USC § 103
over Unl. Additionally, clains 45, 59 and 62 stand rejected
based on the judicially-created doctrine of obviousness-type

doubl e patenting over clains 1 and 9 of U S. Patent No.

5,204, 320 i ssued to Patel.

THE REJECTI ON UNDER 35 USC § 103
The appeal ed clains stand rejected under 35 USC § 103 for
obvi ousness over Uhl. W affirmthis rejection essentially
for the reasons set forth by the exam ner in his Answer.
Appel l ants submt that the current appealed clains are
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readily distinguishable over Uhl for three principal reasons.
First, appellants contend that Uhl fails to teach or nake

obvi ous the use of a polyner prepared froma nononeric m xture
free of appreciable vinyl imdazole nononer. Appellants’
argunment is predicated on the presunption that the clainmed

| anguage ?a pol yner produced from a nononmer conposition

consi sting essentially of? acts to exclude the vinyl imdazole

nmonomer conponent of Uhl’'s pol yner.

It is well settled that the claimlanguage ?consisting
essentially of? limts the scope of a clained elenent, e.g., a
conposition, to the specified ingredients and those that do
not materially affect the basic and novel characteristics of

the conposition. 1n re Herz, 537 F.2d 549, 551-52, 190 USPQ

461, 463 (CCPA 1976); Ex parte Davis, 80 USPQ 448, 450 (Bd.

App. 1948). Wen such | anguage is used, e.g., as here,
defining a polymer produced froma nonomer conposition
?consi sting essentially of? the dispositive issue is whether
the introduction of a disclosed conponent, e.g., a nononer of
a prior art polyner, unrecited in the clained polynmer, would
materially change the characteristics of the clained polyner

5
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when added t hereto.

In Ex parte Davis, 80 USPQ at 450, where the appeal ed

clainms recited an adhesi ve conposition ?consisting essentially
of? three ingredients and the prior art reference disclosed a
conmposition having the sane three ingredients plus a fourth
ingredient (referred to as a nodifier), the question raised
was whet her the cl ai m|anguage ?consi sting essentially of?
excluded the fourth ingredient. The Davis board held, based
on the facts before it, that the fourth ingredient was

excl uded because when added to the three ingredi ent
conmposition of the appealed clains, it materially changed the

fundanental character of the clained conposition. |d.

However, in Herz, 190 USPQ at 463, in review ng the
evi dence before it, the court found nothing that would
i ndicate that a dispersant, which was an additional ingredient
of a prior art conposition, would materially affect the basic
and novel characteristics of the claimed conposition therein;
the court noting that the prior art conposition possessed
addi ti onal enhanced detergent-di spersant qualities because of
thi s conmponent.

As noted by the exam ner, the Unhl patent discloses a

6
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drilling fluid conposition containing, as a drilling fluid
additive, a water soluble copolyner containing, inter alia,
vinyl imdazole, as a required nononeric constituent.
According to Unl, the polyners of his invention have excel |l ent
calciumtol erance and excellent thermal stability conpared
with cormercial fluid additives. However, even if objective
evi dence were of record denonstrating that the vinyl imdazole
conmponent of the prior art polymer were the sole causative

agent for the enhanced properties reported by the Uhl patent,

this fact al one would not |ead one to the conclusion that the
presence of a vinyl imdazole nononer in the clained polyner
woul d materially affect the basic and novel characteristics of
the clainmed conposition. Accordingly, given the above claim
construction, that Uhl arguably fails to teach or make obvi ous

the use of a pol yner

prepared froma nononeric m xture ?free of appreciable vinyl
i m dazol e nononer? i s not basis for distinguishing the clained
subject matter fromthe prior art.

Appel I ants’ second nmj or argunent on appeal concerns the



Appeal No. 94-4409
Application 07/958, 526

claimed limtation involving the bore hole hostile conditions
which is defined by tenperature and dival ent ion concentration
?above the infinite days line of Figure 14.? As appellants
note in their Brief at page 12, wth the exception of claim 87
which recites hostile conditions to be at tenperature of at

| east 100EF and a salinity of at |east 10g/kg solution, al
appeal ed clains recite hostile conditions as defined by
tenperature and nul tival ent ion concentration above the
infinite days line of Figure 14. Appellants further point out
and note that this nomnally requires a tenperature in excess

of 160EF. Appellants argue that Unl fails to nmake obvious the

process of formng a drilling fluid containing the defined
polymers and circulating the drilling fluid and the bore hole
during the drilling of a well wherein the fluid is exposed to

the ?hostile conditions? as defined in the clains. W disagree
wi th appellants’ assessnent of the teachings in Unl.

Initially, we point out that Uhl describes the polyners
of his invention as having excellent cal ciumtol erance
(rmultivalent ion concentration) and excellent thernal
stability conpared with comercial fluid additives. See the
reference at colum 1, lines 16 through 18. Uhl further
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poi nts out that copolyners according to his invention are
excel | ent when used as a drilling fluid additive during
drilling operations, and that the products covered by the Unl

i nvention have a favorable inpact especially ? n applications
for critical drilling operations under difficult conditions at

great depths and in the presence of formation water with a

very high content of electrolytes? (colum 7, lines 16 through
20). Thus Uhl, in our view, fairly suggests the use of his
materials in drilling operations encountering ?hostile

condi tions? as defined by certain of the appeal ed cl ai ns.

Appel lants’ third major argunent on appeal is that Uhl
fails to teach or make obvious what is alleged to be
unexpected stabilizing properties inparted to a pol yner
prepared from an unsaturated am de nononer of designated
formula (e.g., an acrylam de) by the addition of an N vinyl
| actamto the nononeric m xture when the polyner is
subsequent |y exposed to conditions conducive to hydrolysis.

As evidence of this unexpected result, appellants refer to the
specification at page 31, lines 5 through 14 and three papers

attached to their Brief as Exhibit B which indicate, inter
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alia, that the presence of vinylpyrrolidone (an N-vinyl

| actam) in a copolymer of vinylpyrrolidone-acrylam de
apparently restricts the |l evel of hydrolysis of the copol yner
in hard brines at high tenperatures. However, in our Vview,
whet her or not Unhl expressly reported this observed advant age
i's not persuasive of patentability, inasnuch as Uhl discloses
copol yners including Nvinylpyrrolidone conbined with
acryl am de. Conpare the working Exanples 9 and 13 in Table I
and Exanple 29 in Table Il of Uhl which Tabl es appear in the
reference at colums 9 and 10. Appellants have nade no
showi ng that the vinyl imdazole conponent of such pol yners
interferes negatively with any of the properties inherently
possessed by these prior art polyners.

Based on the foregoing, we agree with the exam ner’s
concl usion that the clainmed subject matter on appeal would
have been obvi ous within the neaning of 35 USC § 103.
Therefore, we affirmthe examner’s rejection of the appeal ed

clains under this section of the statute.

THE OBVI QUSNESS- TYPE DOUBLE PATENTI NG REJECTI ON

Process claim45 and conposition of nmatter clains 59 and
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62 were finally rejected under the judicially-created doctrine
of obvi ousness-type double patenting in view of clains 1 and 9
of U S. Patent No. 5,204, 320.

It is apparently agreed that U S. Patent No. 5,204,320 to
Patel is a conmonly owned, later filed ? nprovenent patent? and
thus a ?two-way? test is required to determ ne obvi ousness-type

doubl e patenting. 1n re Berg, 140 F.3d 1428, 1432, 46 USPQd

1226, 1229 (Fed. Cir. 1998). However, the exam ner argues
that a ?two-way? test is not required herein because appellants
have not diligently prosecuted the present application which
includes clains to the basic invention. As evidence thereof,

t he exam ner contends, inter alia, that appealed clains 66 and
76 herein were originally filed so broadly as to read on
?Padmitted prior art?. However, the exam ner never identifies
what ?admtted prior art? is relied on by him Mreover, as
best as we can determine fromthe nulti-year prosecution of
the present application and its parents, the Unl patent was
first applied in an office action mailed July 9, 1992. Thus
It is our view that the examner has failed to neet his burden

of showing that it has been appellants’ |ack of diligence
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whi ch held up the rate of prosecution of the present
application. W therefore ?procedurally? reverse the stated
rejection under the judicially-created doctrine of
obvi ousness-type doubl e patenting.

In summary, the exam ner’s rejection of the appeal ed
clainms for obviousness (35 USC § 103) is affirmed. The
exam ner’s rejection of certain of the appeal ed cl ai ns based
on the judicially-created doctrine of obviousness-type double
patenting is reversed. The decision of the examner is

affirned.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED
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)
JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
BRADLEY R GARRI S )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
TERRY J. OVENS )

Adm ni strative Patent Judge

N

RI CHVOND, PHI LLIPS, H TCHCOCK & FI SH
P. O. Box 2443
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