THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
Boar d.
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ON BRI EF

Before RONALD H SM TH, METZ and JOHN D. SM TH, Adm ni strati ve
Pat ent Judges.

METZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe

Application for patent filed March 25, 1992. Said
application is a continuation of Serial No. 07/401, 832, filed
on Septenber 1, 1989, now abandoned, which is a continuation-
in-part of Serial No. 07/180,057, filed on April 11, 1988, now
abandoned.
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exam ner's refusal to allow clains 1 through 5, 7 through 11,
13 through 17, 30 and 34. Cainms 6, 18 through 29 and 31
through 33, the only other clainms remaining in this

appl i cation, have been wi thdrawn

fromconsideration as clains directed to a previously non-
el ected invention and, accordingly, formno issue in this
appeal .

THE | NVENTI ON

The clained invention is directed to an article which
conprises an unprined nmetal surface which is silver, brass,
nickel or alumnum The netal article has adhering thereto an
abrasion resistant, transparent to visible |light, noisture
resi stant coating which conprises colloidal inorganic
particles enbedded in a cured polynmer prepared froma nonomner

of a pol yethylenically unsaturated am de of acrylic acid.

Caim1l is reproduced below for a nore facile
under st andi ng of appellant's clained invention.

1. An article conprising an unprinmed nmetal surface
selected fromthe group consisting of silver, brass,

ni ckel and al um num havi ng adhered thereto an abrasion
resistant, transparent to visible light, noisture

resi stant coating conprising 33.3 to 66.7% by wei ght of
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coll oidal inorganic particles enbedded in a radiation
cured crosslinked polymer matrix of a polynmer fornmed from
the cure of nonomers conprising polyethylenically
unsaturated am de of acrylic acid.

BACKGROUND

Appel  ant noted this appeal on Cctober 18, 1993 (Paper
Nunber 20). His brief was filed on Decenber 27, 1993 (Paper
Nunber 22). The examner filed his Answer on February 17,
1994 (Paper Nunber 23). In his Answer, the exam ner included
a statenent of the outstanding grounds of rejection,
specifically: (1) Cainms 30 and 34 stand rejected under 35
U S C 112, first and second paragraphs, based on severa
different theories; (2) clains 1 through 5, 7 through 11, 13
through 17, 30 and 34 stand rejected under the judicially
created doctrine of obviousness doubl e patenting; and, (3)
clains 1, 13, 30 and 34 stand rejected as being unpatentable
under 35 U.S.C. 8 103 fromKojima et al. considered with
Dessauer and Aoyama et al. Additionally, the exam ner entered
a new ground of rejection of clainms 1 through 5, 7 through 11,
13 through 17, 30 and 34 as bei ng unpatentable under 35 U S. C
8§ 103. Appellant was given two nonths fromthe date of the
Answer in which to file a reply to the new ground of

rejection. The exam ner also noted in his Answer that the
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clains in appellant's appendix to his brief were not the
cl ai ms on appeal .

On March 14, 1994, appellant filed a reply brief
respondi ng to the new ground of rejection and a separate
anendnment on even date (Paper Nunbers 24 and 25,
respectively). On April 21, 1994, the exam ner filed a
suppl enental Answer to appellant's reply brief wherein the
exam ner nodi fied his new ground of rejection (Paper Number
26). The application was received at the Board of Patent
Appeal s and Interferences (the Board) on August 5, 1994. On
Cctober 21, 1996, the application was renmanded to the exam ner
by one of the Board's Program and Resource Adm nistrators for:
(1) the signature of the Supervisory Primry Exam ner
approvi ng the new ground of rejection; (2) stating the status
of the anmendnent of March 14, 19942, and, (3) requiring a
correct appendix to the brief containing the clains on appea
(Paper Nunber 27).

The exam ner responded to the renand in a paper captioned

"Exam ner's Answer" and filed on Cctober 30, 1996, and

2 The Program and Resource Adm nistrator's reference to
t he anmendnent of February 1, 1996 in the Remand i s not
understood as there is no anendnent of February 1, 1996, in
the record.
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required, inter alia, "a new conplete brief", including an
appendi x with the correct copy of the clains on appeal (Paper
Nunber 28). On page 2 of Paper Number 28, the exam ner

mai ntai ned the rejections of the clains 1, 4, 5, 8, 9, 11, 14,
16, 30 and 34 under 35 U. S.C. 8§ 103 for reasons expressed in
Paper Nunbers 23 and 26.° Appel |l ant was given one nonth from
the date of Paper Nunber 28 to file a new brief "that fully
conplies with 37 CF.R 8 1.192(c)." Appellant tinely filed a
"new conplete brief" on Decenber 2, 1996 (Novenber 30, 1996,
was a Saturday, Paper Nunber 29). The appellant's brief was

acknowl edged in a paper captioned "TH RD SUPPLENMENTAL

EXAM NER' S ANSWER' and filed on January 24, 1997 (Paper Number

30) .

THE REFERENCES

The references of record which are being relied on by the

exam ner as evidence of obvi ousness are:

Dessauer 4,311, 783 Jan. 19,
1982
Aoyama et al. (Aoyamm) 4,384,011 May 17,
1983

® The examiner's reference to the Suppl enental Exami ner's
Answer mailed April 2, 1994, is an obvious error. Said
Suppl enental Exami ner's Answer was mailed on April 21, 1994.

5



Appeal No. 94-3812
Application 07/857,701

Kojima et al. (Kojima) 4,542,088 Sep. 17,
1985
Reilly, Jr. 4,576, 975 Mar. 18,
1986
Bi | kadi 4, 885, 332 Dec. 5, 1989
Lucey 5,180, 757 Jan. 19,
1993

THE REJECTI ONS

Clains 30 and 34 stand rejected under 35 U S.C. § 112,
first paragraph, as failing to satisfy the witten description
requi renment of the statute with respect to the fornmula for the
unsaturated am de. Cains 30 and 34 stand rejected under 35
US C 8§ 112, first paragraph, as |acking an adequate witten
description in the specification for the phrase "said nononers
are free of acryloxy silanes and epoxy silanes", and because
the fornmulae in clains 30 and 34 are not "described" in
appel l ants' disclosure. Cains 30 and 34 stand rejected under
35 U S . C
8 112, second paragraph, because the clains set forth an
i nproper divalent -N- radical in the fornulae in clains 30 and

34 and, because when "nf' is 1.05, the claimed conmpound is not

a polynmer as required by the claim dainms 1 through 5, 7
through 11, 13 through 17, 30 and 34 stand rejected under the

judicially created doctrine of obviousness doubl e patenting
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fromthe clains of Bilkadi considered with Reilly, Jr. dains
1, 4, 5, 8, 9, 11, 14, 16, 30 and 34 stand rejected under 35
U S C 8 103 as being unpatentable fromthe disclosure of
Koj i ma considered with Dessauer and Aoyama. Cains 1, 4, 5,
8, 9, 11, 14, 16, 30 and 34 stand rejected under 35 U S.C. 8§
103 as bei ng unpatentable fromthe disclosure in Lucey
consi dered wi th Dessauer.

Except for the argunents at pages 19 and 20 of
appel lant's brief (Paper Nunmber 29) concerning the rejection
of clainms 4, 5, 11, 14 and 16 under 35 U.S. C. § 1034,
appel l ants have failed to argue with any reasonabl e degree of
specificity the patentability of any other claim
Accordi ngly, except for the above-noted clains, the
patentability of all the clains stands or falls with
i ndependent claim1l and we shall decide the patentability of
all the clains based on the patentability of claiml. 1nre
Ni el son, 816 F.2d 1567, 1572, 2 USPQ2d 1525, 1528 (Fed. Cr

1987); In re Kroekel, 803 F.2d 705, 709, 231 USPQ 640, 642

(Fed. Cir. 1986). See also 37 CFR 1.192(c)(7), first sentence.

4 Appellant's separate argunents concerning Clains 6, 7,
10, 13, 15, 18, 23 and 24 are noot since these clainms are not
rejected under 35 U. S.C. § 103.
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THE OBVI QUSNESS DOUBLE PATENTI NG REJECTI ON

We shall reverse this rejection. Wile we agree with the
examner's inplicit conclusion that only a so-called "one-way"
test was necessary here because Bil kadi's assignee, the
M nnesota M ni ng and Manufacturing Conpany coul d have fil ed
the appealed clains and the Bil kadi clains in one application
and, thus, appellant's assignee effectively controlled the
rate of prosecution®, for reasons set forth below we find that
t he exam ner has not established a prima facie case of
obvi ousness.

On page 10 of Paper Nunber 23, the exam ner concedes that
Bi | kadi clainms neither a nmetal surface nor a polyacryl am de
radi ati on cured crosslinked polynmer. The exam ner relies on
the disclosure in Bilkadi in colums 7 and 8 that his coatings
may be applied to netal and the disclosure in Reilly, Jr. at
colum 11, Exanple 5 where alumnumis allegedly coated with a
pol yacryoyl nononer and silica gel as evidence that the
appeal ed cl ai nrs woul d have been obvious from Bil kadi's cl ai ns.
Additionally, the exam ner considers Reilly, Jr. to teach the

equi val ence of polyacryl oyl nononers and pol yacryl anm des for

°®ln re Berg, 140 F.3d 1428, 1431, 46 USPQd 1226, 1229
(Fed. Cir. 1998).
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coating conpositions for netals containing silica gel. The

exam ner concl udes that:
It woul d have been obvious to enploy the pol yacryl am de
of Reilly, Jr. as the polyacryloyl nononer of Bilkad
consi dering the equival ency between the pol yacryl oyl
esters of Bil kadi and pol yacryl am de established in
Reilly, Jr. for equivalent colloidal silica-containing
metal coating formulations.

W di sagr ee.
In the first instance, Reilly, Jr. does not teach the

equi val ence of polyacryloyl esters of Bil kadi and

pol yacrylam des. Reilly, Jr. describes M chel er ketone

anal ogs (MKA' s) as photoinitiators for addition-polynerizable

conmpounds. Useful water-insoluble polynerizable conpounds

i ncl ude conmpounds whi ch coul d be described as pol yacryoyl
esters. The acrylam des disclosed by Reilly, Jr. as useful

are described as water-sol uble polynerizabl e conpounds. Thus,

except for the fact that each of the aforenentioned conpounds
may be pol ynerized by the MKA's, it is not understood where
the all eged "equival ence” for Bilkadi's coating conposition is
found. Further, the silica gel in the exanple in colum 12 of
Reilly, Jr. is only used at a | evel of about 5 weight percent.
Accordingly, we find that the appeal ed clains would not have

been obvious fromthe clains of Bil kadi considered with



Appeal No. 94-3812
Application 07/857,701

Reilly, Jr.

THE REJECTI ONS UNDER 35 U.S.C._§ 112

W agree with the exam ner that the fornulae recited in
claims 30 and 34 are not described, in the sense of 35 U. S. C
8§ 112, first paragraph, in appellant's original disclosure.

As correctly noted by the examner, the fornula at page 11 of
the specification depicts for the substituent "X' either "-O"
or "NHR". The am des clained in clainms 30 and 34 do not

i nclude a hydrogen attached to the nitrogen atom Thus, we
agree with the exam ner that appellant's original disclosure
nei t her describes in haec verba nor reasonably conveys to a
person of ordinary skill in the art that appellant was
possessed of the conpounds now clainmed by themin clains 30
and 34.

In reaching the above concl usion we have not overl ooked
appel l ant's argunent that the "-NHR" is a divalent |inking or
bridging group. Nevertheless, if the recited group were a
di val ent |inking group then "R" would have to be a dival ent
i nki ng group. Mere inspection of the values recited for
"R", that is, hydrogen or an alkyl group of from1 to 4

carbon atons, establishes the error in appellant's position.

10
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Mor eover, the subm ssion of the Hoechst Cel anese product sheet
does not support appellant's position. Suffice it to say that
t he conpounds on the product sheet represent neither conpounds
as clainmed in clains 30 and 34 nor conpounds as described at
page 11 of the specification.

We agree with appellant with respect to the recitation in
claim 34 regardi ng the absence of acryloxy silanes and epoxy
silanes. W find the disclosure at page 5, lines 24 through
30 reasonably conveys to persons of ordinary skill in the art
that at the time appellant filed his application, he
recogni zed that acryl oxy and epoxy sil anes were undesirable
because they were not resistant to steam and extended exposure
to noisture. Accordingly, the limtation in claim 34 excluding
themis "described" in the sense of 35 U.S.C. 8§ 112, first
par agr aph.

We find no nerit in the examner's position with respect
to either the so-called "dangling" val ence of the substituent

"-NR:-" in clainms 30 and 34 or with respect to the val ue of

"m' in clains 30 and 34.°® W consider it to be apparent that

® W note in passing that in claim34, "m' is defined as
rangi ng both from1.05 to 5.95 and from1l to 6. |Indeed,
after the recitation in claim 34 concerning the absence of
silanes, the values for all the clained substituents are

11
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the so-called "dangling val ence" for nitrogen is attached to
the "R:-(Y)," noiety. Concerning the value of "nf in clainms 30
and 34, we find the exam ner has m sinterpreted appellant's

di scl osure at page 12, lines 2 through 6. It is clear that

"mM is only 1.05 to 5.95 when a mixture of acrylic and

nmet hacryl i c conpounds are used. Only when either an acrylic or
met hacrylic conpound is used does "ni have a value of two to
six.” Accordingly, the rejection under 35 U S.C. § 112,

par agraph two, is reversed.

THE REJECTI ONS UNDER 35 U.S.C. § 103

We shall affirmthe reaction over the conbination of
Koj i ma consi dered with Dessauer and Aoyama. As correctly
noted by the exam ner, Kojima discloses that netals, such as
al um num pl ates (colum 10, lines 8 through 14), may be coated
wWith a curable conposition conprising a bisacrylam de (col umm
6, lines 19 through 24) and colloidal silica or alum na

(colum 5, lines 49 through 59). Simlarly, Dessauer

repeated. Thus, we cannot conprehend the scope and content of
what appellant is attenpting to claimin claim 34.

" W also note that the conpounds of clains 30 and 34,
desi gnated as am des of acrylic acid, are only acryl am des
when
R® i s hydrogen.

12
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descri bes coating a netal substrate (colum 8, |ines 49
through 57) with a curabl e nononer such as bisacryl am de
(colum 6, lines 9 through 52) and silica gel (colum 5, I|ines
19 through 22). Aoyama coats a netal such as copper, iron,
chrom um nickel, stainless steel or alum num (colum 4, I|ines
63 through 67) with a blend of bisacrylam de colum 3, lines
33 through 65) and an inorganic filler such as silica (colum
4, lines 38 through 47) in anobunts which include the anounts
cl ai med by appel | ant.

We agree with the exam ner that the subject matter of
claim1l would have been prima facie obvious to a person of
ordinary skill in the art at the tinme appellant's invention
was nmade. Appellant has argued that using the clained | evel
(33.3 to 66.7 weight percent) of colloidal silica is neither
taught nor suggested by the prior art. However, the exam ner
has perforned a cal cul ati on using the disclosure of Aoyama
whi ch establishes that by foll owi ng Aoyama' s express
di scl osure, the clainmed anbunts are obtained. Wile appell ant
has had abundant opportunities to address the exam ner's
cal cul ations he has declined to do so. Accordingly, we accept
the exami ner's cal cul ations as accurate and agree with his
concl usi on based on his cal cul ati on.

13
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Addi tional ly, Dessauer describes "m nor anounts", as
appel | ant acknow edges, and we find the term nol ogy "m nor
amount"” to nmean less than fifty percent. Thus, Dessauer
suggests the clained | oading | evel of colloidal silica. To
the extent it is appellant's position that Kojima is silent on
the issue of colloidal silica | oading, we rem nd appel | ant
that where, as here, the rejection is founded on a conbi nati on
of references it is inproper to consider the references
individually for what they disclose. Rather, the references
nmust be considered together for what their conbined
di scl osures woul d have fairly suggested to a person of
ordinary skill in the art.

Al t hough appel |l ant has recognized in his brief that the
exam ner has rejected the clainms under 35 U S.C. § 103 as
bei ng unpatentable fromthe disclosure of Lucey consi dered
wi th Dessauer, we have searched appellant's brief for a
di scussi on of the appellant's argunents agai nst the rejection
but have found none. Rather, there is a discussion at pages
14 through 17 addressing a rejection of the clains over a
conbi nation of references (Reilly, Jr., taken with Lucey and
Costanza) not before us. It is not until the second ful

par agr aph on page 17 of the brief that we find any di scussion

14



Appeal No. 94-3812
Application 07/857,701

of Lucey and Dessauer. Therein, appellant argues that the
proposed conbi nati on of Lucey with Dessauer would not vyield
the article of claim1 because there is no basis for
concl udi ng that substituting for the filler in Lucey the
filler in Dessauer would yield a transparent coati ng.
Nevert hel ess, we find nothing in the art relied upon
whi ch woul d indicate that such a coating is not transparent to
visible light. Appellant's nere argunent to the contrary is
not adequate to overcone the fact that Lucey discl oses that
filled conpositions have good resistance to humdity which is
one of appellant's alleged properties for his coating. W are
satisfied that this property al one woul d have notivated a
person skilled in the art to have added a filler to Lucey's
curabl e vinyl nononer conpositions. Moreover, Lucey
recogni zes that the amount of filler used depends on the
ultimate final use for the conposition (colum 18, |ines 33
through 56). Finally, the disclosure of funmed silica in
colum 19, line 40, which is a formof colloidal silica, would
have notivated an ordinarily skilled person in the art to use
the colloidal silica of Dessauer in Lucey's conposition.
Accordingly, we shall affirmthe rejection of the clains as

unpat entable formthe disclosure of Lucey considered with

15
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Dessauer .

Not wi t hst andi ng our affirmance of the prior art
rejections, we have considered appellant's separate argunents
for patentability at pages 19 and 20 of his brief. W agree
wi th appellant that neither the plunbing fixture of claim4
nor the nmetallized surface of an adhesive tape of claim5 is
ei ther taught or fairly suggested by the prior art on which
the exam ner has relied.® Accordingly, the rejections of
clainms 4 and 5 under 35 U.S.C. 8§ 103 are reversed. W do not
find persuasive, however, appellant's argunent concerning the
| oadi ng | evel of colloidal silica in claim11l, 14 and 16. W
find the prior art teaches broad | evels of addition which
enconpass the anmount clained in clains 11 and 16. C aim 14,
however, ultinmately depends fromclaim3 which depends from
claim1l and does not recite the higher level of colloida
silica argued as a patentabl e distinction.

Havi ng concl uded that the exam ner has nmade out a prim
facie case of obviousness with respect to the appeal ed subj ect

matter, it is necessary for us to consider appellants’

81t is not clear fromthis record that a prior art
search in the plunmbing fixtures and netallized adhesive
tape art has been made by the exam ner.

16
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rebuttal evidence, if any, and to reconsider the prim facie

case anew in light of all the evidence. |In re Piasecki, 745

F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr. 1984). However,
appel | ants have neither presented any rebuttal evidence nor
advanced any argunents with respect to any probative show ng
of surprising or unexpected results represented by objective
evidence in this record. Accordingly, the prinma facie case of
obvi ousness stands unrebutted.
SUMVARY

The rejection of clains 30 and 34 under 35 U . S.C. § 112,
first paragraph, is AFFIRMED. The rejection of clains 30 and
34 under 35 U. S.C. 8§ 112, second paragraph, is REVERSED. The
rejection of claims 1 through 5, 7 through 11, 13 through 17,
30 and 34 under the judicially created doctrine of obvi ousness
doubl e patenting is REVERSED. The rejection of clains 1, 8,
9, 11, 14, 16, 30 and 34 under 35 U S.C. § 103 is AFFI RMED
The rejection of clains 4 and 5 under 35 U S.C. § 103 is
REVERSED

The deci sion of the exam ner is AFFI RVED- | N- PART.

17
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No tinme period for taking any subsequent action in

connection with this appeal

1.136(a).

AHM gj h

AFFI RVED- | N- PART

RONALD H. SM TH
Adm ni strative Patent Judge

ANDREW H. METZ
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

)
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