TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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WE| FFENBACH, Admi ni strative Patent Judge

DECI SI ON ON APPEAL
This is a decision on appeal under 35 U S.C. § 134 fromthe

examner's final rejection of claims 2-7, 9-17 and 73, which are

lppplication for patent filed Decenber 4, 1992. According to
appel l ants, this application is a continuation of Application 07/659,411 filed
March 11, 1991, now abandoned, which is a continuation of Application
PCT/ US90/ 00815 fil ed February 21, 1990, which is a continuation-in-part of
Application 07/470,431 filed January 24, 1990, now abandoned, which is a
continuation of Application 07/319,011 filed March 3, 1989, now abandoned.
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all of the clains remaining in the application? W affirmin-

part.

The d ai ned Subject Matter
The clainms on appeal are directed to a process for the
separation and recovery of isocyanate nononers. Claim73 is
illustrative of the clainmed subject matter
73. A process for the separation and recovery of
i socyanate nmononers fromisocyanate concentrates forned
in the production of isocyanates and conprising a
vol atil e isocyanate nononer and by-products which
conprises the steps of:
(A) preparing a m xture conprising
(A-1) t he i socyanate concentrate; and

(A-2) an oil solution conprising:

(A-2-a) a maj or anmount of hydrocarbon oil,
and

(A-2-Db) a mnor amount of at |east one
di spersant selected fromthe group consisting of (1) a
carboxylic di spersant prepared by reacting a

2Appel | ants have included new clains 74-77 in Appendix A of their Brief
along with rejected claims 2-7, 9-17 and 73. Appellants state on page 1 of
their Brief that “[c]lains 74-77 have been submitted with the Amendnent After
Final” which was filed concurrently with the Brief. Appellants were notified
via the Exam ner’s Answer that the clains had not been entered. |In the Reply
Brief, appellants noted that the examiner’'s refusal to enter the new clains
and requested that the new clains be entered. The exaniner’'s refusal to enter
claims is a petitionable matter, and not revi ewable by the Board Patent
Appeal s and Interferences. See 37 CFR 1.181(a)(3) and Sections 706.01 and
1002. 02(c) (4) of the Manual of Patent Exani ning Procedure 6th Edition, Rev.
July 1996. Accordingly, clainms 74-77 are not before us for consideration.
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substituted carboxylic acid or derivative thereof with
an am ne having present within its structure at | east
one >NH group, or a basic inorganic material, (2) an
am ne di spersant prepared by reacting an aliphatic or
alicyclic halide wwth an am ne, (3) a Mannich

di spersant, and (4) a product obtained by post-treating
(1), (2), or (3) with a nenber selected fromthe group
consi sting of urea, thiourea, carbon disulfide, an

al dehyde, a ketone, a carboxylic acid, a hydrocarbon-
substituted anhydride, a nitrile, an epoxide, a boron
conpound, and a phosphorus conpound, provided that the
di spersant is not an ester obtained by reacting at

| east one substituted succinic acylating agent with at
| east one al cohol of the general fornmula

Rs(OH) o, (1)

wherein R is a nonoval ent or

pol yval ent organi c group

joined to the OH groups through

carbon bonds, and mis an

integer of from1 to about 10, and
(B) heating the mxture to an el evated

t enper at ure whereby i socyanate nononer is distilled and
recovered, leaving a liquid residue.

The Prior Art and Rejections
The exam ner relies upon the following prior art references
to support the rejections of the clains:
Nadl er 2,810, 681 Cct. 22, 1957
Di Biase et al. (DiBiase) 5,043, 470 Aug. 27, 1991
The appeal ed clains stand rejected as foll ows:
1. Clainms 2-7, 9-17 and 73 stand rejected under 35 U. S. C

8 103 as obvi ous over Nadl er.
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2. Clainms 2-7, 9-17 and 73 stand rejected under 35 U. S. C
8§ 112, first paragraph, on the ground that “the disclosure is
enabling only for claims limted to the specifically disclosed
‘di spersant’.”

3. Clains 2-7, 9-17 and 73 stand rejected under the
judicially created doctrine of obviousness-type doubl e patenting

as bei ng unpatentable over clains 1-55 of Di Bi ase.

Opi ni on
Appel l ants state that the clainms do not stand or fall
together. On pages 6 and 7 of the Brief, appellants argue that

neither Nadler nor Irwin et al® alone or in
conbi nati on di scl ose or suggest a process which uses a
di spersant and an overbased material as in Appellants’
clainms 10 through 14.

Further, neither cited reference alone or in
conbi nati on di sclose or suggest a process which uses a
di spersant and at |east one netal salt of a
di hydr ocar byl di t hi ophosphoric acid as in Appellants’
clainms 15 through 17.

The exam ner contends that clainms 10-17 stand or fall together

because appel lants’ argunents for separate patentability over the

3The original final rejection under 35 U.S.C. § 103 included Irwin et
al. (Patent No. 3,729,386). However, the exam ner withdrew the reference as
bei ng cunul ati ve.
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applied prior art are nerely conclusions “w thout any substanti al
reasons given” (Answer, page 2).%

We note that appellants have not presented any argunents for
separate patentability for clains 2-7 and 9. In the absence of
such argunents, clains 2-7 and 9 are considered to stand or fall

together wth independent claim73. In re N elson, 816 F.2d

1567, 1571, 2 USPQ2d 1525, 1527 (Fed. Cr. 1987); ln re Wod, 582

F.2d 638, 642, 199 USPQ 137, 140 (CCPA 1978); Ex parte Schier, 21

UsP@2d 1016, 1018 (Bd. Pat. App. & Int. 1991). As for clains 10-
17, these clains will stand or fall separately to the extent that
separate patentability of these clains has been argued by

appel lant in accordance with 37 CFR 88 1.192(c)(5) and
(c)(6)(iv)(1993).

We have carefully considered the respective positions ad-
vanced by both appellants and the exam ner for patentability of
the appealed clainms. In so doing, we will affirmthe rejection
for obviousness of clains 2-7, 9 and 73 over Nadler, but reverse
the rejection for obviousness with respect to clains 10-17. W

further find ourselves in agreenent with appellants with regard

“Whi | e the examiner contends that the appellants’ argunents for separate
patentability of clains 10-17 are not substantial, on page 7 of the Answer, it
is noted that the exanmi ner did respond to appellants’ argunents.
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to the obviousness-type doubl e patenting and non-enabling
rejections that these rejections should be reversed.

Rej ection for ovi ousness

The exam ner rejected clains 2-7, 9-17 and 73 as being
obvi ous over Nadler. Nadler relates to a nmethod of recovering
tol uene-2, 4-dii socyanate (TDI) froma reaction nass (a tar
resi due) which forns during the preparation of TDI (col. 1, lines
14-19). Although TDI is distilled fromthe reacti on mass,
according to Nadler, “an appreciable quantity [of TDI] remains in
the concentrated viscous tar, fromwhich conplete renoval by
sinple distillation techniques is difficult” (col. 1, lines 27-
31).

To solve this problem Nadler m xes the reaction mass with
an oil solution containing a hydrocarbon oil and a m nor anount
of a dispersant (col. 1, lines 56-70). The anount of dispersant
in the oil solutionis fromO0.05%to 3.0% based on the wei ght of
the oil. The dispersant conprises a reaction product of two
conponents (col. 1, lines 18-29). The first conponent is am ne
free and includes |ong chain alkyl nethacrylates or unsaturated
di carboxylic acid derivatives such as |aurylethyl naleate or
| auryl fumarate (col. 3, lines 30-39). The second conponent

contains a basic nitrogen and includes conpounds such as
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di all yl am ne and “any ot her basic am no-nitrogen conpound
including ... secondary ... amnes ...”" (col. 3, lines 40-49).
According to Nadler, the oil solutionis mxed with an isocyanate

concentrate (crude reaction mxture) and then the mxture is

heated to an el evated tenperature to distill and recover
i socyanate nmononer fromthe concentrate (col. 1, line 70 to col.
2, line 38 and col. 2, line 60-66). 1In view of these teachings,

we find that Nadl er woul d have suggested to one having ordinary
skill in the art the dispersants and the process cl ai ned by
appellants in clains 2-9 and 73.

Appel | ants argue Nadler’s process differs fromthe clai ned
process in that Nadler is using addition type copol yner
pol yacryl ate or pol ynethacrylates. As discussedsupra, Nadl er
di scl oses conpounds ot her than al kyl acrylates or nethyl acryl ates
such as unsaturated dicarboxylic acid derivatives, which
conpounds cone within the scope of appellants’ clainmed (A-2-b-1)
substituted carboxylic acid conponent. By the sane token, the
am ne conponent of Nadler’s dispersant is not l[imted to
conmpounds such as bet a-di et hyl am noet hyl nethacrylate. A
secondary am ne such as diallylamne is al so suggested. W find
that the teachings of Nadler woul d have suggested to one of

ordinary skill in the art reacting an am ne such as diallylam ne
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with a dicarboxylic acid derivative (e.g. lauryl fumarate) to
formthe clainmed dispersant (col. 3, lines 18-50). Accordingly,
we Wil sustain the rejection of clains 2-7, 9 and 73 over
Nadl er. However, we agree with appellants that Nadl er does not
teach or suggest a process which uses a dispersant containing a
metal salt as set forth in appellants’ clains 10-17.

The exam ner determ ned that clains 10-14 only require
“m nor anmounts” which can be interpreted as including “trace
anounts” of a nmetal salt. Fromthis, the exam ner concluded that
“Nadl er includes dispersants produced frommaterials such as
carboxylic esters which are neutral acidic organic conpounds and
it would be reasonable to assune that a m nor anount, which
i ncludes trace anmounts, of the starting materials used to produce
the di spersants would remain therein” (Answer, page 7). W do
not agr ee.

The exam ner has not provided any evidence or an anal ysis of

the prior art to support his conclusion. Cf. In re Brouwer, 77

F.3d 422, 425, 37 USPQ2d 1663, 1666 (Fed. Cir. 1996);1ln re

Ochiai, 71 F.3d 1565, 1569-72, 37 USPQd 1127, 1131-33 (Fed. Cir.
1995). Moreover, original claim60 in appellants’ specification
recites the amount of the netal salt added to be “from about 0.1

to about 20% by weight.” This anmount woul d hardly be consi dered
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by a person skilled in the art to be a “trace anount.” For these
reasons, the examner’s rejection of clainms 10-14 over Nadler
under 35 U . S.C. 8 103 is reversed.

As for clains 15-17, these clains require the dispersant to
include a “mnor anopunt” of an additional conponent conprising a
metal salt of a dihydrocarbyl dithi ophosphoric acid. The
examner’'s position is that “the presence of ‘a m nor anount’ of
an additional conponent is given no patentable significance since
“a mnor anmount’ include trace anbunts which would not materially
effect [sic, affect] the process” (Answer, page 7). Again, we do
not agr ee.

While clains are to be given their broadest reasonable
interpretation consistent with the specification, the claim
| anguage should be read in |ight of the specification as it would
be interpreted by one having ordinary skill in the art. In re
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983).
On page 84 of the specification, appellants disclose that

[t]he oil solutions ... also may contain other usefu

addi tives including netal dihydrocarbyl dithiophos-

phat es, viscosity inprovers, including those having

di spersant or detergent properties, conpositions

generally referred to as friction nodifiers when added

to oils, etc. Wen included in the oil solution, these

additives are present in ampunts of from about 0.1 to

about 20% nore generally fromO0.1 to about 10% by
wei ght. [ Enphasis ours. ]
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Agai n, an anount conprising about 0.1 to about 20% can hardly be
considered a “trace anount.” The exam ner has not presented any
scientific reasoning to conclude that a “m nor ambunt” of a

metal salt of a dihydrocarbyl dithi ophosphoric acid would not
materially affect the clainmed process. Accordingly, for the
reasons given above the rejection of clainms 15-17 under 35 U.S. C
8§ 103 over Nadler is reversed.

Non- Enabl enent Rej ection

The exam ner has found the clainms to be non-enabling under
the first paragraph of 35 U.S.C. 8 112 on the ground that “the
di sclosure is enabling only for clains limted to the
specifically disclosed dispersant” (Answer, page 5). The
exam ner concl uded that undue experinentation would be required
because “the specification presents no correl ati on between
structure and function which would enable one of ordinary skil
in the art to reasonably predict which of the nyriad di spersants
i ncluded by the clainms would be useful and which woul d not be
useful” (Answer page 5). We will reverse this rejection for
essentially those reasons expressed in appellants’ Brief. The
exam ner’ s concl usion | acks supporting scientific reasoning
and/ or evidence to persuade us that a correlation, or the |ack

t hereof, between structure and function is required to enabl e one
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skilled in the art to practice the invention. Appellants have
cited nunmerous patents in their specification for making the

cl ai ned di spersants which we consider to be nore than adequate to
convey to one skilled in the art how to make the di spersants and
to nake a determ nation of which dispersants woul d be useful to
practice the ivention. For these reasons, we are unpersuaded

t hat undue experinentati on would be required to make such a
determ nation

Obvi ousness-Type Doubl e Patenting Rejection

Clainms 2-7, 9-17 and 73 have been rejected under the
judicially created doctrine of obviousness-type doubl e patenting
as bei ng unpatentabl e over clains 1-55 of the Di Bi ase patent.
Appel l ants contend that the patent “teaches the use of a
di spersant which is a carboxylic ester prepared froma succinic
acyl ati ng agent and an al cohol” and that the clains herein “are
directed to specific dispersants which do not include the ester
di spersants of DiBiase et al.” (Brief, page 9). The exam ner
concedes that the “conflicting clains are not identical,” but
that “they are not patentably distinct fromeach other because
the ‘dispersant’ is so broad in the instant clainms as to include
honol ogs of the excluded ‘dispersant’ which are clained in the

patent” (Answer, paragraph bridging pages 3 and 4). We will not
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sustain this rejection because the follow ng negative limtation
in claim73 appears to exclude the only dispersant recited in the
clains of DiBiase:
.. provided that the dispersant is not an ester
obt ai ned by reacting at |east one substituted succinic

acylating agent with at | east one al cohol of the
general fornula

Rs( OH) o, (1)

wherein R is a nonoval ent or pol yval ent organi c group

joined to the OH groups through carbon bonds, and mis

an integer of from1 to about 10 ....

The exam ner has failed to provide any reasons for concl udi ng
that the breadth of the clains on appeal would “include honol ogs
of the excluded *dispersant’.”

For the foregoing reasons, wll reverse the exam ner’s
rejection under the judicially created doctrine of obviousness-
type doubl e patenting. However, we note that the negative
limtation in claim73 excluding an ester obtained by reacting at
| east one substituted succinic acylating agent with at |east one
al cohol appears to be subject matter which may not conply with
the witten description and best node requirenents of the first
paragraph of 35 U . S.C. § 112.

The negative limtation in claim73 is not part of the
original disclosure, but was added by anmendnent during the

prosecution of the application. See Amendnent A, Paper No. 6.
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While a negative limtation is not inpermssible per se, it nust
be definite and nust conply with the witten description

requi renment of 35 U S.C. § 112, first paragraph. Chisum on
Patents, Vol. 3, Chapter 8.06[3], page 8-144 (1997). See Ex

parte Hradcovsky, 214 USPQ 554, 555 (Bd. App. 1982); In re Duva

387 F.2d 402, 408, 156 USPQ 90, 95 (CCPA 1967); I n re Bankowski,
318 F. 2d 778, 782-783, 138 USPQ 75, 79 (CCPA 1963). W do not
find the limtation to be indefinite, but it would appear that it
may not satisfy the witten description requirenent of 35 U. S. C
§ 112, first paragraph.

To conply with the witten description requirenment, it is
not necessary that the invention be clained using the sane words
as in the specification. Al that is required is that the
speci fication reasonably convey to a person of ordinary skill in
the art that as of the filing date of the application, the
i nventors had possession of the subject matter later clained. |n
re Edwards, 568 F.2d 1349, 1351-1352, 196 USPQ 465, 467 (CCPA

1978); In re Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA

1976); Ln re Lukach, 442 F.2d 967, 969, 169 USPQ 795, 796 (CCPA

1971). The determ nation as to whether the specification
provi des support for the newy clained subject matter is

primarily factual and depends on the nature of the invention and
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t he anbunt of know edge inparted by the disclosure to those of

ordinary skill in the art. In re Wertheim supra

On pages 3, 4, 14 and 15, Appellants describe a di spersant
in the hydrocarbon oil m xture, which according to appellants is
a preferred enbodi nent of the invention. This dispersant is
identical to the dispersant set forth in the negative limtation
recited in claim73, supra. Because claim 73 appears to exclude
the preferred anmbodi nent of the invention, a question arises as
to whether the inventors had possession of an invention excluding
the preferred enbodinent at the tinme the application was fil ed.
Therefore, upon return of this application to the exam ner, the
exam ner should make a determ nation as to whether the negative
limtation set forth in claim73 violates the witten description
requi rement of the first paragraph of 35 U S.C. § 112 and whet her
claims 2-7, 9-17 and 73 should be rejected thereover.

Concl usi on
For the foregoing reasons, the decision of the exam ner is

affirnmed-in-part.
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No time period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

JOHN D. SM TH

Adm ni strative Patent Judge)
)
)

)
CAMERON VEI FFENBACH ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES
)
)
JOAN ELLI S )

Adm ni strative Patent Judge)
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