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DECI SI ON ON APPEAL

This is an appeal pursuant to 35 USC § 134 fromthe fi nal
rejection of clainms 1 through 16. Caim1l is representative and

i s reproduced bel ow

! Application for patent filed July 27, 1992.
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1. A compound of the formula:

LT

or a pharmaceutically acceptable salt thereof
wherein Z is selected from the group consisting of

R; is alkoxy of one to six carbon atoms;

R,, Ry, Ry and Ry are the same or different and are

selected from the grcup consisting of hydrogen,

halogen, CF,, hydroxy, alkoxy of one to six carbon

atoms, acyl of two to seven carbon atoms, amino,

amino substituted by one or two alkyl groups of

one to six carbon atoms, C,-C, acylamino,

aminocarbonyl, aminosulfone optionally substituted

by one or two alkyl groups of one to six carbon

atoms, C,-C; alkylsulfone and nitro;

m
X

is 1 or 2;
is 0 or NR,; and

R,; is hydrogen or alkyl of 1 to 6 carbon atoms.
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The references of record relied upon by the exam ner are:

Watts 4,816, 453 Mar. 28, 1989
Ki ng 4,853, 376 Aug. 1, 1989
Buchhei t 4,910, 193 Mar. 20, 1990

Clains 1 through 5 and 9 through 13 stand rejected under 35

USC § 112, first paragraph, enabl enent requirenent.
Additionally, all appeal ed clains stand rejected under 35 USC

8 103 over Watts in view of King and Buchheit.

THE REJECTI ON UNDER 35 USC § 112, FI RST PARAGRAPH
According to the exam ner, the ?how to nmake and use
requi renent? of 35 USC § 112, first paragraph requires an
enabl i ng di scl osure commensurate in scope with the protection
sought by the clains. The exam ner further alleges that
appel lants, ?t appears,? have not enabl ed and discl osed ?how to
make, test and use? the conpounds clained in the generic scope
for the presently clainmed invention. See the Answer at page 3.

W reverse.

It is well settled |law that the exam ner has the ?burden of
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gi ving reasons, supported by the record as whol e, why the
specification is not enabling....Show ng that the disclosure
entail s undue experinmentation is part of the PTO s initial

burden....? In re Angstadt, 537 F.2d 498, 504, 190 USPQ 214, 219

(CCPA 1976). In determ ning whether a disclosure would require
undue experinmentation to nmake and use clai ned subject matter, the
exam ner nust consider not only the breadth of the clains but

al so other factors such as the predictability or unpredictability
of the art in question, the relative skill of those in the art,
the state of the prior art, the nature of the invention, the
presence or absence of working exanples, the anount of direction
or gui dance presented, and the quantity of experinentation

necessary. In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404

(Fed. Gr. 1988), citing with approval Ex parte Forman, 230 USPQ

546, 547 (Bd. Pat. App. & Int. 1986). The exam ner has failed to
adequat el y address any of the above considerations.

In neither his statenent of rejection, nor his response to
appel l ants’ argunents, has the exam ner provided a single
persuasi ve reason as to why the specification fails to enabl e one
skilled in the art to disclose how to nmake and use the conpounds
clainmed ?%in the generic scope?. |ndeed, the exam ner

acknow edges that the cited prior art shows that the activity
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(utility) of the type of conpounds clained is predictable.
Moreover, it is apparent that the exam ner has given no weight to
the statenents in the Flynn declaration (paragraphs 2.1 through
2.8) regarding the question of undue experinentation.
Accordingly, the examner’s rejection under 35 USC § 112, first
par agraph, is reversed.
THE REJECTI ON UNDER 35 USC § 103

The subject matter on appeal is directed to a certain class
of pharnmaceutical conpounds referred to as serotonergic agents as
defined by the generic formula in appealed claim1l (and
conposi tions) which act as 5-HT, agoni sts or antagoni sts and/ or
5-HT, antagonists in manmmals. As set forth in the specification
at page 9, the conpounds of the clained invention are said to be
useful in treating conditions such as gastrointestinal notility
di sorders, enesis, anxiety, cognitive and other CNS di sorders.
Gastrointestinal notility disorders said to be responsive to
treatment with 5-HT, agonists include reflux esophagitis, non-
ul cer dyspepsia, gastroparesis, ileus, irritable bowel syndrone
(constipation predom nant), constipation, and the liKke.
Gastrointestinal notility disorders said to be responsive to

treatnent with 5-HT, antagonists include diarrhea, irritable

bowel syndrone (diarrhea predom nant) and the |ike. Disorders
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responsi ve to 5-HT; antagoni st include enesis due to either
cancer chenot herapy or post-operative, anxiety, cognitive
di sorders, drug abuse (either cravings or wthdrawal syndrone),

irritable bowel syndrone (diarrhea predom nant) and the |iKke.

In rejecting the appealed clains over the cited prior art
references, the examner indicates in the Answer at page 8 that
Clearly, the cited prior art conpounds and
the instant conpounds are vastly structurally

simlar or identical.

As an initial matter, we have independently reviewed each of
the relied upon prior art references. However, we have been
unabl e to di scover any conpounds described in these prior art
references which are % dentical? to the clai mned conpounds.
Accordingly, this application is remanded to the exam ner to
poi nt out where in the relied upon references such identical
conpounds are disclosed. Further, if identical conpounds are
disclosed in the prior art, the exam ner should reject the
rel evant clainms as anticipated (35 USC § 102) by the prior art.

We agree with the exam ner that there is a adequate factual
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basis to support the contention that the cited prior art
conpounds are structurally simlar to the instantly cl ai ned
conpounds. However, statenents by the exam ner that the clained
serotonergi c agents act as 5-HT, antagonists or agoni st ?are not
germane to any issue at hand? (Answer, page 8) and the statenent
that the nmethods of using the clainmed conpounds (the utility of a
conpound is based on its properties) are not under consideration
(Answer, page 5) are inconsistent with | egal theories of
structural obviousness. In this regard, we point out to the
exam ner that an obvi ousness rejection based on simlarity in
chem cal structure and function entails the notivation of one
skilled in the art to nake a clainmed conpound in the expectation
that conmpounds simlar in structure will have sim/lar properties.

In re Guurik, 596 F.2d 1012, 1018, 201 USPQ 552, 557 (CCPA 1979);

In re May, 574 F.2d 1082, 1094, 197 USPQ 601, 611 (CCPA 1978); In
re Hoch, 428 F.2d 1341, 1344, 166 USPQ 406, 409 (CCPA 1970).
Thus, the expectation that conpounds simlar in structure wll
have sim |l ar properties | eads one to the conclusion that the
conpounds will have simlar utilities.

In the case before us, the relied upon prior art references
to Watts and King describe their conpounds as having nmultiple

identical utilities (see Watts at columm 4, lines 47 through 56
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and King at colum 7, lines 38 through 54), albeit neither Watts
nor King specifically indicates that these prior art conpounds
exhi bit 5-HT, agoni st activity, as possessed by sone of the
conpounds covered by the appealed clains. 1In this regard, on
remand, the exam ner shoul d indicate why appellants’ finding at
par agraphs 4.6 and 4.7 of the Flynn declaration that a conpound
covered by the appeal ed clainms exhibits approximately 3.5 tines
nmore 5-HT, agoni st activity than the preferred conpound of Watts
woul d not have been unexpected to a person of ordinary skill in

this art. Conpare In re Chupp, 816 F.2d 643, 646, 2 USPQRd 1437,

1439, (Fed. Cir. 1987) wherein the court held that evidence that
a conpound is unexpectedly superior in one of a spectrum of

common properties can be enough to rebut a prina facie case of

obvi ousness.

The exam ner shoul d al so consider, on remand, whether or not
the conparative showing in the Flynn declaration, which is
limted to a single conpound covered by the clains (a salt having
0.4 HO, is reasonably commensurate in scope with any claim
presented on appeal.

On remand to the exam ner, the exam ner shoul d consi der
whet her there is any factual support for rejection of the

appeal ed cl ains based on the relied upon prior art references



Appeal No. 94-3351
Application 07/919, 679

under 35 USC § 102. The exam ner should al so reeval uate the

pri ma facie case of obvi ousness based on structural obvi ousness

| egal theories giving appropriate consideration to the properties
and uses of the clained conpounds and the prior art conpounds.
Finally, the exam ner should reevaluate the evidence of record
and specifically the evidence in the Flynn declaration as to

whet her or not any prima facie case of obviousness has been

adequately rebutted and particul arly whet her such evidence is

reasonably commensurate in scope with any claimon appeal .

Accordingly, in summary, the examner’s rejection of certain
appeal ed clains under 35 USC § 112, first paragraph, is reversed.
Wth respect to the exam ner’s obvi ousness rejection of the
appeal ed clains, this application is remanded to the exam ner for

further consideration.

REVERSED & REMANDED
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JOHN D. SM TH
Adm ni strative Patent Judge

CHARLES F. WARREN
Adm ni strative Patent Judge

THOVAS WALTZ
Adm ni strative Patent Judge
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