TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN R GRANT

Appeal No. 94-2926
Application No. 07/777,045

ON BRI EF

Bef ore HAI RSTON, FLEM NG and TORCZON, Adm ni strative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 3 and 5. In an Arendnent After Final (paper nunber
5), claim5 was canceled, and claiml was rewitten in a
Jepson-type format. Accordingly, clains 1 through 3 remain

bef ore us on appeal .

! Application for patent filed October 6, 1991.
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The di sclosed invention relates to a conputerized net hod
for determning the velocity field of a three-dinensional
fluid flow over a subnerged body by determ ning vorticity
strength distribution at the surface of the subnerged body in
terms of a plurality of finite volune el enents.

Caim1l is the only independent claimon appeal, and it
reads as foll ows:

1. In a conputerized nethod for determ ning the
velocity field of a three-dinensional fluid flow over a
subnerged body by determining vorticity strength distribution
at the surface of the subnerged body, the inprovenent
conprising the step of representing vorticity distribution of
the fluid flow at the surface geonetry of the body in terns of
a plurality of finite volunme el enents.

Clainms 1 through 3 stand rejected under 35 U S.C. § 101
as
being directed to nonstatutory subject nmatter. According to
t he exam ner (Supplenental Answer, page 4):

9C. The clained invention sets forth a series of
steps to be perfornmed on a conputer. There are no
steps recited which could be characterized as pre-
or post-conputer activity (i.e. steps perforned
outsi de of the conputer). The clainmed nmethod sol ves
a mat hematical problemin the field of conputationa
fluid dynamcs without a clainmed limtation to a
practical application. One could also reasonably
argue that the clained invention is drawn to an
abstract idea in that the nmethod involves [sic,

i nvol ved] characterizes phenonena found in nature,
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i.e. fluid dynam c properties in general.
Nonet hel ess, the clains appear to be drawn to

sol ving a mat hemati cal probl em and nust be further
anal yzed to determne if the clains nerely

mani pul ate nunbers (i.e. "Freeman-Wlter-Abel e
test").

The exam ner’s anal ysis of the clainmed invention concl udes
with the observation (Suppl enental Answer, page 7) that "when
the clai ned subject natter is viewed as a whole, it is
directed toward an inproved nethod of solving a given
mat hemati cal algorithmin fluid dynamcs and is thus non-
statutory."”

Appel I ant argues (Brief, page 5) that "a three-
di mensional fluid flowis a physical thing," and that "a
three-dinensional fluid flows velocity field is not an
abstract nunber, but is related to the fluid s activity."

Reference is made to the brief and the answers for
further positions of the appellant and the exam ner.

OPI NI ON

The nonstatutory subject natter rejection is reversed.

Wth respect to the examner’s reliance on the so-called
Freeman-\Wal ter-Abel e test, the Court recently stated in State

St. Bank & Trust Co. v. Signature Fin. Goup Inc., 149 F. 3d
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1368, 1373-74, 47 USPQRd 1596, 1601-1602 (Fed. G r. 1998)

t hat:

After Diehr and Chakrabarty, the Freeman-Walter-

Abele test has little, if any, applicability to
determ ning the presence of statutory subject
matter. As we pointed out in Al appat, 33 F.3d at
1543, 31 USPQ2d at 1557, application of the test
coul d be m sl eadi ng, because a process, nachine,
manuf acture, or conposition of matter enploying a

| aw of nature, natural phenonmenon, or abstract idea
I's patentabl e subject matter even though a | aw of
nature, natural phenonenon, or abstract idea would

not ,
t est

by itself, be entitled to such protection. The
determ nes the presence of, for exanple, an

algorithm Under Benson, this may have been a

suf f

icient indiciumof nonstatutory subject matter.

However, after Diehr and Al appat, the nere fact that

a cl

ai med i nvention involves inputting nunbers,

cal cul ati ng nunbers, outputting nunbers, and storing
nunbers, in and of itself, would not render it
nonstatutory subject matter, unless, of course, its

oper

ation does not produce a "useful, concrete and

tangi ble result.”

W agree with the exam ner that the clainmed invention

"sol ves a mat hematical problemin the field of conputationa

fluid dynamcs," and that the clainmed invention is drawn to an

"abstract

however ,

i dea" (i.e., a mathematical algorithm. W do not,

agree with the exam ner’s conclusion that the clained

nmethod is "without a clained limtation to a practica

applicati

on." The cl ai mred net hod uses the mat hemati cal
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algorithmin a "practical application” or useful result of
"determning the velocity field of a three-dinensional fluid
fl ow over a subnerged body by determ ning vorticity strength
di stribution at the surface of the subnerged body." Even if
the clainmed useful result is expressed in nunbers, those
nunbers have practical utility. Thus, the clains are directed

to statutory subject matter

DECI SI ON
The decision of the exam ner rejecting clains 1 through 3
under 35 U. S.C. 8 101 is reversed.

REVERSED
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KENNETH W HAI RSTON
Adm ni strative Patent Judge
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