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The opinion in support of the decision being entered tcday (1}
was not written for publication in a law journal and (2) is not
binding precedent of the Board.
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WEIMAR, Administrative Patent Judge.

DECISION ON APPEAL

This is an appeal from the examiner's decision finally

rejecting claims 49-52.

! Application for patent filed March 6, 1992. According to

appellants, the application is a division of Application
07/564,623, filed August 10, 1990, now U.S. Patent No. 5,132,451,
issued July 21, 1992, which is a continuation-in-part of Applica-
tion 07/399,056, filed August 25, 1989, now abandoned.
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Claims 49 and S1 are illustrative of the claimed subject

matter and read as follows:

49. A compound of the formula

RO,C~HaC. CN

wherein R is alkyl of from one to twelve carbon atoms.

§1. A compound of the formula

o, C—HC N
R < A //

<H,

" wherein R' is hydrogen, an alkali metal selected from the group
congisting of lithium, sodium and potassium, and alkaline-earth
metal selected from the group congisting of calcium, barium,
strontium, and magnesium, ammonium, cor an amine cation formed
from an amine capable of forming a salt with a carboxylic acid,
said amine selected from the group consisting of triethylamine
and pyridine and n is an integer of one to three.

The single reference relied upon by the examiner is:
Schaefer,?® Liebigs Ann. Chem., Volume 688, pages 113-121 (1965).
Claims 49-52 stand rejected under 35 U.S.C. § 103 over

Schaefer. We reverse this rejection.

! Our understanding of this reference is based en an English
translation supplied by appellants. -
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BACKGROUND
The application is drawn to compounds which are intermedi-

ates to the cyclic aminoc acid compounds of Formula I.

HO2C—HC_  CHyNH,

(CHZ) n

I

The compounds of Formula I are known compounds which have been
recognized as having the capacity to be used as anti-convulsant
therapeutic agents. The claimed intermediates carry a cyano
group rather than an aminomethyl group. See page 19 of the
specification, which depicts a scheme for production of Formula I
~compounds from the claimed intermediates. The synthesis dis-
closed in the specification is described as requiring fewer steps
than the syntheses known in the art and results in higher yield
of the valuable anti-convulsant compounds.

The applied prior art discloses o,x-disubstituted
succinimides which are useful as anti-convulsant therapeutic

agents and various means of obtaining those compounds via inter-

mediates.
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DISCUSSION

Claims 49-52 stand rejected under 35 U.S.C. § 103 over
Schaefer. —

The Examiner relies on a compound disclosed on the tenth
page of the English translation of Schaefer as compound (24),
which is 3-cyano-3,3-tetramethylene propionic acid methyl ester,
to reject the claimed compounds as structurally obvicus homologs
of compound (2d). The rejection states that compound (2d) "“is a
homolog of the c¢laimed compounds or a simple ester analogs [sic]
of the claimed acids.” See page 3 of the Examiner's Answer. The
structures are stated to be so closely related "as to be struc-
turally obvious therefrom in the absence of any unobvious proper-
ties, especially since one of ordinary skill in the art would
expect compounds having such a close structurally [sic]l] relation-
ship would have the same or virtually the same properties. Also,
the reference would suggest the acid as note compound 3 on the
first page of the translaticon.” See page 3 of the Examiner's
Answer.

We reverse this rejection. A prima facie case of obvious-

ness under 35 U.S.C. § 103 is not found. As clearly stated in
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In re Qetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 ({(Fed,

Cir. 1992):

_the examiner bears the initial burden, on
review of the pricr art or on any other ground,
of presenting a prima facie case of unpatent-
ability.

“Structural obviousness” based on similarity in structure alone
fails to consider the subject matter as a whole, which is re-
quired by 35 U.S.C. § 103. Circumstances prohibiting a finding
of obvicusness despite a structural similarity between a claimed
compound and a prior art compound include a failure of the prior
art to recognize any usefulness for an illustrated compound. In
In re Stemnigki, 444 F.2d 581, 586, 170 USPQ 343, 347 (CCPA
1971), the CCPA asked the rhetorical questions:

For example, what on this record - other than
..abstract, theoretical or academic considerations
- would lead one of ordinary skill to change the
gstructure of the reference compounds to obtain
the claimed compounds? Certainly no practical
considerations which promote the progress of
useful arts or are of use to society are manifest.
How can there be obviousness of structure, or
particularly of the subject matter as a whole,
when no apparent purpose or result is to be
achieved, no reason or motivation to be satisfied,
upon modifying the reference compounds' structure?
Where the prior art reference neither discloses
nor suggests a utility for certain described
compounds, why should it be said that a reference
makes obvious to one of ordinary skill in the art
an isomer, homolog or analog of related structure,
when that mythical, but intensely practical,
person knows of no “practical” reason to make the
reference compounds, much less any structurally
related compounds? In short, of what significance
ig it to a determination of obvicusness that it
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ig reasoconable to assume or expect the compounds

of the prior art and of the claims to possess

similarities in significant properties or uses,

if in fact no one prior to appellant's entry _

into the field knew what any of those properties .. __

or uses are?
The conclusion reached in Stemnigki was that obviocusness of the
subject matter as a whole could not exist when the prior art was
not aware of any usefulness for the compounds it describes. To
the extent that they hold otherwise, the CCPA overruled In re
Henze, 181 F.2d 196, 8% USPQ 261 (CCPA 1950) and In re Riden, 318
F.2d 761, 138 USPQ 112 (CCPA 1963).

The dispecsitive issue for this appeal is whether the prior
art discloses or suggests a utility for the compound (24} of
Schaefer, which is presented in the rejection as the compound
that renders the claimed compounds obvious.

Schaefer discloses o,a-disubstituted succinimides of the

following formula and their preparation from correspondingly

substituted succinodinitriles:

, Hqy-C
. []
Q;, —C .
4
The succinimide compounds are disclosed as having anti-convulsant

properties. An alcoholic solution of a succinodinitrile compound

is saturated with hydrogen chloride at 0°-10° to form the desired
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succinimides in a one-step process. The reference discloses that
the succinimides do not form via an imido ester. See the scheme
cn_the first page of the English translation of Schaefer. The
Examiner refers to the same scheme and the accompanying statement
that “2a prepared by another method, when treated with hydrogen
chloride and ethanol, yielded only a little 4a, which probably
formed by ring closure of the saponification product 3a."” See
the first page of the English translation of Schaefer. This
statement is the only basis asserted by the Examiner to indicate
prior art knowledge of a use for the reference compounds desig-
nated by Formula 2 in Schaefer. The Examiner's conclusion
appears to be that compound (2d) would follow the same reaction
scheme as indicated for (2a) and thus produce a corresponding
(4d) succinimide, which would be a useful product. Tﬁe reaction
scheme in Schaefer that indicates preparation of compound 4 from
compound 2 is limited to 4a being produced from 2a. There is no
further suggestion or teaching that other imido esters would form
the succinimide of Formula 4 in the same manner as compound Z2a.
Tt has not been established on this reccrd that compound
(2d) would yield any succinimide having a structure that falls

within the genus of the disclosed, anti-convulsant succinimide
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compounds of formula 4 of Schaefer. The Examiner has not pre-
sented any reason or other evidence to establish why one of
ordinary skill in the art would possess a reasonqblgﬁexpectétion
of such reactivity. Mere structural similarity is considered
inadequate given these facts.

Appellants argue that Schaefer clearly teaches away from the
use of an imido ester pathway, such as the (2a) to (4a) pathway
discussed above, as a practical means of producing the disclosed
o,o-disubstituted succinimide compcunds, due to the c¢lear differ-
ence in yield. The facts and conclusions reached by the court in
In re Stemniski, do not address an impractical or less preferred
use for a described compound, but rather only the lack of any
known use.

.Here we conclude that no use has been established for the
(2d) compound, therefore it cannot form the basis of a gound
rejection under 35 U.S.C. § 103 of the claimed compounds.

CONCLUSION

We do not sustain the rejection of claims 49-52 under 35

U.S.C. § 103 over Schaefer.
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Accordingly, the examiner's decision refusing to allow

claims 49-52 is reversed.
EVERSED

_Hera D QL%

SHERMAN D. WINTERS
Administrative Patent Judge
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WILLIAM F. SMITH
Administrative Patent Judge
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