TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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1. | nt r oducti on

This is an appeal froman examner’s rejections of O ains
3 and 4, all clainms pending in this application. dainms 3 and
4 stand rejected under 35 U.S.C. 8§ 103 over the conbi ned
teachi ngs of Walujono et al. (Walujono), “Am no Acid Sequence
of Hevein,” Proceedings of the International Rubber
Conference, Vol. 2, Rubber Research Institute Ml aysia, KualLa
Lunmpur, pp. 518-531 (1975), Broekaert, “Chitinases and Chitin-
Bi nding Lectins in Plants: A Biochem cal and Physi ol ogi cal
Study of Their Role in the Natural Protection of Plants

Agai nst Fungi,” Dissertationes de Agricultura,

Doct oraat sproefschrift Nr. 167 aan de Faculteit der
Landbouwwet enschappen van de K. U. Leuven, pp. II1-1V (Abs.)
and 73-84 (Ch. 7)(Septenber 1988), and Wi ssman et al.

(Weissman), U S. 4,394,443, patented July 19, 1983.2 Caim3

2 As evidence in support of this rejection, the
exam ner cites the follow ng references (Exam ner’s Answer
(Ans.), pp. 3-4):

Al berts, B., et al., Mdlecular Biology of the Cell, Garl and
Publ i shing, Inc., NY., pp. 185-196 (1983);

Safford et al., “Plastid-Localised Seed Acyl-Carrier Protein
of Brassica napus is Encoded by a Distinct, Nuclear Miltigene
Famly,” Eur. J. Biochem, Vol. 174, pp. 287-295 (1988);
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stands rejected under 35 U.S.C. 8§ 102(f) based on the

aut horship of | ater-published Broekaert et al. (Lee I),
“Wund- | nduced Accunul ati on of nMRNA Contai ni ng a Hevein
Sequence in Laticifers of Rubber Tree (Hevea brasiliensis),”
Proc. Natl. Acad. Sci. USA, Vol. 87, pp. 7633-7637 (Cctober
1990), and Lee et al. (Lee Il), “Co- and Post-Transl ati ona
Processing of the Hevein Preproprotein of Latex of the Rubber
Tree (Hevea brasiliensis), J. Biol. Chem, Vol. 266, No. 24,
pp. 15944-15948 (August 25, 1991). dCaim4 stands rejected
under 35 U.S.C. 8 103 as being unpatentable in view of the

subject matter appellants claim

Back et al., “lsolation of cDNA C ones Coding for Spinach
Nitrite Reductase: Conplete Sequence and Nitrate |Induction,”
Mol . Gen. Genet., Vol. 212, pp. 20-26 (1988);

Van der Plas et al., “The Gene for the Precursor of
Pl astocyanin fromthe Cyanobacterium Anabaena sp. PCC 7937:
| sol ati on, Sequence and Regul ation,” Mol. Mcrobiol., Vol. 3,

No. 3, pp. 275-284 (1989).

Wi |l e appell ants have not objected to the exam ner’s citation
of “other” references in support of the rejection under
section 103,

we are mndful of the follow ng statenent in In re Hoch, 428
F.2d 1341, 1342 n. 3, 166 USPQ 406, 407 n. 3 (CCPA 1970):

Were a reference is relied on to support a rejection,
whet her of not in a “mnor capacity,” there woul d appear
to be no excuse for not positively including the

ref erence
in the statenment of the rejection.
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which is prior art under 35 U . S.C. 8§ 102(f) as evidenced by
the co-authorship of Lee | and/or Lee Il. Cains 3 and 4
read:

3. A cDNA nol ecul e, HEV1l, free of other DNA nol ecul es
naturally occurring with the DNA nol ecul e, correspondi ng
to the DNA sequence of Figure 2 as carried in E. col
ATCC 68363 whi ch encodes a protein.

4. A single strand cDNA nol ecul e, HEV1, free of other
DNA nol ecul es naturally occurring with the DNA nol ecul e,

whi ch encodes a protein corresponding to the 204 am no
aci d sequence in Figure 2.

2. Di scussi on
A. Qbvi ousness in view of Wal uj ono, Broekaert &
Wi ssman

As viewed by the exam ner, the issue on appeal is whether
HEV1, which corresponds to the cDNA sequence of Figure 2 and
t he cDNA sequence which encodes the protein corresponding to
t he
204 amino acid sequence in Figure 2, would have been obvi ous
to
a person having ordinary skill in the art in view of (1) prior
art teaching of the 43 amno acid sequence for mature hevein,
including an internal Trp-Qy-Trp-Cys sequence (Wl ujono,

p. 519), (2) recognition in the art that hevein has antifunga
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properties and may be useful for treating human bei ngs

i nfected by fungus (Broekaert), and (3) Wissman’s description
of the requisite informati on and nmeans necessary to enabl e
persons skilled in the art to successfully probe a DNA |ibrary
for and isolate cDNA which encodes a target protein w thout
undue experinmentation. On the other hand, appellants stress
the significant differences between cDNA whi ch encodes mature
hevei n

with a 43 am no acid sequence which is known in the art and
the cl ai ned cDNA, HEV1, which encodes the novel hevein
precursor with the 204 am no aci d sequence depicted in Figure
2. Appellants argue that the conbined teachi ngs of Wal uj ono,
Br oekaert, and Wi ssman woul d not have notivated a person
having ordinary skill in the art to probe for and isol ate cDNA
whi ch encodes the previously unknown 204 am no acid hevein
precursor depicted in Figure 2. Appellants enphasi ze that
they are claimng cDNA which encodes a novel 204 ami no acid
hevei n precursor (see the clains issued in Raikhel et al.

U S 5,187,262, which issued from parent Application
07/587,071), not cDNA which encodes the 43 ami no acid sequence
of mature hevein. W find that the differences between the

structures of cDNA whi ch encodes nmature hevein and cDNA whi ch

- 5 -



Appeal No. 94-2156
Application 07/888, 366

encodes the 204 am no acid hevein precursor strongly support

the patentability of the subject matter clainmed in this case.
Accordingly, we reverse the examner’'s rejection of Clains 3

and 4 under 35 U.S.C. 8 103 in view of the conbi ned teachings
of Wl uj ono, Broekaert, and Wi ssnan.

In re Dow Chem cal Co., 837 F.2d 469, 473, 5 USPQ2d 1529,

1531 (Fed. Cir. 1988) instructs:

The consistent criterion for determ nation
of obvi ousness is whether the prior art would have
suggested to one of ordinary skill in the art that
this process should be carried out and woul d have
a reasonabl e likelihood of success, viewed in the |ight
of the prior art. . . . Both the suggestion and the
expectation of success nust be founded in the prior
art, not in the applicant’s disclosure.

At 473, 5 USPQ@d at 1532, the court explains:
There nust be a reason or suggestion in the art for
sel ecting the procedure used, other than the know edge
| earned fromthe applicant’s disclosure.

Here, as in Dow Chemical Co., 837 F.2d at 473, 5 USPQd at

1532, “[o]f the many scientific publications cited . . . none
suggests that any process could be used successfully . . . to
produce this product having the desired properties.”

The prior art cited in this case reasonably brings the

cl ai med subject matter to no higher than the “obvious-to-try”
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level. See Inre Eli Lilly & Co., 902 F.2d 943, 945, 14

USPQ2d 1741, 1743 (Fed. Cir. 1990):

An “obvious-to-try” situation exists when a
general disclosure nay pique the scientist’s curiosity,
such that further investigation m ght be done as a result
of the disclosure, but the disclosure itself does not
contain a sufficient teaching of how to obtain the

desired
result, or that the clained result would be obtained if
certain directions were pursued. See generally In re
O Farrell, 853 F.2d 894, 903, 7 USPQ@d 1673, 1681 (Fed.
Cir. 1988)(defining obvious-to-try as when prior art

gi ves
“only general guidance as to the particular formof the
cl ai med invention or how to achieve it”).

Here, the prior art provides no information whatsoever as to
the “particular formof the clained invention or howto

achieve it.” |d. Moreover, In re O Farrell confirns at 903,

7 USPQ2d at 1681, that the evidence the exam ner relies upon
in this case presents a classic “obvious-to-try” situation
which is not the standard for unpatentability under 35 U S. C

§ 103:

[ What woul d have been "obvious to try" would have been

to. . . try each of nunerous possible choices until
one possibly arrived at a successful result, where the
prior art gave . . . no direction as to which of many

possi bl e choices is likely to be successful.
Conpare the exam ner’s responses (Exam ner’s Answer

(Ans.),
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pp. 8-13) to appellants’ argunent that the prior art presents
persons having ordinary skill in the art with no nore than an
invitation to experinent, an argunent that refers to In re

Bel |,

991 F.2d 781, 26 USPQ2d 1529 (Fed. Cr. 1993), especially the
court’s discussion of Wissnman’s nmethod of probing for and

I sol ati ng cDNA encodi ng proteins with known am no acid
sequences and the rel evance of methods of isolating cDNA using
probes based on the amno acid structure of the protein it
encodes to the patentability of clains drawn to the cDNA

itself.3 For exanple, the exam ner enphasizes that HEV1 has

3 Nei t her the exam ner nor appell ants have addressed
or considered the nore recent holdings and opinions in ln re
Deuel ,

51 F. 3d 1552, 34 USP@2d 1210 (Fed. G r. 1995 and Ex parte
&ol dgaber, 41 USPQd 1172 (Bd. Pat. App. & Int. 1995).

Mor eover, resol ution

of the issues in this case does not necessitate our

consi derati on

of the hol dings and opinions in those cases relative to In re

Bell, supra, with in depth conparison of the underlying facts
inthis
case to the facts therein. It should suffice to say that the

decision in this case is dictated by the fact unique to this
case that the clainmed cDNA, HEV1, encodes a sequence of 204
am no acids, not the 43 am no acid sequence the prior art

di scl oses. See

In re Cchiai, 71 F.3d 1565, 1572, 37 USP2d 1127, 1133 (Fed.
Cr. 1995) (Qbviousness determnations require a fact-specific
anal ysis of the clains and prior art. Per se rules of

obvi ousness are legally incorrect.)
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the sane -Trp-A@y-Trp-Cys- internal sequence (Trp has a unique
codon) as the known 43 am no acid sequence of mature hevein
(Ans., pp. 9-11), yet the fact that appellants’ clains are
drawn to cDNA whi ch encodes a novel 204 amino acid precursor
is not considered to be a material distinction. W disagree.

The exam ner states (Ans., pp. 11-13, bridging para.
(3)):

Wil e applicants urge that the actual gene

expressi on product and encodi ng cDNA sequence are

| arger than the known hevein protein having only

43 am no acids, one of ordinary skill in the art

in carrying out the nethod of Weissnman . . . would

have inherently or inevitably obtained the full-length

cDNA sequence corresponding to the gene encodi ng the

protein which included these 43 am no acids .
In our view, the exam ner erroneously equates the requisite
“l'i kel i hood of success” to inevitability. Rather, for
obvi ousness under 35 U.S.C. § 103, persons having ordinary
skill in the art would have had to have a reasonabl e
expectation of success in view of the cited prior art. See |

re OFarrell,

853 F.2d at 904, 7 USP@@d at 1681 (“For obviousness under 8§
103, all that is required is a reasonabl e expectation of
success.”)

The exam ner predicts (Ans., p. 12, |. 12-17):
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Thus, one of ordinary skill in the art would have kept

probing until encountering the intact termnator (i.e.,

i ncl udi ng pol yadenyl ati on signal) and such a sequence

woul d have inherently encoded the rest of the naturally

encoded previously unknown pol ypeptide portion C-term na

to the N-termnal 43 am no acid sequence whi ch was known.
In our view, rather than expect to isolate cDNA which encodes
a 204 am no acid hevein preprotein, persons having ordinary
skill in the art would keep searching until they inevitably
woul d find cDNA whi ch encodes sonething quite new and
different.* This is not obviousness within the neaning of 35
US C 8 103. This is surprise which is indicative of
patentability.

B. Rej ections under 35 U . S.C. § 102(f) and § 103

But for the fact that the clainmed subject matter in ln re
Katz, 687 F.2d 450, 215 USPQ 14 (CCPA 1982), was rejected
under 35 U. S.C. 8§ 102(g) over prior publications whose
aut horshi p included a student not named as a coi nventor of the

subject matter clained in the patent application and the

4 We note here that U S. Patent 5,187,262, which
I ssued from parent Application 07/587,071, clains “[a] protein
. consi sting of the sequence of 204 am no acids shown in
Fig. 2 and subfragnents of said sequence |arger than the 43
am no acid hevein sequence which includes the hevein sequence
and which binds chitin.” W wonder how the sane exam ner can
reasonabl y suggest that cDNA which encodes a patentable
protein woul d have been obvi ous over the sanme prior art over
whi ch the protein was all owed.

- 10 -
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clainms in this application stand rejected under 35 U S.C. 8§
102(f) over subsequent publications whose aut horship includes
a student, Lee, not naned as a coi nventor of the subject
matter clained in this patent application, the evidence in the
two cases is virtually identical. This case simlarly
contai ns a Decl aration Under
37 CFR 1.132 (attachment to appellants’ Suppl enmental Bri ef
Under 37 CFR 1.193(b)) by a coinventor, Natasha V. Raikhel,
whi ch states in paragraph (1) thereof that “Dr. Lee’'s
contribution was as a student at M chigan State University and
he perforned routine experinentation under her supervision.”
That the holding in Katz applies to rejections under

35 U S.C 8 102(f) is evident fromEx parte Kroger, 219 USPQ

370 (Bd. Pat. App. & Int. 1982). 1In the case before the Board
“various declarations were submtted by Kroger and Rod to the
effect that Kroger and Rod are the inventors and that Knaster
merely carried out assignnments and wor ked under the
supervi sion and direction of Kroger.” 1d. at 371. The Board
stated at 371-72:
If this were all the evidence in the case, then
we woul d be constrained to agree that Kroger et al are
the inventors and that Knaster is not a coinventor.

The difference in Kroger was that the record included

- 11 -
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addi ti onal evidence which showed that (1) Knaster refused to
sign a declaration that he was not a coinventor, and (2)
Knaster wote

a letter to the PTO declaring hinmself to be a coinventor of
the invention clai nmed.

In this case, we have only an exam ner’s specul ati on
that Lee nust be a coinventor of the subject matter clainmed in
this application because of the repeated use of the pronoun
“we” in the later published papers which Lee co-authored and
coi nventor Rai khel’s reference to “Dr. Lee” in her declaration
(Suppl enental Exam ner’s Answer, pp. 2-4). However, the
exam ner may recall that the PTO was expressly cautioned

against just this type of speculation in |n re Katz, 687 F.2d

at 455-56, 215 USPQ at 18 (enphasi s added):

[We hold that authorship of an article by itself does
not

rai se a presunption of inventorship with respect to the

subject matter disclosed in the article. Thus, co-
aut hors

may not be presuned to be coinventors nerely fromthe
fact

of co-aut horshi p.

[ When there was] anbiguity created by the

printed
publication . . . [i]t was incunbent, therefore, on
appel l ant to provide a satisfactory show ng which
woul d | ead to a reasonabl e conclusion that he is the sole
I nvent or.

- 12 -
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In the declaration, appellant provides the
expl anat i on

that the co-authors of the publication . . . “were
students
wor ki ng under the direction and supervision of the
i nvent or . . . .7 This statenent . . . provides a clear
al ternative
conclusion . . . . On the record here, the board should
not have engaged in further speculation as to whether
appel lant’s view was shared by . . . [the] co-authors but
rat her shoul d have accepted that . . . [the co-authors]

wer e

acting in the capacity indicated, that is, students
wor ki ng

under the direction and supervision of appellant. From
such

a relationship, joint inventorship cannot be inferred in
t he

face of sworn statenents to the contrary.
In light of Raikhel’s declaration, the exam ner erred as a
matter of law in presum ng that the co-authorship of the
Lee | and Lee Il publications raises the presunption that
Lee is a coinventor of the subject matter appellants clai ned.
Accordingly, we reverse the examner’s rejections of Claim3
under 35 U.S.C. § 102(f) and daim4 under 35 U S.C. § 103 in
vi ew of subject matter the exam ner deened to be prior art

under 35 U. S.C. 8§ 102(f).

3. O her | ssues

Al though the court in In re Deuel, 51 F.3d at 1560,

34 USPRd at 1216, reversed the examner’s rejection of clains

- 13 -
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drawn to DNA and cDNA nol ecul es which encode a protein in view
of prior art teaching of the conplete am no acid sequence of
the target protein and known methods of probing DNA |ibraries
wi th DNA segnments correspondi ng to uni que am no aci d sequences
i ncl udi ng am no aci ds havi ng uni que codons and i sol ati ng DNA
and cDNA, the court left one matter for the PTO to consider.
The matter was expressed as follows (id.):
Because Deuel s patent application does not descri be how
to obtain any DNA except the disclosed cDNA nol ecul es,
[the] clainms . . . may be considered to be inadequately
supported by the disclosure of the application.
Li ke the court in Deuel at 1560, 34 USPQ2d at 1216, we wl|
not address whether Claim4 presently on appeal satisfies the
enabl enent requirenent of 8§ 112, first paragraph, but wll

| eave to the exam ner whether any further rejection is

appropri at e.

4. Concl usi on

We reverse the examiner’s rejection of Clains 3 and 4
under 35 U.S.C. § 103 over the conbined teachi ngs of Wl uj ono,
Broekaert, and Wi ssman.

W reverse the examner’s rejection of Caim3 under

- 14 -
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35 U.S.C. § 102(f).
We reverse the examiner’s rejection of Caim4 under

35 US.C 8103 in viewof prior art under 35 U.S.C. 8§ 102(f).
We remand this application to the exanm ner to consider

the G her Issues raised in paragraph 4 of this decision.
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This application, by virtue of its "special" status,

requires an immedi ate action. Mnual of Patent Examni ning

Procedures 8§ 708.01(d)(6th ed., rev. 3, July 1997). It is
i nportant that the Board be infornmed pronptly of any action
affecting the appeal in this case.

REVERSED and REMANDED

WIlliamF. Smth )

Adm ni strative Patent Judge )
)
)
)

Teddy S. G on ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

Thomas A. Waltz )

Adm ni strative Patent Judge )
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