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THIS CPINION WAS NOT WRITTEN FOR PUBLICATION
The opinion in support cf the decision being entered
today (1) was not written for publication in a law
journal and (2) is not binding precedent of the Board.
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DECISTON ON APPEAL

This is an appeal from the final rejection of claims 1
through 4 and 7 through 16, all the claims in the application.
Claim 1 is illustrative of the subject matter on appeal and

reads as follows:

* Application for patent filed December 20, 1990.
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1. A method of purifying cyeclitols comprising:

preparing a plant extract mixture containing at least one
cyclitol and other carbohydrates;

ah

.

adding to said plant extract mixture a microorganiszm wh
congumes an alditol; and

substantially reducing the concentration of an alditol in
the plant extract mixture, whereby the concentration of said
cyclitol or cyclitols is enhanced relative to the concentration
of said alditol.

The references relied upon by the examiner are:
Undated abstract of JP 226138772
Miriam L. Greernberg et al. (Greenberg), "Regulatory Mutations of
Inositol Biosynthesis in Yeast: Isoclation of Incsitol- -Excreting
Mutants,™ 100 Genetics 15-33 (January 1982).

A reference cited by appellants and relied upon by this

merits panel is:

Rabinowitz 5,064,762 Nev. 12, 1991
{filing date May 7, 1987)

Claims 1 through 4 and 7 through 16 stand rejected under
35 U.S.C. § 103 over the undated abstract to Rablnowltz in view

of Greenberg. We reverse.

OPINION

Preliminary matters

The examiner appears to have literally relied on the undated

Rabinowitz. abstract in rejecting. the.claims.on appeal.since

2

The only identifying indicia on this document isg that it

was obtained from "file 351," apparently from an electronic data-

base. The abgtract indicates that Rabinowitz is listed as the— - - - - .
“Patent Assignee” on the underlying Japanese patent document.
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neither the underlyingiJapanese patent document nor a translation
thereof can be found in the record. While the undated abstract
indicates that the underlying Japanese patent document wa§ pub-
lished on October 24, 1990, the record does not indicate when the
abstract was publicly available. This is important since it is
the abstract that is relied upon by the examiner as evidence of
obviousness, not the underlying document. Thus, it is unclear
whether the undated abstract qualifies as prior art, given
appellants’ fi;ing date of December 20, 1990. Why the examiner
would rely upon such a shaky factual basis for his conclusion of
obviocusness in view of the relative ease of obtaining the under-
lying Japanese patent. document and having it translated using PTO
resources is not apparent. |
e However, the examiner’s error in relying upon the undated

abstract is harmless under the circumstances of this appeal siuce
appellants made of record the U.S. patent to Rabinowitz. As
noted by appellants:

The Rabinowitz US ‘762 patent contains significantly

more information than the cited abstract of the Japa-

nese ‘387 application. (Brief page 4, paragraph 1).
It is not apparent why the examiner did not rely upon the U.S.

patent when it was first cited in the amendment filed December

Ty gk T IR T TP S e Y ,\.ﬂ-;{x,‘l‘ﬂ,;
24, 1992?‘*Oﬁr5c°nsideration'of’tha'issues“r&tsed“in'this*appéﬁ%

has been based upon the Rabinowitz U.S. pateat.
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DECISION

The circumstances of this case provide a vivid example as to
why patent examiners should not rely upon an abstract of é
document as evidence of obvicusness when the full text document
which is abstracted can be obtained. One of the issues raised in
this appeal is whether the undated Rabinowitz abstract can be
propérly combined with Greenberg under 35 U.S.C. § 103. This
issue becomes a non-issue if the Rabinowitz U.S. patent is
considered since this document explicitly states at column 3,
lines 26-37, tﬁat the yeasts of Greenberg can be used in that
method.) Clearly, this issue would have been resolved earliér in
the preosecution if (1)’the underlying Japanese patent document
was obtained and (2),it contained the same disclosure.

-In any event, this issue should have been resolved upon
citation of the Rabinowitz U.S. patent. This would have allowed
the focus of this appeal to be on, in our view, the real issue,
viz., whether Rabinowitz or Greenberg teach or suggest a micro-
organism which consumes an alditol. The examiner has not estab-
lished as a Qﬁimg facie matter that either reference does so.
Thus, the examiner’s rejection is reversed.

The examiner refers to Greenberg as teaching the "claimed

yeast." “See, é.g., the paragraph bridging pages 5-6 of the

Examiner’s Answer. However, the most specific fact found by -the
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examiner in this regard is that Greenberg discloses that yeasts,

including Saccharomvces cerevisiae, can synthesize inositol from

glucose. See page 4, paragraph 3 of the Answer. What the
examiner has not determined as a factual matter is whether
Greenberg describes a yeast which consumes an alditel. This is
important since this is what is required by the claims on appeal.

The Examiner’s Answer 1s conspicucusly silent on this point.

OTHER ISSUES
Upon return of this application, the examiner should
consider-whether claim 9 further limits claim 1. It appears that
appellants’ amendment to claim 1 on July 206, 1992, made claim 9
redundant. All dependent claims should reviewed tec ensure that
they are proper.
The decision of the examiner is reversed.

REVERSED

VE=0Y

WILLIAM F. SMITH
Administrative Patent Judge

TEDDY S. GRON .
Administrative Patent Judge
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