THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Before COHEN, KIM.I N and LYDDANE, Adm nistrative Patent Judges.

COHEN, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1

t hrough 10. Subsequent to the final rejection, an anmendnent

1 Application for patent filed May 14, 1992. According to
the appellant, this application is a continuation-in-part of
Application 07/431,084, filed Novenber 3, 1989; which is a
continuation-in-part of Application 07/108,638, filed Cctober 15,
1987.
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approved for entry (Paper No. 9) cancelled clains 1 through 4 and

8 t hrough

10, and added new claim 11. Accordingly, we have before us clains
5 through 7, and 11. 2

Appel lant's invention pertains to a nmethod of repairing
cracks in the netal of arail of a railway track or wheel of a
rail vehicle. A basic understanding of the invention can be
derived froma reading of exenplary claim5, a copy of which
appears bel ow.

5. A nethod of repairing cracks in

the nmetal of a rail of a railway track or

a wheel of a rail vehicle, the nethod

conpri si ng:

generating at | east one intense beam of

energy capabl e of generating a vapour
space in the netal

2 In a grandparent application Serial No. 07/103,638, a
deci sion of the Board of Patent Appeals and Interferences (BPAI)
was rendered in Appeal No. 89-3348 dated January 26, 1990 in which
the sane art now applied was reviewed. In a parent application
Serial No. 07/431,084, the BPAI rendered a decision in Appeal No.
91- 0995 dated Cctober 4, 1991 again reviewing the sane art as is
now applied in the present appeal. However, in the present case we
have before us different clained subject matter and new
decl arati on evi dence.
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directing the intense beam of energy
towards the cracks in the netal;

vaporising [sic] netal within the rail or
wheel in the vicinity of the cracks to
forma vapour space extending at |least 5
mminto the rail or wheel;

nmovi ng the beam of energy al ong the rai

or wheel at a speed such that the netal
surroundi ng the cracks nelts when the beam
of energy is directed towards the netal
and solidifies after the intense beam of
energy noves on to forma narrow strip of
nmelted and solidified netal; and
depositing an alloying material within the
vapour space to forma mcrostructure upon
solidification of the alloying materi al
that is conpatible with the rail netal.

As evi dence of obviousness, the exam ner has relied upon

the references |isted bel ow

Gnhananut hu et al . 4,015, 100 Mar. 29,
1977
( Granamut hu)

Shupe 4,201, 602 May 6,
1970

The following rejection is before us for review

Claims 5 through 7, and 11 stand rejected under 35
U S C 8 103 as being unpatentabl e over Ghanamut hu in view of
Shupe.
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The full text of the examner's rejection and response
to the argunment presented by appellant appears in the answer
(Paper
No. 12), while the conplete statenent of appellant’'s argunent can
be found in the brief (Paper No. 11).°3

OPI NI ON

I n reaching our conclusion on the obviousness issue
raised in this appeal, this panel of the board has carefully
consi dered appellant's specification and clainms, the applied
references, the declaration of Herb J. J. Sequin dated Nov. 5/92
(Paper No. 6) and the respective viewoints of appellant and the
exam ner. As a consequence of our review, we nake the
determ nation which foll ows.

We cannot sustain the examiner's rejection of
appellant's clains under 35 U.S.C. § 103.

Thi s panel of the board fully understands the opinion of
the exam ner as clearly expressed in the answer. In particular, we

note the examner's view that "Unless the instant clains require

3 An earlier request for an oral hearing was waived by
appel  ant (Paper No. 16).
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sone additional, unclainmed and unnmentioned step, it is difficult
to i magi ne how a vapor space could be forned in the process of the
instant clains and not in the process of Grananuthu et al".

As devel oped nore fully below, we reach the concl usion
that the | anguage of nmethod claimb5, when understood in |ight of
t he underlying disclosure, does address subject matter not
suggested by the evidence of obviousness.

The nethod of repairing cracks in the nmetal of a rail of
a railway track or a wheel of a rail vehicle, as set forth in

Claimb5, requires, inter alia, generating at |east one intense

beam of energy capabl e of generating a vapour space in the netal,
vaporising netal within the rail or wheel in the vicinity of the
cracks to forma vapour space extending at least 5 mMmminto the
rail or wheel, and depositing an alloying material within the
vapour space.

We share the exami ner's viewpoint that the collective
teachings of the applied prior art would have been suggestive of a
met hod of repairing cracks in the nmetal of a rail of a railway

track
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that relies upon the | aser technique of Grananut hu. However, based
in particular upon the statenments of declarant Seguin and the
pr esent
specification, we are persuaded that the limtations in claimb5,
as specified above, would not have been suggested by the applied
prior art.

Decl arant Seguin states (declaration, paragraph 6)

For the generation of a vapour
space, 2000 kWatts per sg. cm
are required as a mninum As
cited in the present application
(page 8, lines 8 - 16), the
requi red power density is in the
order of several thousand kWtts
per sg. cm

The specification (page 8, lines 8 through 12) sets

forth that

Specifically, above a specific

| aser power density threshold of
several mllion watts per square
centineter, the beamintensity
is sufficient to create and

mai ntain a small dianeter
opening or hole, extending a
very large distance bel ow the
surface.
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In Iight of the above, we understand the recitation in
claim5 of one intense beam of energy capable of generating a
vapour space in the nmetal as being required by the underlying
di sclosure to be a beamw th a power density threshold of severa
mllion watts per square centinmeter. This intense beam as
di scl osed and clainmed, will vaporize nmetal within a rail or wheel
to forma vapour space extending at least 5 nminto the rail or
wheel , and permt the depositing of an alloying material wthin
t he vapour space.

Havi ng revi ewed the teaching of Ghananuthu in its
entirety, it is at once apparent to us that this patent, in
particul ar, would not have been suggestive of an intense beam of
energy with a power density threshold of several mllion watts per
square centineter.

Further, lacking this aforenentioned specific intense beam we are
per suaded that the claimed vapour space extending at |east 5 mm
into a rail or wheel would not have been suggested to one of
ordinary skill in the art by the Ghananut hu patent. For these
reasons, we conclude that the evidence relied upon by the exam ner

woul d not have rendered the now cl ai red net hod obvi ous.
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In summary, this panel of the board has reversed the
rejection of clainms 5 through 7, and 11 under 35 U S.C. 8§ 103 as
bei ng unpat ent abl e over Gnananut hu i n view of Shupe.

The decision of the examiner is reversed.

REVERSED

I rwi n Charl es Cohen
Adm ni strative Patent Judge

Edward C. Kinlin
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

WIlliamE. Lyddane
Adm ni strative Patent Judge
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