THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 35

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte YVONI CK CHEVALLI ER

Appeal No. 94-0869
Application No. 07/517, 719

HEARD: August 7, 1996

Before KIM.IN PAK and WARREN, Adni ni strative Patent Judges.

KIMLIN, Adm nistrative Patent Judge.

REQUEST FOR REHEARI NG

Appel I ant requests reconsi deration of our decision of
Cct ober 31, 1996, wherein we affirned the exam ner's rejection
of clainms 1-18 and 27 under 35 U.S.C. §8 103 as being

unpat ent abl e over Wnyall in view of Biegler.

! Application for patent filed May 2, 1990.
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Appellant initially requests that we designate our
di scussion at page 5 of the decision regardi ng the unpatent-
ability of the clained invention over Biegler alone a new
ground of rejection in accordance with 37 CFR 8§ 1.196(b).
However, we decline to do so inasnuch as we sustained the
examner's rejection of the appeal ed clains under 8 103 over
t he conbi ned teachings of Wnyall and Biegler. Qur anplified
reasons supporting our affirmance of the exam ner's rejection
does not differ in substance fromthe "evidentiary schene"
presented by the exam ner and, therefore, does not constitute

a new ground of rejection. |In re Boon, 439 F.2d 724, 727, 169

USPQ 231, 234 (CCPA 1971). See also In re Kronig, 539 F.2d

1300, 1303,

190 USPQ 425, 426-27 (CCPA 1976). Also, see In re Halley,

296 F.2d 774, 778, 132 USPQ 16, 20 (CCPA 1961), wherein the
court held that it is not a new ground of rejection to sustain
an exam ner's rejection based on a conbination of references
in view of the disclosure of only one of the cited references.
Appel l ant also offers a response to | anguage at page 4 of
our decision, which reads "appellant's specification fails to

set forth any reasonably specific definition of the |anguage
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‘substantially spherical,' and does not provide any el ectron
phot om crographs of the clainmed silica particles that would
serve as a basis for conparing their norphology with the
silica particles of Wnyall." Appellant points out that the
present specification states that "EP 18, 866, assigned to the
assi gnee hereof, proposed certain honbgeneous silica spheres
having a nean particle size greater than 80 Fm a BET surface
area of 100 to 300 n¥/g and a density of approximtely 0.29."
In addition, appellant notes that a U S. patent to Garvey

di scl oses egg-shaped particles shown in Figures 2-3 as being
"spheroidal." However, since this argunent was not presented
in appellant's principal or reply briefs, it is not properly

before us. Ex parte Hindersinn, 177 USPQ 78, 80 (Bd. App

1971). See also 37 CFR § 1.192(a). Furthernore, appellant
has not established the requisite nexus between the clained
"[s]ilica beads having a substantially spherical norphol ogy”
and the silica particles of EP 18,866 and Garvey.

The argunents presented at pages 3-5 of appellant's
Request, with respect to page 5, lines 3-10 of our deci sion,
are also presented for the first time and, therefore, not

properly before us. |In addition, we fail to see how a
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conparison to the silica particles of EP 18,866 is relevant to
a conparison to the silica particles of Wnyall and Biegl er,
the cited prior art.

I n conclusion, appellant's request is denied with respect
to maki ng any change in our deci sion.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under
37 CFR 8§ 1.136(a).

RECON - DENI ED

CHARLES F. WARREN
Adm ni strative Patent Judge

EDWARD C. KI M.I'N )
Adm ni strative Patent Judge )
)
)
|
CHUNG K. PAK ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
)
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