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This is an appeal fromthe final rejection of Clainms 18-

28, which constitute all the clainms remaining in the
appl icati on.

Claim 18 reads as foll ows:

18. A conputer for managing a pension plan’s portfolio

of assets, conprising:

1 Application for patent filed August 2, 1989.
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conput er hardware neans for ascertaining a standard
actuarial index in ternms of characteristic future each
paynments di scounted to present val ue based on a range for at
| east one of discount rate values and wage inflation val ues;

conput er hardware neans for ascertaining the past
behavi or of current pension plan liabilities projected
backwards in tinme;

conputer hardware neans for determ ning a particular
portfolio of equity stocks having an optim zed conbi nati on of
ri sk and financial returen for tracking said standard
actuarial i ndex;

sai d conputer hardware means for determ ning a particul ar
portfolio of equity stocks having:

(a) neans for perform ng conputer progranm ng commands
for selecting a starting portfolio of equity stocks;

(b) means for perform ng conputer programm ng conmands
for making a plurality of increnental changes in weight
percentages of at |east some of said starting portfolio of
equity stocks;

(c) neans for perform ng conputer progranm ng commands
for determning a correlation of the past behavior of said
pension plan liabilities with said financial return of said
increnmental ly changed portfolio of equity stocks over the sane
time period as said past pension plan liabilities; and

(d) means for perform ng conputer programm ng commands
for reaccessing (b) and (c) until reaching said particular
portfolio of assets having said optimzed correlation with
sai d standard i ndex.

The Exam ner’s Answer cites no prior art.

OPI NI ON
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The pending claims (Clainms 18-28) all stand rejected
under 35 U.S.C. 8 101 as being drawn to non-statutory subject
matter. Clainms 24 and 25 additionally stand rejected under 35
Uu.S. C
§ 112, first paragraph, as lacking a witten description.

Rej ection for non-statutory subject matter

The relevant law is stated in State St. Bank v. Signature Fin.

Group, 149 F.3d 1368, 1373, 47 USPQ2d 1596, 1601 (Fed. Cir. 1998),

cert. denied 1999, U.S. App. LEXIS 493 (U. S.
Jan. 11, 1999):
Today, we hold that the transfornmati on of data,
representing discrete dollar anmounts, by a machine

t hrough a series of mathematical cal culations into a

final share price, constitutes a practical

application of a mathematical algorithm.

The present clainms, all drafted in nmeans-plus-function
format, are directed to apparatus for determ ning an optim zed
portfolio of equity stocks. Appellant’s disclosed neans is an
| BM conpati bl e personal conputer (386-20Mhz CPU, 80387 co-
processor) progranmed with the conputer progranms listed in
Appendices | through IV of the Specification.

Thus, simlar to the invention in State Street, the

claimed invention uses a certain conmputer to transform data
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t hrough a series of mathematical cal culations and thereby
determ ne an optim zed portfolio of equity stocks. We
conclude that the present clains are directed to statutory
subj ect matter under State Street and the rejection will not be
sust ai ned.

The exam ner’s | ast substantive paper filed in this
appeal was the Suppl enental Exam ner’s Answer filed October
22, 1996 (Paper No. 28), in which the exam ner stated that the
i ssues on appeal were “simlar, if not identical” to the
issues in State Street. At that time, however, the exam ner
di d not have the benefit of the Federal Circuit decision,
instead relying on the (now reversed) District Court decision.
Rejection for lack of witten description

Clainms 24 and 25 stand rejected as lacking a witten
description in the specification as originally filed. The
standard for whether the witten description requirenent is
satisfied is laid out inIn re Wlder, 736 F.2d 1516, 1520,
222 USPQ 369, 372 (Fed. Cir. 1984):

it is not necessary that the clained subject nmatter be

described identically, but the disclosure originally filed

must convey to those skilled in the art that applicant had
invented the subject matter |ater clained.
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In the present case, Clains 24 and 25 recite the use of
read only nmenory and random access nenory as part of conputer
hardware nmeans for perform ng the required nuneric processing.
The exam ner correctly points out that the specification does
not mention any read only menory or random access nenory, but
merely nmentions a particular conputer.

The exam ner concedes that the disclosed conputer had
read only nmenory and random access nenory. Suppl enent al
Exam ner’s Answer (Paper No. 23) at 3. W find that those
skilled in the art took for granted that the disclosed
conputer had such nenories. |In other words, the
specification’s identification of an | BM conpati bl e personal
conputer enploying a 386 processor conveyed to the skilled
artisan that applicant had invented a conmputer having the
recited menories. Therefore, under Wlder, the rejection wll
not be sustai ned.

CONCLUSI ON

The rejection of Clains 18-28 under 35 U.S.C. § 101 as

bei ng drawn to non-statutory subject matter is not sustained.

The
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rejection of Clains 24 and 25 under 35 U.S.C. 8§ 112, first

par agraph, as lacking a witten description,

REVERSED
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