THIS OPINION WAS NOT WRITTEN FOR PUBLICATION
The opinicn in support of the decision being entered today (1)
was not written for publication in a law journal and (2) is not
binding precedent of the Board.
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DECISION ON APPEAL

This is an appeal from the final rejection of claims
10-12, 15, 18 and 21-26. Claims 1-9, 13, 14, 16, 17, 19 and 20,
the other claims remaining in the present application, stand
withdrawn from consideration pursuant to a restriction

requirement. Claim 10 is illustrative:

! Application for patent filed January 3, 1990.
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10. A compeosition comprising a thermoplastic polyvinyl
chloride homopolymer or copolymer containing an amount of a
liquid polyester effective to plasticize said homopolymer or
copolymer; wherein said liquid polyester is unterminated and has
the formula

0 0 R, R,

I | | |

---0 - C-A - C - (0 =-CH =~ {(CRRy), -~ CH},---

wherein in each subunit (n) of said polyester A is independently’
selected from the group consisting of straight or branched,
saturated hydrocarbon chains, containing from 1 to 10 carbon
atoms, or substituted or unsubstituted arylene moieties, and R,,
R,, R;, and R, are each independently selected from the group
consisting of hydrogen or alkyl containing from 1 to 4 carbon
atoms; n=4-20, x=0-4 and y= 1-3, said polyester having a hydroxyl
value of at least 25, a weight average molecular weight of from
about 3,000 to about 10,000, and wherein at least two subunits
contain different

R, R,

- (¢ - CH - (CH3R,), - CH) - groups.

The examiner relies upon the following reference as
evidence of obviousness:

Mertz et al. (Mertz) 4,824,590 Apr. 25, 1985

Appellants’ claimed invention is directed to a
compesition comprising a thermoplastic polyﬁinyl chloride and a
liquid polyester plasticizer of the recited formula. The claimed

composition finds utility as a gasket material for appliances

made from textured metal, such as a refrigerator.




Appeal No. 94-039%4
Application 07/460,422

Aﬁpealed claims 10-12, 15, 18 and 21-26 stand rejected
under 35 U.S.C. 103 as being unpatentable over Mertz.

We have carefully reviewed the respective positions of
appellants and the examiner. In so doing, we find that the
disclosure of Mertz fails to establish a prima facie case of
obviousness for the claimed subject matter. Accordingly, we will
not sustain the examiner’s rejection.

There is no dispute that the claimed liguid polyester
has three properties or ;haracteristics which are not shared by
the polyester plasticizers of Mertz. Firstly, whereas Mertz
discloses that the polyester is prepared by reacting the
appropriate monomers with a terminating agent, such as an
aliphatic saturated monofunctional alcchol having from 6 to 13
carbon atoms or an aliphatic saturated monocarboxylic acid having
from about 6 to 13 carbon atoms, appellants’ claimed polyester is
"unterminated." As stated at page 7, lines 12 and 13 of the
specification, the reaction mixture of the present invention
"does not include a polymerization terminator." Secondly,
whereas the claimed polyester has a weight average molecular
weight of from about 3,000 to about 10,000, the polyesters of
Mertz generally have average molecular weights in the range of
500 to about 2,000. Ih addition, the copolyesters of the
reference have a hydroxyl value less than about 25, while the

claimed polyester has a hydroxyl value of at least 25.
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Since Mertz provides no'teaching, suggestion or even
hint that the plasticizing polyesters can be unterminated, which
untermination results in the claimed higher hydroxyl value, we
must concur with appellants that the only motivation for
modifying Mertz in the manner proposed by the examiner emanates
from appellants’ own disclosure which, of course, amounts to the
application of impermissible hindsight. 1In our view, appellants,
in preparing their plasticizing liquid polyester, have proceeded
contrary to the teachings of the prior art.

We also do not agree with the examiner that the
referenced molecular weight of about 2,000 renders obvious the
claimed lower limit of about 3,000. While it is generally a
matter of prima facie obviousness for the skilled artisan to
determine the optimum value of a parameter within a range
disclosed by the prior art, it is generally not considered
obvious for one of ordinary skill in the art to operate outside a
range disclosed by the prior art. [In re Sebek, 465 F.2d 904, 175
USPQ 93 (CCPA 1872). Also, while the claimed lower limit of at
least 25 for the hydroxyl value does not, in itself, serve as an
ungbviousness distinétion over the prior art upper limit of less

than about 25, we find that the c¢laimed invention, considered in

its entirety, would not have been prima facie obvious over the

Mertz disclosure.
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Inasmuch as we find that the examiner has not
established a prima facie case of obvicusness, it is unnecessary
to discuss and evaluate the specification comparative data which

appellants offer as rebuttal evidence. In re Merchant, 575 F.2d

865, 197 USPQ 785 (CCPA 1878).
Based on the foregoing, the examiner’s decision
rejecting the appealed claims is reversed.

REVERSED
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