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I nterference No. 103, 640

Bef ore CALVERT, URYNOW CZ and PATE, Adm nistrative Patent Judges.

PATE, Adm nistrative Patent Judge.

FI NAL DECI SI ON UNDER 37 CFR § 1.658

This is a final decision in Interference No. 103, 640.
The junior party involved patent is U S. Patent No. 4,894,975
to Steven Ausnit;® the senior party involved application is
application No. 08/045,254 filed in the nane of Hirom chi
| nagaki. The patent is assigned to Illinois Tool Wrks, and
the application is assigned to Supreme Plastics Ltd.

The subject matter is directed to a nethod and
apparatus for making a recl osable bag froma sheet of plastic
filmon a vertically extending filling chute that is used for
filling the fornmed bag. A continuous strip of plastic zipper
strip having a reclosable seal thereon is fed parallel to the
sheet of plastic and is joined thereto. The two interl ocking
menbers of the reclosable seal remain joined by a separabl e web
t hat nust be severed by the user for access to the interior of

t he bag.

®In this decision, the record of Ausnit and Ausnit’s exhib-
its will be abbreviated AR and AX- followed by the appropriate
page or exhibit nunber, respectively. Likew se, Inagaki’s record
and exhibits are denoted by IR and | X-, respectively.
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The count reads as foll ows:
COUNT 1

The nethod of formng a vertical tubular formfill
recl osabl e bag froma sheet of plastic conprising the steps:

conti nuously feeding a supply of thin thernoplastic
filmfroma supply neans; wapping the filminto tubul ar shape
over a filling spout bringing the |ateral edges of the film
together in adjacent relationship to forma tube;

feeding a continuous supply of plastic zipper strip
havi ng webs with first and second recl osabl e pressure inter-
| ocki ng nenbers thereon into a space between said fil m edges;
attaching the webs of said nenbers to the filmbetween said film
edges so that said strip provides the sole neans joining said
edges and said strip provides a reopenable closure for a bag
formed of said film and

wherein said interl ocking nenbers are joined by one of
said webs and said one web nust be separated for access to the
interior of a bag forned by said film

The clainms of the parties that correspond to the count

are:
Ausni t: Clains 1-19
| nagaki : Clainms 11-26

The final hearing was held May 2, 2000. Both parties
submtted main briefs. The junior party submtted a reply brief.
Both parties were represented by counsel at the hearing.

Backgr ound

The Interference was declared on June 21, 1996. During
a prelimmnary notion period, junior party Ausnit filed nine
prelimnary notions and Inagaki filed one. The Adm nistrative

Pat ent Judge (APJ) granted Ausnit Mtion 1 for judgnent that all
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clai ns of | nagaki were unpatentable to |Inagaki under 35 U S. C
8§ 103. The APJ considered and denied all other notions by either
party. Additionally, the APJ placed Inagaki under an order to
show cause. The notion decision and show cause order were mail ed
March 26, 1999. 1In response to the show cause order, I|nagaki
requested this final hearing. In response to |Inagaki’s hearing
request, the APJ gave the parties a testinony tinme period for
i ntroduction of declaration evidence relied upon during the
noti on phase of the interference as well as for cross-exan nation
of the declarants. The APJ’'s testinony letter also set a
schedule for filing the record and the briefs.
Evi dence at Final Hearing

As noted in the background section above, the APJ set a
testinony period for the parties to make of record decl arations
filed in support of prelimnary notions and for cross-exam nation
of the wi tnesses nmaking the declarations. However, we note in
the record the presence of new decl arati ons and cross-exam nati on
pertinent thereto, added by the senior party during the testinony
period. |Indeed, during oral argunment the senior party repeatedly
referred to the new evidence adduced during the testinony period.

Any new evi dence adduced by the parties after the cl ose
of the prelimnary notions period (excepting cross-exam nation of

declarations filed during the notions period) wll not be con-
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sidered by this panel in our decision at final hearing. “Proof
of any material fact alleged in a notion, opposition or reply
must be filed and served wth the notion . . . .7 37 CFR

§ 1.639. “[Where the noving party is in possession of the
necessary evidence, there is no legitimte reason why it should
not be presented with the notion. |If the notion is not
acconpani ed by then avail able proof of a material fact, no
further evidence should be received in the interference in
connection with the issue raised in the notion.” O kasa v.
Qoni shi, 10 USPQ2d 1996, 2000 n.12 (Conmir Pats. & Trademarks
1989). It was not the intention of the "new' rules to permt
routine requests to take testinony in lieu of presenting tinely
affidavits and ot her avail able proof of material facts with the
nmotion. 1d. A good faith effort nust be nmade to submt evidence
to support a prelimnary notion or opposition when the evidence
is available. Gkada v. Hitotsumachi, 16 USPQRd 1789, 1790
(Commir Pats. & Trademarks 1990).

Specifically, the second declaration by Edel man* wil |
not be considered. In our view, there is no legitinmate reason
why the factual statenents by Edel man coul d not have been
included in the first Edel man declaration filed in opposition

to the junior party’s unpatentability notion under 37 CFR

* The second Edel man declaration is found at | R75-1R79.
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§ 1.633(a). Allowng further direct testinony from Edel man by
declaration would permt the senior party a second chance to
establish patentability after having “tested the waters” by the
first declaration. Such “testing of the waters” has specifically
been targeted by this Board as not permtted under our inter-
ference rule 37 CFR 8§ 1.639. See Hanagan v. Kinura, 16 USPQd
1791, 1793 (Commir Pats. & Trademarks 1990). It anmounts to
pi eceneal prosecution and is antithetical to the orderly
resol ution of interferences.

Wth respect to the declaration of Denis Kissane, °
entered into the record to establish secondary consi derati ons,
the facts presented in this declaration are of the type readily
avail able to the assignee of the involved application. Here
again, there is no legitimte reason why this declaration was
not tendered during the notion period. Accordingly, since this
decl aration was not submtted with the opposition to the Ausnit

notion for judgnment during the notion period, we wll not

consider it at final hearing.

St andard of Revi ew

On March 16, 1999, the Patent and Trademark O fice

> The Ki ssane declaration is found at IRL to | R11.
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issued an interimrule change of patent interference rule 37 CFR
8§ 1.655(a). 64 FR 12900. The rule deals with the application
of the abuse of discretion standard by a nerits panel when
considering an interlocutory order entered by a | one APJ acting
in an interlocutory capacity. The rule has been changed to
enphasi ze that a panel of the Board will resolve the nerits of an
interference as a panel w thout deference to any interlocutory
order. Panels will, however, continue to apply the abuse of
di scretion standard but only with respect to procedural matters
decided by the lone APJ acting in an interlocutory capacity.
Accordingly, we consider the substantive issues dealt with by the
APJ in his interlocutory capacity and raised by the parties in
their briefs, giving them de novo consideration in this decision.
Wth regard to the date of effectiveness of the interim
rule, the interimrule notice states that the anended rule is
effective as of the date of publication, viz., March 16, 1999.
Accordingly, the review of the APJ's decisions on the prelimnary
noti ons has been decided in the foll ow ng decision w thout
deference to the prior decision by the lone APJ. It is noted
that both parties have briefed and argued the issue under the
abuse of discretion standard. However, the standard of review
instituted by the interim and now final, rule has been used by

the panel in rendering this decision.
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| ssues

The follow ng i ssues are presented by the parties for
consideration in their respective briefs:

i) whether the APJ should have granted the Ausnit
notion for judgnent based on 35 U S.C. § 103;

ii) whether the APJ shoul d have deni ed the Ausnit
notion for judgnent based on 35 U S.C. § 135(b);

iii1) whether the APJ shoul d have deni ed the Ausnit
notion for judgnent based on res judicata or collateral estoppel;

iv) whether the APJ shoul d have deni ed the Ausnit
notions to have clains 10-19 and 19-26 desi gnated as not
corresponding to the count;

v) whether the APJ shoul d have denied the Ausnit notion
for judgnent based on the ground of inequitable conduct;

vi) whet her the APJ shoul d have deni ed the Ausnit
notion for judgnment based on 35 U S.C. § 112, second paragraph;

vii) whether the APJ should have denied the Ausnit
notions for judgnent based on 35 U.S.C. 8§ 112, first paragraph;

and

viii) whether the APJ shoul d have deni ed | nagaki

benefit of Japanese application 62-17738.
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Ausnit Mdtion 1 for Judgnent Based on Unpatentability under
35 US.C 8§ 103

Ausnit prelimnary notion 1, filed pursuant to 37 CFR
8§ 1.633(a) was for judgnent that all I|nagaki clainms, viz.,
clainms 11-26, were unpatentable to |Inagaki under 35 U S.C. § 103.
The references cited were Ausnit U S. Patent Nos. 4,709, 533;
3,226,787; and 3,172,443. The APJ granted the Ausnit notion.
The followi ng are our findings of fact with respect to Ausnit
notion 1:

Ausnit ‘533 discloses a nethod and an apparatus for
maki ng recl osabl e plastic bags on a form fill, and seal nachi ne.
Such a machine not only fornms the bag, it also fills the bag
after formng, and then seals the bag’s contents inside. The
apparatus of ‘533 works as follows: a thin plastic film10 is
continuously fed via roller 11 into and wapped around a filling
spout 12. As the filmencircles the spout, |ateral edges 13
and 14 are brought into adjacency to forma tube. A continuous
supply of plastic zipper strip 18 having first and second
recl osabl e pressure interlocking menbers 20 (male) and 21
(fermale) is fed into the space between the filmedges 13 and 14.
Each of the interlocking nmenbers has a web above and bel ow t he
interl ocking nenber. For the male interlocking nenber, the webs
are upper web 20a and | ower web 20b. For the fenale, the upper

and | ower webs are 2l1la and 21b, respectively. The web areas of

9
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the strip are attached to the filmform ng a broad area of
attachnent for a strong bond. Ausnit differs fromthe subject
matter at issue in the interference only to the extent that the
upper webs 20a and 2la are not unitary but are fastened together
as the bag is sealed formng a fin seal at 24 which nust be
severed by the user to gain access to the content of the forned
and filled bag.

Ausnit ‘787 discloses a fastener strip for a recl osable
bag. As shown in Figures 4, 5 and 6, the strip has two inter-
| ocki ng nenbers 44 and 45 so that when the sheet is folded the
interl ocking nmenbers face one another. The strip further
i ncl udes web portions 47 and 48. The two interl ocking nenbers
are joined together by a unitary central strip or web 46 which
mekes the strip, the webs, and the interlocking nenbers an
integral unit. Wen applied to the nouth of a bag, the
interl ocking nmenbers are interengagingly sealed and the central
strip forns a folded seal outwardly of the interlocking nmenbers
that nust be renoved, as shown in Figure 6, to gain access to the
contents of the bag. Ausnit ‘787 differs fromthe subject matter
of Inagaki’s involved clains in that Ausnit ‘787 has no
di sclosure of a form fill, and seal nmachine. This patent is
directed only to the sealing strip configuration and its method

of use.
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Finally, Ausnit ‘443 is directed to another fastener
strip for a reclosable bag. The strip has interlocking nmenbers
20 and 21 on webs 16 and 17. Qutwardly of the interl ocking
menbers, flanges 25 and 26 are provided with a |ine of frangible
connections such as spot welds 27 in the Figure 1 enbodi nent, or
a seam40 with holes 41 therein in the Figure 6 enbodi nent.

Thus, the strips of Ausnit ‘443 are unitarily connected when
formed (see Figure 5) and then applied to a bag.

It is our further finding that Ausnit ‘787 is evidence
of a recognition in the art of the self-evident advantages
possessed by the folded integral fastener strip disclosed
therein. Forenost is the advantage that the two interl ocking
menber strips as disclosed in Ausnit ‘787 cannot be m spl aced one
fromthe other while in transport or when feeding in the form
fill, and seal machine. The strips of Ausnit ‘787 are integrally
connected, and so one interlocking nenber necessarily carries its
conmpl enentary nenmber nearby.® Secondly, it is self-evident that
the folded strip of Ausnit ‘787 at the folded edge 54 has a neat
and tidy appearance as conpared to the two flattened | am nated
| ayers of the fin seal of Ausnit ‘533. Thirdly, although the

* 787 patent shows two lines of perforation 49 and 50 for ease of

® The strips of Ausnit ‘443 al so possess this self-evident
advant age.
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openi ng, itself an advantage, we note that only one |ayer of
mat eri al need be severed, either 49 or 50 to gain access to the
contents of the bag. The consunmer can gain access to the bag by
severing at perforation 49, at perforation 50, or the consuner
can renove the entire strip, as shown in Figure 6. In contrast,
when opening the fin seal of Ausnit ‘533, the user nust sever two
| ayers of material to gain access to the bag, which |ayers, since
they are | am nated, necessarily reinforce one another. Thus, the
force needed to open the fin seal is necessarily greater, due to
the arrangenent of the seal, all other factors being equal.
Alternatively, Ausnit ‘533 is evidence of recognition
in the art of the desirability froman efficiency standpoint of
the form fill, and seal process in materials packagi ng. Ausnit
‘533 adds the further teaching that consuners desire a tanper-
i ndi cating seal outwardly of the closure stripinaform fill
and seal foodstuff container.
A clainmed invention is unpatentable as obvious "if the

di fferences between the subject matter sought to be patented and

the prior art are such that the subject natter as a whol e woul d
have been obvious at the tine the invention was nmade to a person
having ordinary skill in the art to which said subject matter

pertains.” 35 U S.C. § 103(a) (1994); See In re Gartside,
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203 F.3d 1305, 1319, 53 USPQd 1769, 1778 (Fed. Cir. 2000)
(quoting In re Denbiczak, 175 F.3d 994, 998, 50 USPQR2d 1614, 1616
(Fed. Cir. 1999)). "The ultimate determnation . . . whether an
invention is or is not obvious is a |l egal conclusion based on
underlying factual inquiries including: (1) the scope and
content of the prior art; (2) the level of ordinary skill in the
prior art; (3) the differences between the clained invention and
the prior art; and (4) objective evidence of nonobvi ousness. ™
Dembi czak, 175 F.3d at 998, 50 USPQ2d at 1616. The Federal
Circuit further indicated "that the best defense against the
subtl e but powerful attraction of a hindsight-based obvi ousness
analysis is rigorous application of the requirenent for a show ng
of the teaching or notivation to conbine prior art references.”
ld. at 999, 50 USPQ2d at 1617. That suggestion nmay cone from
inter alia, the teachings of the references thenselves and, in
sonme cases, fromthe nature of the problemto be sol ved. See
Gartside, 203 F.3d at 1319, 53 USPQR2d at 1778 (citing Pro-Mld &
Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d 1568, 1573,
37 USPQd 1626, 1630 (Fed. Cir. 1996)).

Since Ausnit ‘787 and Ausnit ‘443 supply to the art the
teaching that the strips carrying the two interlocking nenbers
can be joined in a unitary strip, one with a bent or fol ded web

between the interlocking nmenbers and the other with a seam or

13
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spot welded line, it would have been prima facie obvious to one
of ordinary skill at the tine of the senior party’s invention, to
use the unitary reclosable strip fastener of Ausnit ‘787 or ‘443
on the form fill, and seal bag of Ausnit ‘533. The notivation
for this nodification would clearly have been found in the self-
evi dent advantages the unitary strip has as enunerated above.

Furthernore, as we have nentioned above, Ausnit ‘533
teaches both the desirability and efficiency of the form fill,
and seal process in plastic packaging. Additionally, ‘533
teaches that consuners desire a tanper-indicating seal. 1In
vi ew of these teachings, it is our viewthat it would have been
prima facie obvious to manufacture the container disclosed in
Ausnit 787 on a form fill, and seal nachine as suggested by
Ausnit “533. This is an additional suggestion or notivation
found in the prior art.

We turn next to the objective evidence of nonobvi ous-
ness. As noted previously, only the evidence filed by the senior
party with the original opposition will be considered at this
final hearing. This includes the first declaration by Edel man
and the cross-exam nation pertinent thereto.

In 1 and 92 of the first Edel man decl aration, ° Edel nan

" The first Edel man declaration is found at Exhibit C, Paper
No. 35, "Exhibits to Senior Party's Oppositions to Junior Party's
Prelimnary Mtions 1-9."
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identifies hinself and his enployer. W fully credit Edel man

as an expert in, at least, plastic zipper profile extrusion,

al though his experience with form fill, and seal nachines is
somewhat limted. [|R118-119.% |In Y3 Edel nan states the |egal
conclusion that it would not have been obvious to conbine the
teachings of the 787 and the ‘533 Ausnit patents. Wth respect
to this paragraph, we are in agreenent with the APJ that an
expert’s opinion on the | egal conclusion of obviousness is
entitled to no weight. "An expert's opinion on the ultimte

| egal conclusion is neither required nor indeed 'evidence' at
all.” Mendenhall v. Cedarapids Inc., 5 F.3d 1557, 1574,

28 USPQ2d 1081, 1096 (Fed. GCr. 1993), cert. denied, 511 U. S
1031 (1994) (quoting Nutrition 21 v. United States, 930 F.2d 867,
871 n.2, 18 USPQ2d 1347, 1350-51 n.2 (Fed. Gr. 1991)). See al so

Avia Goup Int'l, Inc. v. L.A GCear Cal., Inc., 853 F.2d 1557,
1564, 7 USPQ2d 1548, 1554 (Fed. GCr. 1988). In any event, we
additionally point out that the declaration does not qualify
the declarant as an expert in patent |aw.

In 93, Edel man prem sed his conclusion on an all eged

8 Here again, we point out that our consideration of the
Edel man record has only been to the extent of considering the
cross-examnation that is pertinent to the first Edel man decl ar a-
tion.
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i nconpatibility between Ausnit ‘787 and Ausnit ‘533. In Y4 and
15 he el aborates thereon. W are in substantial agreenent with
hi s concl usions regarding the disclosure of the ‘533 patent in
14, but we do not agree that “it is not inportant what materi al
is used to formthe recl osabl e zipper,” inasnmuch as the bags
herein clained not only function as point of sale containers but
al so function as storage contai ners when the seal is broken and
a portion of the contents has been renoved by the consuner. In
this respect there would, indeed, be sone inportance as to the
ai r-proofness and noi sture-proofness of the sealing strips. In
15, Edel man anal yzes the * 787 patent. While Edel man states that
the closure strips are made of polyethylene or simlar material, °
his analysis is limted to polyethylene. Even if this restric-
tion on the materials considered by Edel man with respect to ‘787
were valid, we nust point out that the bag material in Ausnit

"10 50 if the closure

‘787 is “polyethylene or like material,
strips are nade of polyethylene, the closures are as noi sture-
proof or air-proof as the bag wall. Thus, Edel man’s concl usion
of the unsuitability of polyethylene sealing strips in Ausnit

787 is undercut by the realization that the bags are nade of the

® Ausnit ‘787, in colum 2, lines 38-51, list several mate-
rials both for closure strips and contai ner bags.

10 See Ausnit ‘787 at col. 2, line 5.
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same or simlar material. In our view, noisture-proofness and
ai r-proofness as discussed by the references and Edel man is a
rel ative concept. For the uses contenplated in Ausnit ‘787,
pol yethyl ene for either the bagwall or sealing strips nmay be
sufficiently noi sture-proof or air-proof. W do not see the
relative property of noisture-proofness or air-proofness as
rai sing substantial inconpatibility problens anong the reference
teachings. Therefore, we do not agree with the concl usion of
i nconpatibility stated in {6.

In fact, the conclusion of 6 appears to be prem sed
nore on the argunent that the polyethylene strips of Ausnit ‘787
could not be bodily incorporated into the bags of *533. W are
in agreenent with the APJ that bodily incorporation is not the
proper standard for obviousness under 35 U . S.C. §8 103. To
justify conbining reference teachings in support of a rejection
it is not necessary that a device shown in one reference can be
physically inserted into the device shown in the other. Inre
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981) ( quoting
In re Giver, 354 F.2d 377, 148 USPQ 197 (1966)). The test for
obvi ousness is not whether the features of a secondary reference
may be bodily incorporated into the structure of the primary
reference; nor is it that the clained invention nust be expressly

suggested in any one or all of the references. Rather, the test

17
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is what the conbi ned teachings of the references woul d have
suggested to those of ordinary skill in the art. Kell er, 642
F.2d at 425, 208 USPQ at 881 (quoting In re Wod, 599 F.2d 1032,
202 USPQ 171 (CCPA 1979)).

Wth respect to the heat sealing technol ogies
discussed in 1Y 7, 8, and 9, here again, the testinony appears to
be that the particul ar polyethylene filmof Ausnit ‘787 could not
be bodily inserted, without nodification, into the form fill,
and seal machine of Ausnit ‘533. W reiterate that bodily
i ncorporation is not the correct standard for 8§ 103, and the
particul ar heaters, like the precise polyner conpositions, to be
used in the clained process or apparatus woul d have been a matter
of choice for one of ordinary skill

We have carefully considered the objective evidence of
nonobvi ousness filed by the senior party during the notions
period in opposition to the notion for judgnent, and have
reached the conclusion that it is entitled to little weight.
Accordingly, considering all evidence both for and agai nst
obvi ousness, it is our conclusion that the evidence for
obvi ousness substantially outwei ghs any evi dence agai nst
obvi ousness. Therefore, we concur in the obviousness deter-

m nati on made by the APJ in his notion decision and with the

ex parte panel of this Board that considered and affirned a
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rejection' on this ground with respect to narrower clains in the
senior party’ s parent application. Accordingly, we will enter
j udgnent agai nst the senior party on the ground of unpatent-
ability, hereinbel ow

Having found all of the senior party’'s clains
desi gnated as corresponding to the count as unpatentabl e over the
prior art, it is not necessary for us to consider the issues
dealing with the junior party’'s other argunents regarding the
unpatentability of the senior party’ s clains. Likew se, the
i ssues raised by the junior party’'s 37 CFR 8 1.633(c)(4) notions
shall not be decided, inasmuch as the junior party wll be
adj udged entitled to all clains designated as corresponding to
the count. Finally, the issue of the senior party’'s claimfor
benefit is nooted, since judgnent shall be entered agai nst him

on patentability.

Judgnent
Judgnent in Interference No. 103,640 is entered agai nst
the senior party, Hromchi Inagaki, on the ground of unpatent-
ability. Hromchi Inagaki is not entitled to a patent

containing clainms 11-26, which clains correspond to the count

1 Appeal No. 92-1368, Application Serial No. 07/257, 270,
deci sion nmail ed October 26, 1992. Adhered to on reconsideration
mai |l ed May 20, 1993.
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ininterference. Judgnent is entered in favor of Steven Ausnit,
the junior party. Steven Ausnit is entitled to his patent
containing clainms 1-19, which clains correspond to the count

in interference.

IAN A. CALVERT
Administrative Patent Judge
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