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DELMENDO, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U S.C. 8§ 134 (2002)
fromthe examiner’s final rejection of clains 1 through 3 and 5
through 8 (final Ofice action mailed Feb. 1, 2002, paper 11),
which are all the clains pending in the above-identified
application.

The subject matter on appeal relates to (i) a barstock body
fluid control valve (clains 1-3 and 5), (ii) a nmethod of formng
a barstock body fluid control valve (claim®6), (iii) a two port
fluid control valve (claim7), and (iv) a three port fluid
control valve (claim8). Further details of this appeal ed

subject matter are recited in independent clains 1, 6, 7, and 8
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r epr oduced bel ow:

1. A barstock body fluid control valve
conpri si ng:

a barstock body of preselected material having an
inlet end and an outlet end, and a presel ected cross
section defining the outer walls;

a through machined main flow port |ocated
eccentrically on said inlet and said outl et ends;

wherein said main flow port eccentric |ocation
i ncreases the avail abl e barstock thickness at one outer
wal | | ocation and decreases barstock thickness in the
opposite wall.

6. A nethod of formng a barstock body fluid
control valve using reduced barstock size and a
standard size valve stem the nethod conprising the
steps of:

sel ecting the reduced size barstock having a
desired outer wall configuration fornmed about a
| ongitudi nal center line and cutting the reduced
bar st ock size to |ength;

form ng a val ve body by machining flat surfaced
ends on said reduced barstock size perpendicular to
sai d barstock outer wall

defining a throughbore axis offset from and
parallel to the |ongitudinal centerline of the
bar st ock;

machi ni ng a throughbore in said barstock
symmetrically about the offset throughbore axis to
produce an eccentrically | ocated throughbore defining a
t hi cker portion and a thinner portion of said barstock
outer wall;

machi ning a val ve stem bore perpendi cular to said
t hroughbore in the thicker portion of the barstock
outer wall |ocated a maxi mum di stance from said offset
t hr oughbor e axi s;

selecting a standard size valve stemto be
inserted in the valve stembore in the thicker portion
of the barstock outer wall resulting in the thinner
portion of the barstock wall positioned opposite the
val ve stem and

installing the standard size valve stemin said
val ve stem bore.

7. Atwo port fluid control valve conprising:
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a barstock body having outer walls extendi ng
between an inlet end and an outlet end defined by a
presel ected cross section circunscri bed about a central
| ongi tudi nal axi s;

a machi ned t hrough bore extendi ng between the
inlet end and the outlet end of the barstock body about
an of fset |ongitudinal throughbore axis parallel spaced
fromthe central |ongitudinal axis,

the through bore is eccentrically |located with
respect to the outer walls producing a thicker outer
wal | portion and a relatively thinner opposite wall
portion of the barstock body; and

wherein a stem port communi cates perpendicul arly
with said throughbore nmachi ned through said thicker
outer wall portion of the barstock body.

8. Athree port fluid control valve conprising:

a barstock body having outer walls extending
between an inlet end and an outlet end defined by a
presel ected cross section circunscri bed about a central
| ongi t udi nal axis;

a machi ned through bore extendi ng between the
inlet end and the outlet end of the barstock body about
an of fset |ongitudinal through bore axis parallel
spaced fromthe central |ongitudinal axis,

t he through bore is eccentrically |l ocated with
respect to the outer walls producing a thicker outer
wal | portion and a relatively thinner opposite wall
portion of the barstock body;

a machi ned bottom fl ow port forned perpendicul ar
to said through bore through the thicker outer wall
portion; and

a machi ned stem port comuni cates perpendicul arly
with said throughbore and axially aligned with said
bottom fl ow port, said stem port machi ned through the
t hi nner opposite wall portion of said barstock body.

The examiner relies on the following prior a

references as evidence of unpatentability:?

1 : .
to Par ke-l;heone)i@erﬂ.nei allgs& raer}‘qer& é-o Fsétséntpaé,(ﬂ7,24§00?’s6s6u6ed §soued
Zell on Dec. 24, 1968. (Exam ner’s answer nailed Sep. 20, 2002,
paper 14, p. 5.) These references, however, have not been
included in the statenments of the rejections. Accordingly, we
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Rawst r on 3, 345, 032 Cct. 3, 1967
Gonzal ez 4, 280, 526 Jul. 28, 1981

Clainms 1 and 5 on appeal stand rejected under 35 U . S.C. 8§
102(b) as anticipated by Gonzales. (Answer, page 2; final Ofice
action, page 2.) In addition, clains 1 through 3 and 5 through 8
on appeal stand rejected under 35 U.S.C. 8§ 103(a) as unpatentable
over Gonzalez in view of Rawstron. (Answer, page 3; final Ofice
action, pages 2-3.)

W reverse these rejections.

35 U.S.C. 8 102(b): Gonzal ez

The examiner’s basic position is that Gonzalez, in
particular Figure 2, discloses every limtation of the invention
recited in the appealed clains. (Final Ofice action, page 2;
Answer, page 3.) W disagree.

As poi nted out by the appellant (appeal brief, pages 4-8),
Gonzal ez’ s specification contains no teaching regarding a “main
flow port |ocated eccentrically” such that it “increases the
avai |l abl e barstock thickness at one outer wall |ocation and

decreases barstock thickness in the opposite wall,” as recited in

wi Il not consider the teachings of these references as part of
the evidence relied upon in the examner’'s rejections. In re
Hoch, 428 F.2d 1341, 1342 n. 3, 166 USPQ 406, 407 n.3 (CCPA

1970) (“Where a reference is relied on to support a rejection,
whet her or not in a ‘mnor capacity,’ there would appear to be no
excuse for not positively including the reference in the
statenment of rejection.”).
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i ndependent appealed claiml1l. In addition, while Figure 2 may at
first glance be viewed with a body portion 10a that seens to be
thicker at the bottomrelative to the top, Figure 1 clearly

di spels such a notion as it shows that the main flow port is not

| ocated eccentrically as in the appellant’s clainmed invention. ?

Consi dering the teachings of the reference as a whole, we hold
t hat Gonzal es does not disclose, either expressly or inherently,
every limtation of the invention recited in appealed claiml

wthin the nmeaning of 35 U S.C. 8 102. In re Schreiber, 128 F. 3d

1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cr. 1997).
35 U.S.C. 8 103(a): Gonzal ez and Rawstron

The examiner’s position is stated as follows (final Ofice
action, page 2):
Even if the Gonzal ez [sic] does not disclose the
eccentric bore, they are extrenely well known through
out the art. It is deened to be an obvious matter of
design choice to make a fl ow passage eccentric. This
element in the instant invention lacks criticality to
make it an essential part of the invention.
The appell ant, on the other hand, argues that the exam ner
has not identified any evidence to support a concl usion of
obvi ousness. (Appeal brief, page 8.)

Because no relied upon evidence supports the exam ner’s

2 -
di d not Irneqtur?'re Eot:! 4 appl |V\cea urttoh%rubrﬁtte otrha% ngs %at are pr(e1p9a8roe)d
“to scale,” so Flgure 2 in and of itself cannot constitute a
specific description of the clainmed invention.
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concl usion, we nust agree with the appellant (id. at pages 8-14)

that the exam ner has failed to make out a prinm facie case of

obvi ousness. It is not enough to nerely allege that sonething is
“well known,” is an “obvious matter of design choice,” or “lacks
criticality.” 1Inre Lee, 277 F.3d 1338, 1343, 61 USPQ2d 1430,

1433 (Fed. G r. 2002)(“*The factual inquiry whether to conbine
references nust be thorough and searching.’...It nust be based on
obj ective evidence of record. This precedent has been reinforced
in nyriad decisions, and cannot be dispensed with.”).

In summary, we reverse the examner’s rejection under 35
US.C 8 102(b) of appealed clains 1 and 5 as antici pated by
Gonzalez. W also reverse the examner’s rejection under 35
U S.C 8§ 103(a) of appealed clains 1 through 3 and 5 through 8 as

unpat ent abl e over Gonzal ez in view of Rawstron
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The deci sion of the exam ner is reversed.

REVERSED

EDWARD C. KI M.IN
Adm ni strative Patent Judge

BOARD OF PATENT
CATHERI NE TI MM
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ROVULO H. DELMENDO
Adm ni strative Patent Judge
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