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McKELVEY, Senior Adnministrative Patent Judge.

Deci sion on appeal under 35 U S.C. § 134
The appeal is froma decision of a primary exam ner

rejecting clains 37-72. W affirm

A Fi ndi ngs of fact

The record supports the follow ng findings by at |east a
preponderance of the evidence. To the extent any finding is a
conclusion of law, the finding may be treated as a concl usi on of

| aw.

Y Application for patent filed 12 June 2001. The application is said to
be a division of application 09/089,831, filed 3 June 1998, now U. S. Patent
6,274,602 issued 14 August 2001. The real party in interest is said to be
GPI NI L Holdings, Inc. (Appeal Brief, Paper 11, page 1).



1. Clainms 37-72 are pending on appeal (Appeal Brief,
Paper 11, page 2 and Appendi X).

2. According to applicants, "[f]or the purpose of
this appeal only, the clains stand or fall together for each
ground of rejection ***" (Appeal Brief, page 2).

3. Pursuant to 37 CFR 8§ 1.192(c)(7)(2002), we
sel ect i ndependent claim 37 and deci de the appeal solely on the
basi s of claim 37.

4. Claim 37 reads as foll ows:

A pharmaceuti cal conposition which conprises:
(i) an effective anbunt of a heterocyclic conpound
havi ng one nitrogen heteroatom which has a

substituent attached to said nitrogen [hetero]atom

of the heterocyclic ring, 2 which is —-C(W-C(Y)-,
wherein Wand Y are independently
sel ected fromthe group consisting of O [oxygen],
S [sulfur], CH, and H,,
and whi ch conpound is additionally
substituted with a thioester or ketone substituent
attached to any carbon atom of the heterocyclic
ring,?
provi ded that said thioester or ketone
substituent is not an N-oxide of said thioester or
ket one substituent; and
(i1) a pharmaceutically acceptable carrier.

2 Strictly speaking, there is no antecedent for the | anguage "the

heterocyclic ring". Moreover, the | anguage woul d appear to be unnecessary
since "said nitrogen [hetero]atom necessarily refers to "one nitrogen
het er oat onf'.

® Wth respect to the language "the heterocyclic ring", see n.2.
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5. A nore conpl ete understanding of the heterocyclic
conmpound can be had by reference to Fornmula |I on page 12 of the
speci fication, where for exanple, when X is oxygen [ and Z is
—-CH,—, the "XZR;" noiety would be a ketone attached to a carbon
atom between the nitrogen [N] and B atom on the heterocyclic
ring.

6. The pharmaceutical conpositions are said to
be useful "for treating alopecia and pronoting hair growth"
(specification, page 1, lines 13-14).

7. The examiner finally rejected the clains on appeal
as being unpatentable under 35 U S.C. 8 103 over PCT application
WO 97/31898. *

8. The exam ner also finally rejected the clains on
appeal was bei ng unpatentable under 35 U . S.C. § 103 over
Hanmilton, U S. Patent 5,786,378.°

9. The exam ner found that the PCT application

"di scl oses conmpounds of the instant conposition and that they

4

The PCT application was published on 4 Septenber 1997. Accordingly, at
| east for the purpose of this appeal, the PCT application is prior art under

35 U S.C. § 102(a) assumi ng for the purposes of this appeal that applicants are
entitled under 35 U.S.C. 8 120 to the benefit of their parent application. In
the Appeal Brief, applicants do not contest the prior art status of the PCT
appl i cation.

5

The patent issued 28 July 1998 based on an application filed

25 Septenber 1996. The patent names Gregory S. Hamilton and Jia-He Li

as inventors. Accordingly, the patent is to "another" vis-a-vis the applicants
naned in the application on appeal. Hamlton is therefore facially prior art
under 35 U S.C. § 102(e). |In the Appeal Brief, applicants do not contest the
prior art status of the Hamilton patent. Moreover, we note that applicants
have not sought to invoke the provisions of 35 U S.C. § 103(c). It may be that
the application which matured into the Hami|lton patent and the application on
appeal were not originally owed by the sane entity. |In this respect, we note
that the Hamilton patent identifies its assignee as being GPI N | Hol dings,
Inc.; the address to which comunications in the application on appeal have
been addressed identifies Guilford Pharmaceuticals. W express no views on
whet her facts exist for invoking 35 U S.C. § 103(c) in this case.
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may be used in pharnmaceutical conpositions” (Final Rejection,
Paper 8, page 3; Exami ner's Answer, Paper 12, page 4). W
construe the examner's finding, as applied to claim37, to be
that the PCT application describes conpounds within the scope of
claim 37 and that those conpounds nmay be used in conbination with
a pharnmaceutically acceptable carrier.

10. The examiner's findings are supported by
substanti al evidence.

11. The PCT application describes conpounds having the
general fornmula M-L-Q where the Mnoiety falls within the scope
of the heterocyclic conpounds nentioned in claim37 (PCT
application, page 3). The Qnoiety also falls within the scope
of the heterocyclic conpounds of claim 37.

12. The conpounds described by the PCT application
are said to be useful in conbination with a "pharmaceutically
acceptable carrier or excipient" (PCT application, page 42,
line 17).

13. The PCT application goes on to say that the
conmpounds may be admi nistered or applied in the formof an
ointnent, a lotion or a cream (PCT application, page 45,
lines 5-7).°

14. The exam ner found that Ham [ton "di scl oses

conpounds that are the conpounds of the instant conpositions of

®  The node of administrative described in the PCT application is

essentially the sane as that described by applicants ( see specification,
page 37).
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*** [clain 37 ***" (Final Rejection, Paper 8, page 2, Exami ner's
Answer, page 3).
15. The exami ner also found that Ham |ton discl oses
(1) "that the conmpounds nmay be adm nistered in
conposi tions" (Final Rejection, Paper 8,
page 2) and
(2) "a pharmaceutical conposition *** conpri sing
t hese conmpounds” (Exam ner's Answer, page 3).

16. The examiner's findings are supported by
substanti al evidence.

17. Ham | ton describes conpounds within the scope of
claim37 (see, e.qg., the formula at col. 3, lines 1-9).

18. The conpounds described by Hamlton are said to be
useful in conmbination with a "pharnaceutically-acceptable
carrier, adjuvants and vehicles"” (col. 12, lines 34-35).

19. The PCT application goes on to say that the
conmpounds may be admi nistered as "topical fornulations” (col. 13,
lines 24-29).

20. I n what can be characterized at best as a
hal f-hearted effort, applicants in the Appeal Brief (Paper 11,
pages 3-4) argue as follows with respect to the exam ner's
rejection based on the PCT application:

According to the Exam ner, *** [the PCT application]
di scl oses compounds of sone of the rejected clains and their
use in conpositions. Ofice action of 5/7/2, p. 3, II. 1-8.



Even if these findings were true, ’ they themsel ves woul d not
establish a prima facie case of obviousness. As already
noted, a prima facie case requires a desirable reason to
nodify a reference to reach the clained invention.

But in this rejection conspicuously absent fromthe
record is any reason to nodify the teachings of *** [the PCT
application] to include, e.g., "an effective anbunt of a
het erocyclic conmpound” of the clained invention. Therefore,
the rejection is inproper and shoul d be reversed.

21. The exam ner provided a conplete answer to
applicants' argument by referring in the Exam ner's Answer
(Paper 12, page 4, line 1) to page 42 of the PCT application.
There descri bed are "pharnmaceutical conpositions conprising a
t herapeutically *** effective amount of the conpound and a
pharmaceutically acceptable carrier or excipient” (PCT
application, page 42, lines 15-17).°

22. Applicants in the Appeal Brief (Paper 11, page 3)
argue as follows with respect to the exam ner's rejection based
on the PCT application:

According to the Exam ner, *** [Ham |ton] discloses
conmpounds of sonme of the rejected clainms and their use in
conpositions. O fice action of 5/7/2, p. 2, |l. 14-17.

Even if these findings were true, ° they thensel ves woul d not
establish a prinma facie case of obviousness. Neither urging

! In the Appeal Brief, applicants do not explain why "these findings" are
wong or otherwi se are not supported by the evidence.

8 We believe applicants' sole argunment for reversal with respect to the

PCT application borders on frivolous. 1In this respect, we note that no reply
brief was filed to respond to the Exaniner's Answer.

°®  See n.7.



a reference is nodifiable nor inplying one of ordinary skil
inthe art would nodify a reference to reach the cl ai ned

i nvention establishes a prima facie case. MPEP 8§ 2143.01
The prima facie case requires a desirable reason to nodify a
reference to reach the clained invention. 1d.

Yet in this rejection conspicuously absent fromthe
record is any reason to nodify the teachings of ***
[Ham | ton] to include, e.g., "an effective anount of a
het erocyclic conmpound” of the clained invention. Therefore
the rejection is inmproper and shoul d be reversed.

23. The exam ner provided a conplete answer to
applicants' argunment by referring in the Exam ner's Answer
(Paper 12, page 3, line 1) to col. 14, lines 6-16 of Ham | ton.
There Ham | ton states:

The present invention also relates to a pharmaceutica
conposi tion conpri sing:

(i) a neurotrophically effective anount of the
compound of formula I, 11, 1l or 1V, and

(i1) a pharmaceutically acceptable carrier.

24. The exam ner also called attention to
colums 2-14. Col. 12, line 4 also describes the use of a
neurotrophically effective anount of a conmpound of forrmula I, 11
1l or I1V. A neurotrophically effective amount is a "an

ef fective amount" of a conpound. *°

0 W believe applicants' sole argunent for reversal with respect to

Ham [ ton al so borders on frivolous. In this respect, we again note no reply
brief was filed to respond to the Exami ner's Answer.
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B. Di scussi on

Resol uti on of the appeal does not require an extended
di scussion. Applicants explicitly acknow edged that for the
pur pose of the appeal all the clains stand or fall together
as to both rejections on appeal. Pursuant to Rule 192, we
therefore el ect to consider the broadest and only i ndependent
claim-Cdaim37. 1In our view, both the PCT application and
Ham | t on descri be conpositions within the scope of C aim 37.
Hence, those clains are not patentable under 35 U. S.C. § 103.
See, e.g9., In re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 646

(CCPA 1974) (anticipation is epitone of obviousness).

Appl i cants nmake only one argunent on appeal, viz., that
neither prior art reference describes an effective anount of a
het erocyclic conmpound. However, we have found that the exam ner
had a conplete answer to that argunent pointing to specific
reference to a portions of the prior art. See Findings 21
and 23.

W are at a loss to understand why such a hal f-hearted
effort has been nmade by applicants in connection with this
appeal. Apart fromthe fact that applicants do not seemto
really care about the outcone here, the need to have consi dered
t he appeal by the exam ner and this board has not been what can
be described as an efficient use of resources for the
adm ni stration of appellate justice wthin the Patent and

Trademark O fi ce.



C. Deci si on
Upon consi deration of the appeal, and for the reasons given,
it is

ORDERED t hat the decision of the exam ner rejecting
clainms 37-72 is affirnmed.

FURTHER ORDERED that no tine period for taking any
subsequent action in connection with this appeal may be extended
under 37 CFR 8§ 1.136(a) (2003).

AFFI RVED

FRED E. MKELVEY, Seni or
Adm ni strative Patent Judge

)
SHERVAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
WLLIAMF. SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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