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This is a decision on appeal fromthe exam ner’s refusal to
allow clains 1-6 as anended after final rejection. No other

clainms are pending in this application.
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BACKGROUND

Appel lants’ invention relates to a three-piece golf ball.
According to appellants, “the ball is inproved such that it may
recei ve an appropriately increased spin rate upon approach shots.
This leads to inproved control, and a relatively Iow spin rate
upon driver shots, which |leads to an increased distance.” See
page 3 of appellants’ specification. An understanding of the
i nvention can be derived froma reading of exenplary claiml1,
whi ch is reproduced bel ow.

1. Athree piece solid golf ball conprising; a single solid

core and a cover of two-layer structure consisting of an

i nner layer and an outer |ayer, characterized in that

the single solid core has a deflection of 3 to 7nmm
under an applied | oad of 100kg,

the cover inner layer has a Shore D hardness of 25 of
58 and a thickness of 0.5 to 1.4mm

the cover outer layer has a Shore D hardness of 30 to
57 and a thickness of 1.2 to 2.3nm and

the ratio of the thickness of the cover outer layer to

the thickness of the cover inner layer is from1l1l.4/1 to
4.6/ 1.

The sole prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

Yamagi shi et al. (Yamagi shi) 5, 688, 595 Nov. 18, 1997
(filed June 13, 1996)

Clains 1-6 stand rejected under 35 U.S.C. § 102(e) as being

antici pated by Yamagi shi .
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OPI NI ON

We refer to the appellants’ brief and reply brief and to the
answer for the opposing viewpoints expressed by appellants and
t he exam ner concerning the above noted rejection.® For the
reasons which follow, we will sustain the examner's 8 102(e)
rejection.

Initially, we note that appellants have indicated that the
clainms “can be considered as a group” (brief, page 4). W
therefore limt our discussionto one claim i.e., claiml. See

In re Ochiai, 71 F.3d 1565, 1566 n.2, 37 USPQ2d 1127, 1129 n.2

(Fed. Cir. 1995); 37 CFR § 1.192(c)(7)(1999).

Furthernore, we observe that anticipation by a prior art
reference does not require that reference to recogni ze either the
i nventive concept of the clained subject matter or the inherent
properties that nmay be possessed by the prior art reference. See

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633, 2

UsP@d 1051, 1054 (Fed. Cir.), cert. denied, 484 U S. 827 (1987).

A prior art reference anticipates the subject nmatter of a claim

1'I'n Paper No. 16, the exam ner noted that the reply brief
was considered. The additional comments concerning the reply
brief set forth in that paper have not been considered since such
comments are inappropriate absent express authorization by a
panel of this Board pursuant to 37 CFR § 1.193(b)(1).
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when the reference discloses every feature of the clained

invention, either explicitly or inherently (see Hazani v. Int'l

Trade Commin, 126 F.3d 1473, 1477, 44 USPQR2d 1358, 1361 (Fed.

Gr. 1997) and RCA Corp. v. Applied Digital Data Systens, Inc.,

730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Gir. 1984)).
However, the |aw of anticipation does not require that the
reference teach what the appellants are claimng, but only that
the clains on appeal "read on" something disclosed in the

reference (see Kalman v. Kinberly-Gark Corp., 713 F.2d 760, 772,

218 USPQ 781, 789 (Fed. GCr. 1983), cert. denied, 465 U S. 1026

(1984)).
Anticipation under this section is a factual determ nation

See In re Baxter Travenol Labs., 952 F.2d 388, 390, 21 USPQd

1281, 1283 (Fed. Cir. 1991) (citing In re Bond, 910 F.2d 831

833, 15 USP2d 1566, 1567 (Fed. Cr. 1990). 1In the case before
us, the exam ner has determ ned that Yamagi shi discloses, either
expressly or inherently, a golf ball neeting every limtation of
the invention set forth in representative claiml.

Appel l ants’ argunments with respect to the exam ner’s
determ nation as to the correspondence of the applied reference
to the subject matter of representative claim1l are essentially

limted to the contention that “the arti san woul d not construe
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the prior art as conprising a golf ball having a single solid
core” (brief, page 5).2 In this regard, appellants (brief, page
5) contend that the golf ball “core is defined as a single |ayer”
in appellants’ clainms by the claimlanguage requiring a three
piece solid golf ball and “[a] single solid core and a cover of
two-| ayer structure consisting of an inner |ayer and an outer
| ayer.”

The exam ner, on the other hand, has found that the claim
| anguage does not exclude a golf ball having a two | ayer core
together with inner and outer cover |layers as described in
Yanmagi shi .

Therefore, we nust analyze the claimlanguage to determ ne

the scope and neani ng of each contested limtation. See Gechter

v. Davidson, 116 F.3d 1454, 1457, 43 USPQ2d 1030, 1032 (Fed. Gr.

1997). During exam nation proceedi ngs, claimlanguage is given
its broadest reasonable interpretation consistent with the
specification as it would have been interpreted by one of

ordinary skill in the art. See In re Gaves, 69 F.3d 1147, 1152,

36 USPQ2d 1697, 1701 (Fed. Gir. 1995).

2 \W& consider the propriety of the examner’'s rejection in
| ight of the argunments nmade by appellants in the brief. See
37 CFR § 192(a).
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Here, we observe that the clains on appeal require a three
pi ece golf ball conprising a single solid core with a specified
defl ection property, a cover inner |ayer and a cover outer |ayer,
wi th each such cover |ayer having a specified hardness and
t hi ckness. See the sol e independent claim1l.® W deterni ne that
the ordinary neaning of the term"three piece" and “single” as
used in appellants’ clains requires that the golf ball be nade of
three pieces, including a single solid core and two cover
| ayers.* However, the single solid core is not limted to a
singl e layer core as urged by appellants but rather a single
solid core that may conprise either a single layer or a nulti
| ayer core. See page 4, lines 10-14 and 19-21, page 5, lines 16-
29, page 6, lines 4-7, and page 8, lines 31-34 of appellants’

specification. Consequently, our claimconstruction is

3 W note that dependent claim 2 appears to recite a broader
range for the hardness of the cover outer |ayer than provided for
i n independent claim1 raising an issue with respect to the
proper dependent status thereof which should be addressed by
appel l ants and the examner in the event of further prosecution
of this application.

4 Appel l ants do not argue with the exam ner’s determ nation
t hat Yamagi shi di scl oses, either expressly or inherently, a golf
ball neeting every limtation of the invention set forth in
representative claim1l including the core deflection property and
i nner and outer cover |ayer hardness and thickness paraneters but
for the “three piece” and “single core” |limtations.
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consistent with the requirenent that the clains of the
application be given the broadest reasonable interpretation
consistent wwth the specification as they woul d be construed by

one of ordinary skill in the art. See |In re Sneed, 710 F. 2d

1544, 1548, 218 USPQ 385, 388 (Fed. G r. 1983). W further
observe that the above-noted description in appellants’
specification is not inconsistent with the solid core described
at colum 5, lines 20-27 of Yamagishi. Al so, see the golf bal
described in Table 1, Exanple 6 of Yanmagi shi.

It follows that, on this record, we shall sustain the
exami ner’s anticipation rejection.

CONCLUSI ON

The decision of the examner to reject clains 1-6 under

35 U S.C 8 102(e) as being anticipated by Yamagishi is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RVED

CHUNG K. PAK
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge

JEFFREY T. SM TH
Adm ni strative Patent Judge
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