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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 21
to 30. The other clainms remaining in the application, 1 to 4,
7 to 10, 13, 17 and 20, have been al |l owed.

The clains on appeal are drawn to a hockey-stop
facilitating in-line skate (clains 21 to 28) and a nethod of
in-line skating (clainms 29 and 30), and are reproduced in the

appendi x of appellant's brief.
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The reference applied in the final rejection is:
Pratt 5,183, 276 Feb. 2,
1993

Clainms 21 to 30 stand finally rejected as unpatentable
over Pratt, under 35 U.S.C. § 103(a).

W will first consider claim2l, which reads:
21. A hockey-stop facilitating in-line skate conprised of:

a foot-retention nmenber;

a primary-wheel assenbly affixed to the bottom of said
foot-retention nenber;

said primry-wheel assenbly having a wheel -nounting frane
and a plurality of primary wheels positioned in a |ongitudinal
al i gnment; and

an auxiliary-wheel assenbly having an auxiliary wheel
rotatably nmounted on said skate in a position raised at | east
one-half inch relative a plurality of said primry wheels at
the side of said |ongitudinal alignment of primry wheels.

Pratt discloses an in-line skate having a foot-retention
menber (boot) 12, a primary-wheel assenbly affixed to the
bottom of the foot-retention nenber and having a wheel -
mounting frame 16 and a plurality of longitudinally aligned

primary wheels 18, and an auxiliary wheel 40 rotatably nounted
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at the side of the primary wheels with its bottom surface 41
spaced fromthe ground 24 by a distance H, when the wheels 18
are positioned vertically. The Pratt apparatus differs from
claim?21l in that distance H, is disclosed as being "e.qg.,
about 0.25 inch" (col. 4, line 18), whereas claim?2l1 recites
that the auxiliary wheel is nounted "in a position raised at
| east one-half inch relative [to] a plurality of said primary
wheel s. "?

As to this difference, the exam ner takes the position
that (answer, page 4):

It woul d have been obvious to one of ordinary skil

in the art at the tine the instant invention was

made to have nodified the in-line skate of Pratt by

rai sing the height of the auxiliary wheel relative

to the primary wheel s any desired anount incl uding

0.5 inches and 1.0 inches by incorporating smaller

di aneter auxiliary wheels and/or by changing the

size and rel ative dinmensions of the auxiliary wheel

nmounti ng bracket as necessary and desirable to
provide the user with nore freedomto | ean and

1 Al though the clains are not rejected under 35 U S. C
§ 112, second paragraph, this |anguage is |ess than precise as
to exactly what dinmension the "at | east one-half inch" is
intended to represent. 1In view of appellant's specification,
we interpret this |language (and simlar |anguage in clains 25
and 30) as neaning that the bottom of the auxiliary wheel is
spaced the recited distance above a ground pl ane passing
t hrough the bottom of the prinmary wheel s and perpendicular to
t he | ongi tudinal plane in which the primary wheels lie.
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bal ance during turns and other nmaneuvers such as the
hockey-styl e stoppi ng maneuver.

Noting Pratt's disclosure at col. 4, lines 22 to 29, that
auxiliary wheels of other diameters may be used, the exam ner
further states (answer, page 7):
one of ordinary skill in the art at the time the
instant invention was nmade woul d have been able to
conclude that Pratt's teaching to use different
si zed wheel s woul d have | ed one of ordinary skill in
the art to conclude that wheels of any size could be
used, including wheels of snaller diameter and
havi ng hi gher hei ght above the surface to provide a
nore stabilizing skating stance for, say, an
experienced in-line skater who was nevert hel ess
engaged in learning to skate tight turns and junps
that required nore inclined skating angles, such as
woul d occur in learning to skate in emul ati on of
figure skating on ice, and other |ike sport skating.
Appel | ant argues that one of ordinary skill would not
have found it obvious to increase the ground cl earance of
Pratt's auxiliary wheel 40 beyond the 0.25 inch anount
di scl osed, because the Pratt auxiliary wheel is used as a
trai ning wheel, to assist the skater to maintain bal ance
wi thout falling, and to increase the clearance to one-half
inch or nore would allow the skate to tip too far. Appellant

argues that such a nodification would not have been obvi ous
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because it would render the Pratt device inoperable for its
i nt ended pur pose. ?
Al t hough Pratt discloses that the height (ground
cl earance) shown may be varied by nounting | arger dianeter
wheel s (thereby decreasing H) (col. 4, lines 23 to 27), we do
not consider that Pratt necessarily teaches away from
substituting smaller dianmeter wheels (increasing H), because
Pratt states at col. 4, lines 28 to 30, that "the user may
vary the height, H, as needed, and as bal ance acclimation
inmproves.” In light of this disclosure, one of ordinary skil
woul d be led to increase H, "as bal ance acclimation inproves."
Neverthel ess, we will not sustain the rejection. "Even
when obvi ousness is based on a single reference, there nust be

a showi ng of a suggestion or notivation to nodify the

teachings of that reference.” 1n re Kotzab, 217 F.3d 1365,
1370, 55 USPQ2d 1313, 1316-17 (Fed. Cir. 2000). 1In the
present case, the exam ner has adduced no evidence to support

the conclusion that it woul d have been obvious to increase the

2 Appellant cites In re Kraner, 18 USPQRd 1415, 1416 (Fed.
Cr. 1991) for this proposition, although Kranmer was
designated by the Court as "not citable as precedent.™
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H, dinension of Pratt's apparatus to at |east one-half inch,
as clainmed. Wiile the exam ner states, as quoted supra, that
having a greater ground cl earance for the auxiliary wheel
woul d have obvi ous for an experienced in-line skater |earning
to skate tight turns and junps, no evidence is cited in
support of this statenent, e.g., to show or suggest that such
an experienced skater would use a skate with an auxiliary
wheel or other device to assist in maintaining bal ance.

Accordingly, we will not sustain the rejection of claim
21, nor of clainms 22 to 30, all of which include simlar
[imtations concerning the position of the auxiliary wheel
above the ground.?
Concl usi on

The exam ner's decision to reject clainms 21 to 30 is

rever sed

REVERSED

| AN A. CALVERT )

3 Clains 25 to 28 and 30 recite a greater clearance of at
| east one inch.
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