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DECI SI ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clains 1 through 26, which are all of the clains
pending in this application.

Appellant's invention relates to a recordi ng nmedi um having a
data recording disk with plural concentric tracks, each track
havi ng servo sectors in which servo information for use in
positioning a transducer head is witten, each servo sector
having a first subpart for all of the synchronization information
for reading data recorded on the data sector, an identification

region, and a second subpart including a data address nmark
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region, a data field, and an error correction code region. Caim
lis illustrative of the clainmed invention, and it reads as

foll ows:

1. A nethod for formng a data sector of a recording
mediumin a disk drive, the data sector including an
identification region for containing identification information
for the data sector and including a data region for containing
data transferred froman external conmunication device,
conprising the steps of:

recording a first subpart of the data region at a first
position on the disk drive;

recording a second subpart of the data region at a
separately | ocated second position on the disk drive, said second
subpart of the data region containing the data transferred from
t he external conmunication device; and

recording the identification region at a third position on
the disk drive interposed between the first and second subparts
of the data region, the first subpart of the data region
containing all of first synchronization information for reading
the identification information contained in the identification
region, and containing all of second synchronization information
for reading data contained in the data region.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

G eenberg et al. (G eenberg) 4, 656, 532 Apr. 07, 1987
Gol d 5,475, 540 Dec. 12, 1995
Prins et al. (Prins) 5, 627, 695 May 06, 1997

(filed Jan. 12, 1995)
Par k 5, 631, 783 May 20, 1997

(filed May 31, 1995)
Claim1l stands rejected under 35 U.S.C. §8 102(b) as being
antici pated by G eenberg.
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Clainms 2, 3, and 17 through 26 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Greenberg in view of
ol d.

Claim 25 stands rejected under 35 U. S.C. § 103 as being
unpat ent abl e over Greenberg in view of Gold and Prins.

Claim 22 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over G eenberg in view of Prins.

Clainms 4 and 7 through 14 stand rejected under 35 U S. C
8§ 103 as being unpatentable over Park in view of G eenberg.

Clainms 5, 6, 15, and 16 stand rejected under 35 U S.C. § 103
as bei ng unpatentable over Park in view of G eenberg and Gol d.

Reference is nade to the Exam ner's Answer (Paper No. 17,
mai | ed January 14, 2000) for the exam ner's conplete reasoning in
support of the rejections, and to appellant's Brief (Paper
No. 16, filed Novenber 3, 1999) and Reply Brief (Paper No. 18,
filed March 13, 2000) for appellant's argunents thereagainst.

OPI NI ON

We have carefully considered the clains, the applied prior
art references, and the respective positions articul ated by
appel l ant and the exam ner. As a consequence of our review, we
will affirmthe anticipation rejection of claim1l and reverse the

obvi ousness rejections of clains 2 through 26.
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Regarding claiml1l, Geenberg shows in Figure 1, a
synchroni zation section, followed by an identification section,
further followed by a data and error correction code section.
Figure 2 indicates that the identification portion further
i ncl udes a di spl acenent.

Appel | ant argues (Brief, pages 26-28) that the ID field of
G eenberg includes a "Dl SPLACEMENT" subpart which includes
synchroni zation information. Appellant (Brief, page 26) directs
us to Greenberg's statenment in colum 3, lines 7-9, that
"di spl acenent is a nunber which conpletes the information needed
to calculate the physical address fromthe |ogical address.”
Appel | ant asserts that G eenberg's definition of displacenent
indicates that the ID field includes synchronization information,
which is contrary to the requirenents of claim1.

As the exam ner states (Answer, page 12),

G eenberg et al describes the displacenent information

as "the nunber of defective sectors between sone

reference point and the physical sector” and "the

of fset fromthe beginning of the track to begi nning of

the | ogical track." Geenberg et al does not teach or

suggest that the displacenent information is sync or

timng information. Hence, G eenberg et al does teach

the first subpart of the data information containing

all the sync information,
as recited in claiml1l. Al so, as Geenberg discloses

synchroni zation information, the fact that he uses a different
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term displacenent, for other information suggests that

di spl acenent differs from synchronization. Accordingly, we agree
with the exam ner that G eenberg discloses the first subpart of
the data information containing all of the synchronization
information, and, thus, that claim11l is anticipated by G eenberg.

W reach a different conclusion for the obvi ousness
rejections. As to the rejection of clainms 2, 3, and 17 through
26, the exam ner explains (Answer, page 4) that although
G eenberg fails to teach the second subpart of the data region
i ncluding a data address mark, Gold discloses such a mark. The
exam ner contends that "[i]t woul d have been obvious ... to
nodi fy the teachings of Geenberg et al to include the teachings
of Gold, notivation being to provide an inproved di sk format as
set forth in col. 2 lines 45-48 of Gold."

After reviewing the referenced portion of Gold we find no
nexus between the inclusion of a data address mark and the
"inmproved disk format." In fact, we find no suggestion or
notivation in either reference to add the clainmed data address
mark to the second subpart data regi on of G eenberg.
Consequently, we cannot sustain the obviousness rejection of

clainms 2, 3, and 17 through 26 over G eenberg in view of Gold.



Appeal No. 2001-1847
Application No. 08/861, 157

For claim25, the exam ner (Answer, page 9) adds Prins to
t he conmbi nati on of Greenberg and Gold. Since Prins fails to cure
the deficiencies of the primary conbination, we cannot sustain
t he obvi ousness rejection of claim?25 over G eenberg, Gold, and
Prins.

The exam ner (Answer, pages 8-9) rejects claim22 over
G eenberg in view of Prins, pointing for notivation to conbine to
Prins' teaching (colum 5, lines 46-58) to elimnate the sector
ID field fromthe header associated with each sector to elimnate
both m cro-positioning during normal wite operations and al so
offsetting of a duplicate header. However, G eenberg states
(colum 2, lines 14-20) that the conbination of the IDfield and
the data field associated with a sector reduces sector overhead
(the goal of the invention) because "the one sync field and the
read/ wite gap elimnated are |larger than the anount of
information that nust be added to the ID field." Thus, the
exam ner's proposed conbination would elimnate the ID field that
must be nodified for Geenberg's invention, thereby destroying

the function of Greenberg invention. The Federal Circuit has

held that "a proposed modification [is] inappropriate for an
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obviousness inquiry when the modification render([s] the prior art
reference inoperable for its intended purpose." In re Fritch, 23
UspQ2d 1780, n. 12, citing In re Gordon, 733 F.2d 900, 902, 221
USPQ 1125, 1127 (Fed. Cir. 1984). Accordingly, we cannot sustain
t he obvi ousness rejection of claim?22 over G eenberg in view of
Prins.

Regar di ng t he obvi ousness rejection of clains 4 and 7
t hrough 14 over Park in view of G eenberg, appellant argues that
Park fails to disclose the clained servo timng generator (see
Brief, pages 10-13), the cl ained node sel ection signal generator
(see Brief, pages 13-16), and the clainmed pre-anplifier and
read/ wite channel circuit (see Brief, pages 16-19). Appell ant
further chall enges the conbination of Park and G eenberg (see
Brief, page 19). Although we do not necessarily agree wth al
of appellant's argunents, for the reasons which follow, we agree
at least that Park fails to disclose the clainmed node sel ection
signal generator, that G eenberg fails to renmedy this
shortcom ng, and that the clains, therefore, would not have been
obvi ous over the conbination of Park and G eenberg.

Claim4 recites, in pertinent part, "a node sel ection signal

generator coupled to receive said read gate input signal and said
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wite gate input signal fromsaid disk data controller, for
generating a read gate output signal and a wite gate output
signal." The exam ner (Answer, pages 5-6) asserts that elenents
28 and 20 together formthe cl ai med node sel ection signal
generator. W disagree.

Park's el enments 20 and 28 are the WD reader and the disc
data controller, respectively. As shown in Figure 7, WD reader
20 receives the read gate input signal fromthe disk data
controller, thereby satisfying part of the requirenents for the
node sel ection signal generator. However, pre-anplifier 12, not
di sk data controller 28, receives the wite gate input signal
fromthe disk data controller, as required by claim4. To find
that the disk data controller receives signals that it generates
woul d be ridiculous. Therefore, elenents 20 and 28 cannot form
the cl ai med node sel ection signal generator as proposed by the
exam ner. Further, although elenent 12 receives the wite gate
i nput signal fromthe disk data controller, pre-anplifier 12 does
not generate a wite gate output signal, and therefore fails to
neet other limtations for the node sel ection signal generator
Upon review of Park, we find that no el ement or conbination of
el ements woul d satisfy all of the [imtations clained for the

node sel ection signal generator.
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G eenberg was relied upon by the exam ner (Answer, page 6)
for the structure of the data sector. G eenberg adds nothing to
the teachings of Park to cure the deficiencies thereof.
Therefore, we cannot sustain the obviousness rejection of clains
4 and 7 through 14 over Park in view of Geenberg. |In addition,
as CGold does not renedy the above-noted shortcom ngs of the
primary conbination of Park and G eenberg, we cannot sustain the
obvi ousness rejection of clains 5, 6, 15, and 16 over Park in
vi ew of G eenberg and Col d.

CONCLUSI ON

The decision of the exam ner rejecting claim1 under
35 US.C 8 102(b) is affirnmed. The decision of the exam ner
rejecting clains 2 through 26 under 35 U.S.C. 8 103 is reversed.

Thus, the exam ner's decision is affirnmed-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

apg/ vsh

AFFI RVED- | N- PART

LEE E. BARRETT
Adm ni strative Patent Judge

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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