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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's
refusal to allowclains 1, 3, 4, 6 through 10 and 12 through 19
as anended subsequent to the final rejection in papers filed
on June 29, 2000 (Paper No. 8) and Septenber 21, 2000 (Paper
No. 12). dCdains 1, 3, 4, 6 through 10 and 12 through 19 are all
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of the clainms remaining in this application. Cdains 2, 5 and 11

have been cancel ed.

Appel lants’ invention relates to a vessel used in
fl oati ng hydrocarbon fuel production systens and, nore particu-
larly, to a vessel having a turret mechani sm which enabl es the
vessel to rotate about a vertical axis relative to risers |inked
to underwater oil wells and also to the ship’s turret nechani sm
The essence of appellants’ invention addresses a passive stabi-
lizer body projecting froma |lower part of the hull of the vessel
for increasing the vessel’s directional stability in relation to
envi ronnental conditions when the vessel is tethered by the
turret nmechanismand risers to the subsea wells. |ndependent
clainms 1, 7 and 13 are representative of the subject matter
bef ore us on appeal and a copy of those clains may be found in

t he Appendi x to appellants’ brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Pangal il a 3,757,723 Sept. 11, 1973
Carl sen 4,266, 496 May 12, 1981
Ber ne 4,273,063 June 16, 1981
Bor set h 5,701, 835 Dec. 30, 1997
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Cainms 1, 4, 7, 8, 10, 13, 14 and 16 through 19 stand
rejected under 35 U. S.C. 8§ 103(a) as being unpatentabl e over

Borseth in view of Berne and Carl sen

Clainms 3, 6, 9, 12 and 15 stand rejected under 35
U S.C 8 103(a) as being unpatentable over Borseth in view of
Berne and Carl sen as applied above, and further in view of

Pangal i | a.

Rather than reiterate the examner's full statenent
of the above-noted rejections and the conflicting viewoints
advanced by the exam ner and appel |l ants regardi ng those rejec-
tions, we nmake reference to the final rejection (Paper No. 7,
mai | ed March 17, 2000) and the exam ner's answer (Paper No. 15,
mai | ed Novenber 6, 2000) for the exam ner's reasoning in support
of the rejections, and to appellants’ brief (Paper No. 13, filed
Sept enber 21, 2000) and reply brief (Paper No. 16, filed

January 3, 2000) for the argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to appellants’ specification and clainms, to
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the applied prior art references, and to the respective positions
articulated by appellants and the exam ner. As a consequence of

our review, we have made the determ nations which foll ow

We turn first to the examner's rejection of clains 1,
4, 7, 8, 10, 13, 14 and 16 through 19 under 35 U S.C. § 103(a)
as bei ng unpatentabl e over Borseth in view of Berne and Carl sen.
Al 't hough we m ght agree with the exam ner that it would have
been obvious to one of ordinary skill in the art at the tine of
appel l ants’ invention to provide the vessel of Borseth with
stabilizers |like those of Berne so as to further enhance the
vessel s roll stability in heavy seas when underway or when on
site and tethered by its turret mechanism (500) to risers from
subsea wells, we nust agree with appellants’ assessnent in the
brief and reply brief with regard to the exam ner’s further
attenpted use of Carlsen to sonehow nodify the resulting vesse
and stabilizer arrangenent arrived at by conbi ning Borseth and
Berne. Like appellants, we see the exam ner as nerely picking
and choosing fromthe prior art only to the extent it m ght
support his determ nation of obviousness, while ignoring aspects
of the prior art that provide a full appreciation of what the

prior art actually would have suggested to one of ordinary skil
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inthe art. In this regard, we share appellants’ position that

t he exam ner has engaged in the use of inperm ssible hindsight in
attenpting to nodify the stabilizer arrangenent resulting from

t he conbi nation of Borseth and Berne by relying on the entirely
different stabilizer systemof Carlsen. The sheer size, posi-
tioning, and manner of operation of the horizontal stabilizers in
Carl sen belie the exam ner’s assertion (answer, pages 5-6) that

it woul d have been obvious to one of ordinary skill in the art
follow ng the teachings of Carlsen to provide end plates or

hori zontal stabilizers on the fins/stabilizers of Borseth as

nodi fi ed by Berne.

In light of the foregoing, we nust refuse to sustain
the exam ner’'s rejection of clainms 1, 4, 7, 8, 10, 13, 14 and 16
t hrough 19 under 35 U.S.C. 8§ 103(a) as being unpatentabl e over

Borseth in view of Berne and Carl sen

As for the examner's rejection of clains 3, 6, 9, 12
and 15 under 8 103(a) as being unpatentable over Borseth in view
of Berne, Carlsen and Pangalila, we have reviewed the Pangalil a
patent, but find ourselves in agreement with appellants’ position

as set forth on pages 9 and 10 of the brief and in the reply
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brief (page 4). Accordingly, we will not sustain the exam ner's
rej ection of dependent clainms 3, 6, 9, 12 and 15 under 35 U.S. C
§ 103(a).

As shoul d be apparent fromthe foregoing, the decision
of the exam ner rejecting clains 1, 3, 4, 6 through 10 and 12

t hrough 19 of the present application is, accordingly, reversed.

In addition to the foregoing, we find it necessary to
REMAND t hi s application back to the exam ner for consideration of

the foll ow ng issue:

During any further prosecution of this application, we
urge the examner to consider the propriety of a rejection of
clainms 1, 4, 7, 8, 13, 14, 16, 17 and 19 under 35 U S.C. § 103(a)
based on the conbi ned teachings of a vessel |ike that described
in appellants’ discussion of the prior art (specification,
pages 1-3 and Figure 1) and the stabilizer systemas set forth
in Carlsen. Carlsen notes (col. 1, lines 11-19) that the stabi-
lizer systemtherein was “devel oped especially for use with
surface vessels used for work in the offshore sector” and nore

specifically, for ships used in the investigation and production




Appeal No. 2001-1702
Application 09/186, 429

of oil and other mneral resources at and beneath the sea bed
whi | e operating under varying weather |oads. Carlsen also
nmentions that other operations at sea require a stable plat-

form or platformhaving predictable and controll abl e novenent
characteristics (e.g., like the prior art oil production opera-
tions discussed by appellants on pages 1-3 of their specifica-
tion). W also direct attention to the broad teachings found in
colum 1, lines 36-59, of Carlsen and the fact that the reference
recogni zes that the area and | ongitudinal positioning of the
stabilizer bodies nmust be selected in accordance with the opera-

tions that the vessel is to perform

VWi | e appel | ants have urged (brief, page 9) that the
support structures (S) or columms (4) and (8) of the horizontal
stabilizers seen in Carlsen do not constitute vertical stabi-
lizers or, nore appropriately, vertical stabilizer bodies, we
are of the view that one of ordinary skill in the art would have
readi |y understood that those support structures are in fact
passive stabilizer bodies, even though the reference does not
expressly describe them as such, because they will provide some

passive stabilizing force to the vessel tending to danpen both
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roll and yaw forces inposed on the vessel by wave action and

wi nd.

This application, by virtue of its "special" status,

requires an inmedi ate action, MPEP § 708.01(d).

REVERSED AND REMANDED

CHARLES E. FRANKFORT
Administrative Patent Judge
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